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522 Fifth Avenue, New York 18, N. Y. 


An Organization for the 
Protection of Trade-Marks and Trade-Names 


The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
performs the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 


During its seventy-one years of existence the Association has been accumulating comprehen- 
sive records, files and a general library of information on trade-mark matters. Members or their 
counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


-rom the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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PART I 


TERRITORIAL SCOPE OF THE TRADE-MARK ACT OF 1946 
By Arthur A. March* 


The Trade-Mark Act of 1946 enlarges the territorial scope of trade-mark protec- 
tion. This added scope is embodied in an attempt by Congress to legislate on the 
substantive law of trade-marks under its constitutional authorization “to regulate 
commerce with foreign nations and among the several states and with Indian 
tribes... .”* Prior to defining the effective territorial metes and bounds of the 
new Trade-Mark Act, it is appropriate to investigate Congress’ authority with 
regard to trade-mark law, for should the new Act be unconstitutional, any attempt 
to define its terriorial scope would be superfluous. Recently it was expressly held that 
Congress is empowered to legislate on the substantive law of trade-marks. * This case 
represents the termination of the doctrine fallaciously evolved throughout the years 
as to Congress’ inability to pass on the substantive law of trade-marks.* However, 
the collapse of this latter doctrine is not startling for it was based entirely and 
unquestionably on the “authority” of United States v. Steffens, et al.“ A close 
examination of this “authority” will disclose that it has “feet of clay.” The 
Steffens case did not hold that Congress has no right to legislate on the substan- 
tive law of trade-marks. It was in fact stated that: 


The question therefore, whether the trade-mark bears such a relation to commerce 
in general terms as to bring it within Congressional control, when used or applied to the 
classes of commerce which fall within that control, is one which in the present case, 
we propose to leave undecided.® 


As any structure is no stronger than its base, the fall of this doctrine of the 
Rectanus, Heacock and like cases was to be anticipated, and finally in 1943 the 
Circuit Court of Appeals for the 7th Circuit expressly held that: 


.... we believe it is clear that Congress has the power to legislate upon the substantive 
law of trade-marks.® 


Having accepted this premise as to the authority of Congress to enact the Trade- 
Mark Act of 1946, truly a piece of substantive trade-mark legislation, it is appro- 
priate to investigate the territorial scope thereof and to attempt to define its effective 
metes and bounds. It will, of course, be necessary to study the past in order to 
attempt to divine the future. 





* Member of the New York and Connecticut Bars. 

1. U. S. Const., Sec. 8. 

2. See Philco Corp. v. Phillips Mfg. Co, 133 F. 2d 663. 

3. American Trading Co. v. Heacock, 285 U. S. 247, 52 Sup. Ct. 387; American Steel 
Foundries v. Robertson, 269 U. S. 372, 46 Sup. Ct. 160; United Drug v. Rectanus, 248 U. S. 90, 
39 Sup. Ct. 48. ; 

4. 100 U. S. 82. 

5. United States v. Steffens, et al., supra at page 95. 

6. Philco Corp. v. Philips Mfg. Co., supra at page 668. 
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It is to be noted at this point that this article concerns the territorial aspects 
of “marks” within the broad definition given in the New Trade-Mark Act; that is 
to include trade-marks, service marks and collective marks’ and further includes 
certification marks.* Concerning service marks and certification marks which are 
neophytes as to their registrability and subsequent statutory protection, the terri- 
torial scope of protection will presumably be identical with trade-marks under the 
sections outlined herein. Although acknowledgment is made of the old rule “Quae 
communi lege derogant stricti interpretantur,” * nevertheless, this result must follow 
in order for the Act to be subject to logical interpretation. Of course there is not 
the history of decisions concerning these latter “marks” as are found with reference 
to trade-marks. In the past their protection was limited to unfair competition 
actions which confined protection to the area of actual conflict. Collective marks 
were granted statutory protection under the Act of 1938. However, even as to 
them there is no substantial case history and as above stated their protection under 
the Act of 1946 will logically fall within the same range as that afforded trade- 
marks per se. 

Under the Trade-Mark Act of 1946 the term “commerce” is defined as “al) 
commerce which may lawfully be regulated by Congress.” *° Unlike the Act of 
1905 which was specifically entitled “An Act to Authorize the Regulation of Trade- 
Marks Used in Commerce With Foreign Nations or Among the Several States or 
With Indian Tribes ... ,” or the Act of 1881 which was enacted for foreign and 
Indian tribe commerce, or the Act of 1920 which is specifically limited in scope 
to interstate, foreign, and Indian tribe commerce; the definition of “commerce” 
presented in the Act of 1946 is couched in such terms as to permit the courts to 
interpret it as broadly as possible, all, of course, within constitutional limits. In- 
fringement under the new Trade-Mark Act consists in a use “in commerce” of a 
reproduction, counterfeit, copy, etc., of any registered mark.” The situations 
wherein the territorial aspects of the law are fairly well defined by the statute itself 
shall first be disposed of. 






Interstate Adoption and Use, After July 5, 1947, of a Mark Similar to One 
Previously Registered Under the Acts of 1946, 1905 or 1881 





It is clear that as a purely legal question after July 5, 1947, where a valid 
registered mark, be it registered under the Act of 1946, the Act of 1905 or the 
Act of 1881 is infringed by another’s subsequent adoption and use of the same or 
a confusingly similar mark in interstate commerce, the registrant may obtain com- 
plete relief. This is so whether the infringement’ takes place in interstate com- 










7. Sec. 45, T.-M. Act of 1946. 

8. As regards certification marks, these are not included in the broad term “marks” in 
Section 45 of the Act. However, for the purpose of territorial effects, they may be classified 
in the same grouping. 

9. Jenk. Cent., page 221, case 72. 

10. Sec. 45, T.-M. Act of 1946. 

11. H. R. 9041—75th Congress. 

12. Sec. 32 (1), T.-M. Act of 1946. 

13. In referring to infringement throughout this article, it must be borne in mind that an 
infringement may now consist in using the same or a confusingly similar mark in advertising 
as well as in any manner on the goods themselves. See Sec. 32 (1), T.-M. Act of 1946. 
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merce in the territory already covered by the registrant or by adoption and use of 
a confusingly similar mark in an unexplored territory after the prior registration 
has been obtained, for the registration itself constitutes “Constructive Notice” of 
the registrant’s claim of ownership thereof. It therefore appears that the dictum 
of the Bismarck case has been enacted to some extent into statute. Hence, after 
July 5, 1947, the effective date of the Act, where, subsequent to the registration by 
one party the same or a confusingly similar mark is adopted and used by another 
party in interstate commerce in a territory not yet entered into by the registrant, 
relief is obtainable and in these circumstances “the rights which a person obtains 
by the registration of a trade-mark are coterminous with the territory of the United 
States.” *° ; 

Thus it appears that the old question most ably set forth in Dr. Walter Deren- 
berg’s work, “Trade-Mark Protection and Unfair Trading” : 


Can a Federal registration at least grant preemptive trade-mark protection in those 
instances where the infringer is using the mark not only in intra-state commerce but in 
interstate commerce between various states not yet invaded by the plaintiff ?*” 


has been resolved in the affirmative. 


Interstate Adoption and Use of a Similar Mark at Any Time Prior to the Filing 
of an Application for Registration Under the Act of 1946 and in the 
Absence of Any Registration Existing Under the Acts 
of 1905 or 1881 


Where there is lawful interstate use” in divergent territories of similar marks 
before the filing of any application under the Act of 1946 and in the absence of 
any registration existing under the Acts of 1905 and 1881, concurrent rights to 
the mark and to a registration may be obtained. The statute itself is explicit on 


14. Sec. 22, T.-M. Act of 1946. Constructive notice means information or knowledge of a 
fact imputed by law to a person (although he may not actually have it), because he could have 
discovered the fact by proper diligence, and his situation was such as to cast upon him the duty 
of inquiring into it. It is a presumption of law, making it impossible for one to deny the matter 
concerning which notice is given. See Black’s Law Co 20) Vea. 3rd —_- p. 1258. 

15. Standard Brewery Co. v. Interboro Brewery Co 

16. Standard Brewery Co. v. Interboro Brewery Co., supra at p. a Ad. In Sec. 33(b) (5) 
of the Act of 1946 the following statement is listed as a defense to an infringement action: 
“That the mark whose use by a party is charged as an infringement was adopted without 
knowledge of the registrant’s prior use and has been continuously used by such party or those 
in privity with him from a date prior to the publication of the registered mark under subsection 
(a) or (c) of Section 12 of this Act... .” A hasty perusal of this section might seem to 
result in the conclusion that an interstate user who first appropriates the mark in an unexplored 
territory after July 5, 1947 can acquire rights to the mark there against a registrant under the 
Acts of 1905 or 1881. However, this is not so. The adoption of the mark by the second 
appropriator must be “without knowledge.” Since after July 5, 1947 a registration under the 
Acts of 1905 and 1881 are “Constructive Notice” it cannot be maintained that such adoption 
was “without knowledge” as far as the second interstate appropriator is concerned and this de- 
= i The proprietariness of this defense in behalf of an intra-state user is hereinafter 
explor 

17. “Trade-Mark Protection and Unfair Trading” at p. 464. See also Arrow Distilleries, 
Inc. v. Globe Brewing Corp., 30 F. Supp. 270, reversed 117 F. 2d 347. 

18. Throughout this article reference is necessarily made to “use” of the mark. It must 
be remembered that the restricted “affixation” rule (Sec. 29, Act of 1905) has been abrogated 
and use on “displays associated with the goods” (Sec. 45, Act of 1946) will suffice. As to 
—— marks, “use on displays in the sale or advertising of service” will suffice (Sec. 45, Act 
18) 
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7. Sec. 45, T.-M. Act of 1946. 
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merce in the territory already covered by the registrant or by adoption and use of 
a confusingly similar mark in an unexplored territory after the prior registration 
has been obtained, for the registration itself constitutes “Constructive Notice” of 
the registrant’s claim of ownership thereof.“ It therefore appears that the dictum 
of the Bismarck case*® has been enacted to some extent into statute. Hence, after 
July 5, 1947, the effective date of the Act, where, subsequent to the registration by 
one party the same or a confusingly similar mark is adopted and used by another 
party in interstate commerce in a territory not yet entered into by the registrant, 
relief is obtainable and in these circumstances “the rights which a person obtains 
by the registration of a trade-enark are coterminous with the territory of the United 
States.” *° 

Thus it appears that the old question most ably set forth in Dr. Walter Deren- 
berg’s work, “Trade-Mark Protection and Unfair Trading” : 


Can a Federal registration at least grant preemptive trade-mark protection in those 
instances where the infringer is using the mark not only in intra-state commerce but in 
interstate commerce between various states not yet invaded by the plaintiff?” 


has been resolved in the affirmative. 


Interstate Adoption and Use of a Similar Mark at Any Time Prior to the Filing 
of an Application for Registration Under the Act of 1946 and in the 
Absence of Any Registration Existing Under the Acts 
of 1905 or 1881 


Where there is lawful interstate use’* in divergent territories of similar marks 
before the filing of any application under the Act of 1946 and in the absence of 
any registration existing under the Acts of 1905 and 1881, concurrent rights to 
the mark and to a registration may be obtained. The statute itself is explicit on 


14. Sec. 22, T.-M. Act of 1946. Constructive notice means information or knowledge of a 
fact imputed by law to a person (although he may not actually have it), because he could have 
discovered the fact by proper diligence, and his situation was such as to cast upon him the duty 
of inquiring into it. It is a presumption of law, making it impossible for one to deny the matter 
concerning which notice is given. See Black’s Law Dictionary, 3rd edition, p. 1258. 

15. Standard Brewery Co. v. Interboro Brewery Co., 229 Fed. 543. 

16. Standard Brewery Co. v. Interboro Brewery Co., supra at p. 544. In Sec. 33(b) (5) 
of the Act of 1946 the following statement is listed as a defense to an infringement action: 
“That the mark whose use by a party is charged as an infringement was adopted without 
knowledge of the registrant’s prior use and has been continuously used by such party or those 
in privity with him from a date prior to the publication of the registered mark under subsection 
(a) or (c) of Section 12 of this Act... .” A hasty perusal of this section might seem to 
result in the conclusion that an interstate user who first appropriates the mark in an unexplored 
territory after July 5, 1947 can acquire rights to the mark there against a registrant under the 
Acts of 1905 or 1881. However, this is not so. The adoption of the mark by the second 
appropriator must be “without knowledge.” Since after July 5, 1947 a registration under the 
Acts of 1905 and 1881 are “Constructive Notice” it cannot be maintained that such adoption 
was “without knowledge” as far as the second interstate appropriator is concerned and this de- 
— i The proprietariness of this defense in behalf of an intra-state user is hereinafter 
explored. 

17. “Trade-Mark Protection and Unfair Trading” at p. 464. See also Arrow Distilleries, 
Inc. v. Globe Brewing Corp., 30 F. Supp. 270, reversed 117 F. 2d 347. 

18. Throughout this article reference is ae gs 2 made to “use” of the mark. It must 
be remembered that the restricted “affixation” rule (Sec. 29, Act of 1905) has been abrogated 
and use on “displays associated with the goods” (Sec. 45, Act of 1946) will suffice. As to 
a. ‘omel ‘use on displays in the sale or advertising of service” will suffice (Sec. 45, Act 
18) 
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this point for concurrent rights may be obtained by lawful use in commerce “prior 
to any of the filing dates of the applications involved.” ” 


Interstate Adoption and Use of a Similar Mark After July 5, 1947 and Subsequent 
to the Filing of an Application for Registration Under the Act of 1946 


In the outlined circumstances the statute itself removes any question and the 
second user may not obtain any rights to the mark for, as above, concurrent rights 
may be obtained only by lawful use in commerce prior to any of the filing dates 
of the applications involved. 


Interstate Adoption and Use Prior to July 5, 1947 of a Mark Similar to One 
Previously Registered Under the Acts of 1905 or 1881 


With regard to registrations under the Acts of 1905 and 1881 existing on July 
5, 1947, it could not be contemplated that the Act of 1946 would be retroactive in 
effect as it concerns the rights to concurrent use. The statute itself is not explicit 
on this entire point, with the critical date as to the elimination of concurrent rights 
being the “filing dates of the applications involved.” An argument could be pro- 
posed that the “filing dates” pertain to those in applications under the Acts of 1905 
and 1881 as well as under the Act of 1946. There is no explicit barrier in the statute 
itself to this interpretation. However, the argument fails in logic and law. It is 
clear that prior to July 5, 1947, concurrent rights to use a mark could be obtained 
even in the presence of a prior Federal registration.” To maintain that such an 
already acquired right could be erased by retroactive enactment does not appear 
conscionable. The equities in favor of the second user in these circumstances are 
apparent. Further, “constructive notice” concerning a 1905 and 1881 registra- 
tion does not begin until July 5, 1947,” the effective date of the Act, which notice 
was not imparted to a registration by any statute or decision prior to that time. 
Hence, not being bound by any notice, an innocent use by the second appropriator 
under these circumstances would be the “lawful” use required by the statute. There 
appears to be no foundation, in view of the equities and the rights previously 
acquired, for the proposition that the filing dates of an application under the Acts 
of 1905 or 1881 would be critical as to the establishment of concurrent rights. 
Concurrent rights to a mark could thus arise prior to July 5, 1947 even in light 
of existing registrations under the Acts of 1905, 1881, and, of course, 1920.” 


Concurrent Registrations Authorized by Statute 


Under the Act of 1905 territories were apportioned by the courts on equitable 
grounds.* Under the Act of 1946 territories will be apportioned by authority of 


19. Sec. 2(d), T.-M. Act of 1946. 

20. The Umted States Printing and Lithograph Company v. Griggs, Cooper & Co., 279 
U. S. 156, 46 Sup. Ct. 287; Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 36 Sup. Ct. 
357, cf. Standard Brewery Co. v. Interboro Brewery Co., supra. 

21. Section 2(d), T.-M. Act of 1946. See also United Drug Co. v. Rectanus, 226 Fed. 
545 aff’d 248, U. S. 90, 39 Sup. Ct. 48; American Trading Co. v. Heacock Co., supra; Griesedieck 
Western Brewery Co. v. People’s Brewery Co., 56 F. Supp. 600; aff’d 149 F. 2d 1019. 

22. It is to be emphasized that the second user must have been an honest lawful user with 
no equities prevalent against him. 

23. Hanover Star Milling Co. v. Metcalf, supra; Cohen Goldwater Mfg. Co. v. Wilk Shirt 
Corp., 147 F. 2d 767. 
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statute itself.* Under the Act of 1905 no matter what concurrent use the courts 
permit, concurrent registrations could not be obtained in the Patent Office.” Under 
the Act of 1946, concurrent registrations in the Patent Office are authorized by 
the statute itself.” 

It has been proposed that territorial decrees may still result where registrants 
have failed to occupy distant markets for an unreasonable length of time after 
registration and after others have used the same or similar marks in such markets, 
thus limiting the “Constructive Notice” effect. The argument is presented that 
while the Commissioner is limited by “filing dates” in Section 2(d) in his grant of 
concurrent registrations the Courts are not strictly limited by the filing dates. How- 
ever, it seems obvious from this section that the courts are bound by the same 
limitations as the Commissioner for the court’s action specifically must be “in 
accordance” * with the provisions of the statute itself. Thus the courts are also 
so limited in handing down orders to the Commissioner to issue concurrent regis- 
trations. 


Use of Similar Marks in the Same Area by More Than One Party 


As it is necessary to touch upon all aspects with regard to territorial scope, 
isolated eventualities cannot be ignored. Thus in the event the same confusingly 
similar marks have been lawfully used in the same area by more than one party 
before July 5, 1947, or in the absence of any other registration before an application 
for registration under the Act of 1946 is filed, the rights of the parties to the mark 
will be apportioned. The scope of each use, the question of first to use, and the 
feasibility of distinguishing between the users will be the controlling factors. 


Territorial Scope of Protection Afforded Trade-Names and Corporate Names 


As to trade-names and corporate names per se which of course are not registr- 
able, the territorial limits of protection have been in no way changed, and the 
principle of unfair competition that limit protection to the area of actual conflict 
or at the most to the area of probable confusion still apply.” It should be noted 
in this connection that the somewhat inequitable provision,” which permitted a 
later adopter of a corporate name to successfully oppose registration of a trade- 
mark by the prior user, has been eliminated.” 


Rights Acquired by Filing Application for Registration in a Foreign Country 


With regard to the rights obtained by application for registration filed in foreign 
countries, these are clearly defined in Section 44(d) of the Act. In short, if the 


24. Section 2(d), T.-M. Act of 1946. 

25. The Pennsylvania Petroleum Co. v. Pennzoil Co., 80 F. 2d 67; In Re Inderridien Can- 
ning Co., 277 Fed. 613. 

26 Sec. 2(d), T.-M. Act of 1946. 

27. Sec. 2(d), T.-M. Act of 1946. 

28. Macy & Co. v. Colorado Mfg. Co., 68 F. 2d 690; Terminal Barber Shop, Inc. v. Zoberg, 
28 F. 2d 807 : Charles Broadway Rauss, Inc. v. Winchester Co., 300 F. 706, Certiorari denied, 
266 U. S. 607, 45 Sup. Ct. 92; Silbert v. Kerstein, 62 N. E. 2d 109. 

29 Section 5, T.-M. Act of 1905. Cracker Jack Co. v. Aspergren Co., Inc., 15 T.-M. R. 427. 

30. See Section 2(d), T.-M. Act of 1946 in which refusal of registration is based upon 
resemblance to a trade-name previously used by another. 
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application in the United States Patent Office is filed within six months from the 
date on which the application was first filed in a foreign country which is a party 
to a treaty with the United States or a member of a Convention to which the United 
States belongs, the applicant’s rights date back to the date of his application in 
such foreign country.” 


Rights Acquired by Prior Use in a Foreign Country 


Prior use in a foreign country does not affect the acquisition of rights in the 
United States. The law remains as it was under the Act of 1905: 
It cannot be denied that the protection of a trade-mark in the United States is not to 
be defeated by showing a prior use of a trade-mark in France or in some other coun- 


try. ... The prior use of a mark by another in some foreign country is not fatal if the 
one claiming protection is able to show that he was the first to use it in this country.** 


Importation of Goods Bearing an Infringing Mark 


Goods bearing a mark infringing upon one registered under the new Trade- 
Mark Act are forbidden importation if a copy of the Certificate of Registration is 
deposited with the Department of Treasury.* 


Right to Prohibit Export of Goods Bearing an Infringing Mark 


The Rights of a registrant to prohibit the export of goods bearing an infring- 
ing mark remain the same under the Act of 1946 as they were under the Act of 
1905. They are concisely set forth in the Tangee case,“ which is the present-day 
law, and in which it was held: 


(a) Exports bearing the infringing mark will be permitted to those countries where 
both the registrant and the defendant are doing business and the defendant has established 
its right to use the name by the local law in the particular countries involved. 

(b) Exports bearing the infringing mark will be permitted to those countries where 
the defendant is doing business and the registrant has not proved that it has ever done 
business or is likely to do it. 

(c) Exports bearing the infringing mark will be enjoined to those countries where 
both parties are doing business and the defendatits have not established such right, and 

(d) Exports bearing the infringing mark will be enjoined to those countries wherein 
the registrant has upheld its exclusive right to the mark. 


Having stated the scope of the Act of 1946 in the more or less easily disposable 
situations, it appears appropriate to investigate the remaining problems which may 
arise concerning its territorial aspects and determine individually the effect of the 
Act of 1946 thereon. These all deal with the complexities of /ntra-State v. Inter- 
state Commerce and use.*° 


31. Section 44(d), T.-M. Act of 1946. 

32. Le Blume Import Co. v. Coty Co., Inc., 293 Fed. 344 at p. 350 

33. Section 42, T.-M. Act of 1946. Up until July 5, 1947 the same benefits were available 
to registrants under other trade-mark acts by Treasury regulations. 

34. The George W. Luft Co., Inc. v. Zande Cosmetic Co., Inc., et al., 142 F. 2d 536, 
Certiorari denied, 323 U. S. 756, 65 Sup. Ct. 90. 

35. Rights acquired through use of a mark solely within a Territory as for example, Hawaii, 
Alaska, etc., are identical with those acquired by intra-state use even as they were under the Act 
of 1905. See American Trading Co. v. Heacock, supra. Therefore, the comments in this article 
with reference to intra-state use apply equally to use solely within a Territory. 
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Where There Is Intra-State Adoption and Use of a Mark Subsequent to Its 
Registration in the United States Patent Office and Subsequent to the 
Registrant’s Use in the Particular State Involved 


No provision of the Act of 1946 will affect the advantageous common law rule 
wherein the Federal registrant of a trade-mark, be it under the Act of 1881, 1905 
or 1946, who is the prior user of the mark within the confines of any particular state 
is incontrovertibly the owner of the mark there. This fact remains constant whether 
or not the registrant obtains a state registration. All jurisdictions have not had 
the opportunity of adjudicating this specific point, but wherever issue has been 
joined, the result has been the same, and ownership resides in the Federal registrant 
within the state involved. Even should the later user procure a state registration 
of the same or a confusingly similar mark, this ownership is in no way altered, and 
in fact successful cancellation proceedings have been prosecuted by the Federal 
registrant.” For the most part the state statutes themselves reiterate the rule 
wherein first use becomes the basis for ownership and registration.” 

It is appropriate here to point out that hasty perusal of some of the state statutes 
might seem to result in the conclusion that because of the indiscriminate and in- 
definite use of the word “shall” therein, registration is mandatory.” However, such 
sections are in logic to be construed as permissive and not mandatory. The very 
pertinent comments, concerning this use of the word “shall” in such statutes as 
being a permissive rather than a mandatory one, which were made by Dr. Walter 
Derenberg in “Trade-Mark Protection and Unfair Trading” are entirely applicable 


today.” The state statutes do nothing more than affirmatively declare the right 
that existed before the enactment of the statue.” 

In the event of an intra-state infringement of a mark which is registered in the 
United States Patent Office and first used by the registrant within the borders of 
a particular state, there are certain well-defined remedies available : 


(a) It is clear that should the Federal registrant also be possessed of a state 
registration and entitled to use that state’s courts, he may act on the basis of the 
particular state law.” 

(b) Should the intra-state infringer be in possession of a state registration, the 
registration may be cancelled.“ 


36. Harvey v. American Coal Co., et al., 50 F. 2d 832; Fred C. Bracken d/b/a Sunbrite 
Mfg. Co. v. Swift & Co., 24 T.-M. R. 402; Coca-Cola Co. v. Stevenson, et al., 276 Fed. 1010; 
Prest-O-Lite v. Bay, 147 N. Y. Supp. 138. 

37. Bass, Ratcliff & Gretton, Ltd. v. Windsor Ale Co., 23 T.-M. R. 49; Coca-Cola Co. v. 
Stevenson, et al., supra. 

38. The exceptions to this are such states as Arkansas, Connecticut, New Jersey and North 
Carolina wherein registrations may be obtained on the basis of “intention” to use. There is 
a paucity of decisions in interpretation of the rights so acquired. It is doubtful however that 
a party filing on such intention who fails to make use of the mark within a short period of time 
could acquire any specific rights therein. 

39. Section 5556 of the New Mexico statute. 

40. See pages 475-476 of “Trade-Mark Protection and Unfair Trading.” 

41. Fred C. Bracken v. Swift & Co., supra and Coca-Cola Co. v. Stevenson, et al., supra. 

42. Neva-Wet Corp. v. Never Wet Processing Corp., 277 N. Y. 163; Deering’s California 
Codes, Business & Professions, Chap. 3, Arts. 1 and 2. For rights obtained by registration in 
state, see also Blair’s Foodland, Inc. v. Shuman’s Foodland, Inc., 311 Mass. 172, 40 N. E. 2d 303. 

43. Coca-Cola Co. v. Stevenson, et al., supra; Bass, Ratcliff & Gretton, Ltd. v. Windsor 
Ale Co., supra. 
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(c) The Federal registrant may bring suit on the basis of unfair competition.” 


We now arrive at the basic and most difficult problem presented in this category. 
It concerns the question of jurisdiction.“ That is, where a Federal registrant who 
has had first use of the mark in the particular state involved seeks relief against an 
intra-state infringer in the Federal courts on the basis of his United States registra- 
tion. Under the Act of 1905 it was not possible to obtain relief in the Federal 
courts against pure intra-state infringement on the basis of a Federal registration.*° 
This fact was also true under the Act of 1881.“ 

Under the Act of 1946, “any person who shall, in commerce, (a) use, without 
the consent of the registrant, any reproduction, counterfeit, copy, or colorable imi- 
tation of any registered mark . . . . shall be liable to civil action by the regis- 
trant....” ** In order to determine whether or not relief is obtainable in the Federal 
courts in behalf of a Federal registrant who has had first use of the trade-mark 
in a particular state against the intra-state infringer who first infringes after the 
Federal registration has been obtained, it is first necessary to ascertain what the 
“commerce” referred to above covers. It is only in the “commerce clause’ of the 
Act that a solution can be sought with regard to this particular problem. Other 
provisions of the statute deal with rights acquired under the laws of the state by 
use of the trade-mark continuing from a date prior to the date of publication under 
the Act of 1946,® and to the continuous use of the mark within an area prior to 
the date of publication of the registered mark,” neither of which aid here. 

“Commerce” is defined in the Act of 1946 as “all commerce which may lawfully 
be regulated by Congress.” In order to arrive at a conclusion, an examination 
must be made of other laws and other decisions concerning “commerce.” It is 
realized that the translation of an implication drawn from the special aspects of 


44. The holdings in each particular state are to be carefully considered prior to seeking 
this type of relief. There is a vast diversity between the relief obtainable in various states on 
the same set of facts. For example, the doctrine in the states of New York, Ohio and Massachu- 
setts afford relief on very broad grounds. Tiffany v. Tiffany Products, 264 N. Y. S. 459, Aff’d 
262 N. Y. 482; Foster Mfg. Co. v. Cutler Tower Co., 211 Mass. 219; Cleveland Opera Co. v. 
Cleveland Civic Opera Assn., 154 N. E. 352. However, in such states as Illinois where the 
“palming off” and “competition” doctrine is strictly adhered to, relief is much more difficult to 
obtain. See Time, Inc. v. Viobin, 128 F. 2d (C. C. A. 7), Certiorari denied 63 Sup Ct. 78. 
Under the doctrine of Erie R. R. v. Tompkins, 304 U. S. 64, 58 Sup. Ct. 817, the Federal Courts 
are bound to follow local law on this subject. See Pecheur Lozenge Co., Inc. v. National 
Candy Co., Inc., 315 U. S. 666, 62 Sup. Ct. 853. 

45. It is to be noted that the requirement for “diversity of citizenship” and “amount in 
controversy” are eliminated by the new Trade-Mark Act wherein in Section 39, Federal courts 
are granted jurisdiction “of all actions arising under this Act without regard to the amount 
in controversy or to diversity or lack of diversity of the citizenship of the parties.” 

46. United States Printing Co. v. Griggs, Cooper & Co., supra; Youngs Rubber Corp., 
Inc. v. C. I. Lee & Co., Inc., et al., 45 F. 2d 103 (C. C. A. 2); Kasch v. Cliett, 297 Fed. 169; 
Louis Bergdoll Brewing Co. v. Bergdoll Brewing Co., 218 Fed. 131. 

47. Warner v. Searl & Hereth Co., 191 U. S. 195, 24 Sup. Ct. 79; Ryder v. Holt, 128 U. S. 
125, 9 Sup. Ct. 145. 

48. Section 32 (1), T.-M. Act of 1946. 

49. Section 15, T.-M. Act of 1946. 

50. Section 35(b) (5), T.-M. Act of 1946. In considering this aspect a conclusion can be 
reached without resort to the complex question as to whether or not “Constructive Notice” 
(Section 22, T.-M. Act of 1946) is applicable per se to the pure intra-state trader. Suffice to 
say in the author’s opinion, and for constitutional reasons, it is not. 

51. Section 45, T.-M. Act of 1946. 


~ 
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one statute to a totally different statute is treacherous.” Nevertheless, it is only 
from these other statutes and decisions thereunder that authority can be gleaned 
in considering the present problem. An entirely different concept of “commerce” 
as it pertains to the field of trade-marks has been proposed in the new Trade-Mark 
Act. There is no limitation to “commerce among the several states,” * nor “com- 
merce with foreign nations or Indian tribes” “ nor to “interstate” commerce,” but 
rather coverage is sought for all that commerce which may lawfully be regulated 
by Congress. In order to ascertain just what commerce may be so regulated, 
present-day law in fields outside of the trade-mark field and directly concerned 
with such “commerce” are appropriately investigated for authority. 

It is to be stressed and remembered throughout the following discussion that 
in the instant situation the Federal registrant has already entered the particular 
state involved with his trade-marked product, and that the registrant has obtained 
his registration prior to the adoption by the intra-state trader of the infringing 
mark. In addition, rights based upon first use in the territory involved have been 
acquired by the registrant. To sum up, interstate trade affecting the particular 
state involved has begun. 

The word “commerce” as defined in the anti-trust laws means “trade or com- 
merce among the several states.” Hence the definition presented by this statute 
is pro se, more limited than the broad scope given the same word in the Trade-Mark 
Act of 1946. Nevertheless, in interpreting the commerce clause in the Constitu- 
tion” as it affects the Anti-Trust Law, it has been held: 


The line of demarcation between interstate and local activities is gradually being 
obliterated by judicial decision. As the law now stands, activities strictly local which 
interfere with interstate commerce®™® come under the interdiction of the Act.®® 


To apply this line of reasoning to the case of intra-state infringement of a mark 
under the circumstances outlined herein, interstate commerce affecting the particu- 
lar state involved has commenced. That the intra-state infringement interferes with 
this interstate commerce seems abundantly clear. The trade of the interstate trader 
will undoubtedly be affected by this infringement and the resulting coniusion. This 
interference comes under the interdiction of the new Trade-Mark Act. The use of 
the intra-state trader, because of its interference with interstate commerce becomes 
a use in commerce which may lawfully be regulated by Congress. 

It has further been held that intra-state acts will be enjoined wherever neces- 
sary or appropriate for the protection of interstate commerce.” That the protec- 


52. Federal Trade Commission v. Bunte Bros., 312 U. S. 349, 61 Sup. Ct. 580. 

53. Trade-Mark Act of 1905. 

54. Trade-Mark Act of 1881. 

55. Trade-Mark Act of 1920. 

56 15 U. S. C. A. Section 12. 

57. U. S. Const. Section 8. 

58. Emphasis supplied. 

59. Umtted States vy. San Francisco Electrical Contractors Assn’. Inc. et al., 57 F. Supp. 57 
at p. 60. See also U. S. v. Food & Grocery Bureau of Southern California, 43 F. Sup. 974, 
Aff'd 139 F. 2d 973; U. S. v. Mountain States Lumber Dealers Assn., 40 F. Supp. 460. 

60. Blankenship v. Kurfman, 96 F. 2d 450 (C. C. A. 7). See also Local 167 of International 
Brotherhood, etc. v. U. S., 291 U. S. 293, 54 Sup. Ct. 396; Lake Valley Farm Products v. Milk 
Wagon Drivers’ Union Local 753, 108 F. 2d 436 (C. C. A. 7), Certiorari granted, 309 U. S. 649, 
60 Sup. Ct. 723, reversed on other grounds, 311 U. S. 91, 61 Sup. Ct. 122. 
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tion of interstate commerce necessitates the enjoining of the intra-state acts by 
the intra-state infringer here seems obvious. The foregoing statement of the courts 
is somewhat tempered by the requisite for a close and substantial relation to inter- 
state commerce to require Federal intervention.” Nevertheless, even as to this 
mitigating aspect the use of the mark infringing upon one in interstate commerce 
and its direct relation to and effect upon the interstate shipments under these cir- 
cumstances makes its relationship to interstate commerce sufficiently close and 
substantial to warrant banning its further use through Federal court action. 

The Federal Food, Drug and Cosmetic Act may be referred to draw a corol- 
lary as to the possible interpretation of the “commerce clause.” By the Food and 
Drug Act, certain actions are prohibited in interstate commerce. Therein interstate 
commerce is defined as “(1) commerce between any state or territory and any 
place outside thereof... .”* In a recent decision the question arose as to whether 
Congress has the power to follow an article which, although having been shipped 
in interstate commerce was being held for purely local or intra-state commerce and 
to then regulate its branding. The Supreme Court held that under the commerce 
clause Congress would have such power.“ Thus Congress was permitted to regu- 
late concerning what was tantamount to a pure intra-state matter merely on the 
basis that the article had passed through interstate commerce. The ability to regu- 
late seems more secure where the article in intra-state trade while not having passed 
through interstate commerce has a close and substantial effect thereon as does the 
infringing trade-marked product in intrastate commerce under the circumstances 
outlined. 

Turning to the Federal Trade Commission Act,” “commerce” is therein defined 
as “commerce among the several states... .”° Under the Act unfair methods of 
competition “in commerce” are prohibited.” It is well to explore in detail one of 
the outstanding cases in this field of law and to interpret its possible effect on the 
new Trade-Mark Act. In the case of Federal Trade Commission v. Bunte Bros.,™ 
the F. T. C. had ordered an Illinois Candy manufacturer to cease and desist from 
certain unfair practices which took place solely in intra-state commerce within the 
State of Illinois. The unfair methods of competition affected the commerce which 
other candy makers in interstate commerce carried on with retailers in Illinois. The 
Supreme Court held that under this statute the Feceral Trade Commission was not 
empowered to so regulate the intra-state trader. However, the court expressly 
pointed out.... 


65 «é 


This case presents the narrow question of what Congress did, not what it could do, 
and we merely hold that to read “unfair methods of competition in (interstate) com- 
merce” as though it meant “unfair methods of competition in any way affecting interstate 


61. Blankenship v. Kurfman, supra. 

62. 21 U. S. C. A. Section 301-392. 

63. 21 U. S. C. A. Section 321(b). 

64. U. S. v. Jordan James Sullivan, 68 Sup. Ct. 331. See also McDermott v. Wisconsin, 

228 U. S. 115, 33 Sup. Ct. 431. 

65. 15 U. S. C. A. Sections 41-77. 

66. 15 U. S. C. A. Section 44. 

67. 15 U. S. C. A. Section 45(b). 

68. 312 U. S. 349; 61 Sup. Ct. 580. 
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commerce” requires, in view of all the relevant considerations, much clearer manifesta- 
tions of intention than this Congress has furnished. 


It thus appears explicit that Congress, had it been granted the power, could con- 
stitutionally regulate that commerce which “affects” interstate commerce. To 
draw an analogy with the new Trade-Mark Act which concerns all commerce “which 
may be lawfully regulated by Congress,” it appears clear that that commerce which 
“affects” interstate commerce, be it intra-state or interstate, is the proper subject 
of Congressional regulation and hence well within the scope of the new Trade-Mark 
Act. As hereinabove pointed out, the infringement of the intra-state trader does 
“affect” the interstate commerce of the Federal registrant and is hence subject to 
prosecution in the Federal courts of the United States. 

The National Labor Relations Act expressly empowers Congress to control 
those practices “affecting commerce.” “* It has been held that this law is constitu- 
tional and that Congress did not exceed its power to regulate “commerce” by this 
enactment.” It has further been held that the word “affect” has the widest con- 
ceivable scope and means to act upon, producing effect on, touch, acting upon, 
working a change in, or concerning.” Thus it has been expressly maintained that 
it is within the scope of what may be lawfully regulated by Congress for Congress 
to regulate on that which “affects” interstate commerce. 

In interpreting the Agricultural Adjustment Act, it was said 


Even if Appellee’s activity be local, and though it may not be recognized as commerce, 
it may be still, whatever its nature, be regulated by Congress if it exercises a substantial 
economic effect on interstate commerce.** 


Equally broad authorizations to Congress as to its ability to regulate commerce 
have been promulgated with regard to the Interstate Commerce Commission Act.” 

There is nothing in the “historic setting” of the common law of trade-marks 
which would in any way mitigate or be derogatory of an expansive holding as to 
just what commerce Congress may lawfully regulate in the field of trade-marks. 
Broadly stated, the historic setting is “the first to use is the owner.” While in the 
past this groad expression has been modified because of acquiescence,” as to area 
of use,” and as to providing for distinguishing features in the cases of surnames 
used as trade-names,” etc., nevertheless, down through the years the broad concept 


69. Federal Trade Commission v. Bunte Bros., 61 Sup. Ct. 580 at p. 584. In the Bunte case 
Justice Douglas, in a vigorous dissent in which he was joined by Justices Black and Reed, pro- 
posed that the unfair methods of the Illinois manufacturer were subject to regulation even 
under the Federal Trade Commission Act in the form set forth. 

70. 29 U. S.C. A. 

71. 29 U. S. C. A. Section 152 (7). 

72. Polish National Alliance of U. S. v. National Labor Relations Board, 322 VU. S. 643, 
64 Sup. Ct. 1196. 

73. N.L. R. B. v. Suburban Lumber Co., 121 F. 2d 829, Certiorari denied 62 Sup. Ct. 364. 
See also Consolidated Edison v. N. L. R. B., 305 U. S. 197 and the New Trade-Mark Manual 
by Daphne Robert, pages 12, 13 and 14. 

74. Wickard v. Kilburn, 317 U. S. 111; 63 Sup. Ct. 82. 

75. 49 U. S. C. A. Section 1 and cases cited. 

76. Dwinnell-Wright Co. v. White House Milk Co., Inc., 132 F. 2d 822. 

77. Tilliman & Bendel, Inc. v. California Packing Corp., 63 F. 2d 498, Certiorari denied, 
290 U. S. 638, 54 Sup. Ct. 63. 

78. L. E. Waterman Co. vy. Modern Pen Co., 235 U. S. 88, 35 Sup. Ct. 91; John B. Stetson 
Co. v. Stephen L. Stetson Co., 128 F. 2d 981. 
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of ownership being provided for by first use still survives. With this fact fixed, it 
is easily ascertainable that it is but a short step to prohibit intra-state infringement 
of a mark registered in the United States Patent Office by Federal court action in 
those instances where the registrant has had first use within the borders of the 
state involved. With the historic foundation of the law on trade-marks in mind 
and with the new concept of the scope of commerce able to be regulated under the 
new Trade-Mark Act, it seems unavoidable that intra-state infringement under 
the said facts would undoubtedly burden, affect and in fact interfere with inter- 
state commerce and hence be actionable in the Federal courts. 

To summarize, where, before the adoption by the intra-state trader, the mark 
has been registered in the United States Patent Office and the registrant thereof 
has had first use in the particular state involved, relief will be obtainable in the 
Federal courts on the basis of the registration itself.” 


Where the Intra-State User Has Had First Use of the Mark Within a State Prior 
to the Publication of a Similar Mark Under the Act of 1946 


There are three situations which, because of their identical result, may be treated 
together in considering the territorial scope of the Trade-Mark Act of 1946. They 
are as follows 

(a) Where, the intra-state user has had first use of the mark within the state 
and before the Federal registration under the Acts of 1881 or 1905 was obtained. 

(b) Where the intra-state user has had first use of the mark within the state 
but after a Federal registration under the Acts of 1881 or 1905 was obtained. 

(c) Where the intra-state user has had first use of the mark within the state 
before the publication™ of a similar mark under the Act of 1946. 

It is recognized that the foregoing three situations could all be grouped under 
situation (c) above, but for the purposes of ample discussion they have been 
separated. In each of the situations, the intra-state user will have the right to use 
the mark within the particular state involved, and may not be barred by any action 
on the part of the Federal registrant either within the borders of the state or in the 
Federal courts, provided, of course, that his use was a lawful one at its institution.” 
With regard to situations (a) and (b) above, if the first intra-state use occurred 
before July 5, 1947, the remarks set forth hereinabove with regard to already 
acquired concurrent rights in interstate trade as against a registrant under the Acts 
of 1881 or 1905 fully apply.** Under the decisions there is no doubt that the intra- 
state user had acquired a valid right to use the trade-mark within the state.” It 
follows that the rights of such an intra-state user will remain constant and he will 


79. It is to be noted that the registrant may lose his rights through laches amounting to 
acquiescence in permitting the intra-state infringer to build up his trade within the state and 
remaining passive. See Jacobs v. Iodent Dental Co., 41 F. 2d 637; Hyman Huebschman v. 
Charles of the Ritz, Inc., 46 F. 2d 557, for the effect of laches amounting to acquiescence. 

80. Publication means publication in the Official Gazette of the United States Patent Office 
of the mark in accordance with Secs. 12(a) and 12(c) of the T.-M. Act of 1946. 

81. The question of innocent lawful use is hereinafter discussed. 

82. See pages 7, 8 and 9, supra. 

83. The United States Printing and Lithograph Company v. Griggs, Cooper & Co., supra; 
Pulitzer Publishing Co. v. Houston Printing Co., 4 F. 2d 924. Aff’d 11 F. 2d 834; General 
Packing Co. v. Gorman, 295 Fed. 168 Aff’d 3 F. 2d 891. 
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continue to be able to use the trade-mark within the state. If the first intra-state 
use occurs after July 5, 1947 the result is the same. The right of the intra-state 
user in these circumstances as well as the right of the intra-state user in paragraph 
(c) above, is affirmatively and expressly protected by the provisions of the Trade- 
Mark Act of 1946 itself wherein it is stated that the following defense to an infringe- 
ment action is proper 
That the mark whose use by a party is charged as an infringement was adopted with- 

out knowledge of the registrant’s prior use and has been continuously used by such party 

or those in privity with him from a date prior to the publication of the registered mark 

under subsection (a) or (c) of Section 12 of this Act: Provided, however that this 

defense or defect shall apply only for the area in which such continuous prior use is 

proved.™ 


For reasons hereinafter set forth the intra-state user is not charged with notice 
of the registration and thus even in the presence of a 1905 or 1881 registration as 
in situation (b) above, the intra-state user can be an innocent user “without knowl- 
edge.” 

Hence, in the situations set forth, the intra-state user would clearly have the 
right to continue his use of the trade-mark in the particular state involved. In all 
of these situations the rights of the intra-state user were acquired before the mark 
was brought under the Act of 1946 and the statute is abundantly clear on this 


point. 


Where, Subsequent to the Publication or Registration of a Mark Under the Act 
of 1946, a Similar Mark Is Then First Used and First Made Known 
in a State by an Innocent Intra-State User 


The most difficult problem to resolve is where after there has been a publication or 
registration of a mark under the Trade-Mark Act of 1946, a similar mark is then 
first used and first made known in a particular state by an innocent intra-state 
trader. 

For reasons hereinafter set forth, it has been concluded that in this situation 
the intra-state user may not be barred from continuing his use of the trade-mark 
within the particular state involved. However, to be emphasized are the three basic 
conditions precedent which must be present in order to reach this determination. 
They are as follows 

(a) No use of the registered mark has been made by the registrant in the 
particular state prior to the adoption of the same by the intra-state user. If this is 
not the case, the intra-state user may be enjoined in accordance with the line of 
reasoning set forth hereinabove. 

(b) The mark has not been “made known” in the particular state by advertising, 
etc., prior to the adoption of the same by the intra-state user. If the registrant has 
made the mark known the intra-state adopter will be enjoined.” 


‘ Te Section 33(b) (5), Trade-Mark Act of 1946. See also Section 15, Trade-Mark Act 
oO . 

85. The Governor & Company of Adventurers of England Trading Into Hudson’s Bay vy. 
Hudson’s Bay Fur Company, 33 F. 2d 801; Griesedieck Western Brewery Co. v. People’s 
Brewery Co., 58 Supp. 600 Aff’d 149 F. 2d 1019. In the latter case, the court carefully con- 
sidered the question as to whether relief could be granted on the basis that the territory in 
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(c) The adoption by the intra-state user was an innocent one. If the appro- 
priation is willful, the user will be enjoined.” 

Should these conditions precedent be met by the intra-state user, it will be seen 
that at the time of his adoption of the mark in the particular state involved, his 
use in no way “affected” the interstate commerce of the registrant, nor did he even 
“intend” to so affect such commerce. There is not the close and substantial rela- 
tion” to interstate commerce required to give Congress the power to regulate nor 
does it “act upon” the interstate commerce involved. Even by the greatest 
stretch of the imagination and by the most wishful thinking, it cannot be maintained 
that the Constructive Notice provision of the new Trade-Mark Act™ could apply 
to the intra-state trader whose use does not affect nor closely relate to the commerce 
which may be regulated by Congress and who is, because of this, not subject to 
Congress’ regulatory powers. To attempt to bestow upon Congress the power 
to lawfully regulate such a pure intra-state matter without effect, burden or 
influence upon interstate commerce, is far beyond Constitutional limitations. 

In those states such as California,“ Montana,” and Utah,” who affirmatively 
state in their statutes that the “first to adopt or use a trade-mark whether within 
or beyond the borders of the state is he original owner,” or where, like Missouri, 
recognition is given to the superiority of a prior Federal registration,” relief may 
be obtained in the state courts themselves. However, because of the inability of 
Congress to regulate the pure intra-state user under the circumstances set forth, 
the latter may not be enjoined by Federal court action based upon the prior Federal 
registration even under the Act of 1946. This fact appears to be the certain result 
where such action is instituted before the registrant enters the state involved with 
his. Should the registrant bring such action after attempting to enter the state 
with his mark, no authority can be found pro or con on the ability to then enjoin 
the intra-state user. It is submitted however that in equity the courts must revert 
to the circumstances at the time of the actual adoption and use of the trade-mark by 
the intra-state trader. Prior to any possibility of interference with or effect upon 
the interstate trade, equitable rights had been obtained by the intra-state user. 
To deprive him of these validly acquired rights because of the secondary action by 
the registrant, would appear unconscionable and the intra-state user’s continued use 
of the mark should not and would not be enjoined. 


which the mark was first used by the second appropriator, was within the possible expansion 
of the registrant’s business and concluded at page 605 that: 


Even if it were, the plaintiff could get no relief a long as defendant has, in good faith, 
appropriated its mark to the territory. 
See also Esso, Inc. v. Standard Oil Co., 98 F. he 1C.F. J. A. Dougherty’s Sons, Inc. 

v. Kasko Distillers Products C. orp., 35 F. "Supp 

86. Hanover Star Milling Co. v. Metcalf, aitea:  Criesedieck Western Brewery Co. v. People’s 
Brewery Co., supra. 

87. Blangenship v. Kurfman, supra. 

88 N. L. R. B. v. Suburban Lumber Co., supra; Alabama State Federation of Labor, Local 
Union No. 103 v. McAdory, 325 U. S. 450, 65 Sup. Ct. 1384. See also Hill v. State of Florida, 
325 U. S. 538, 65 Sup. Ct. 1373. 

89. Section 22, T.-M. Act of 1946. 

90. Section 14270, Cal. Business & Professions Code. 

91. Section 4289, Montana Laws. 

92. Revised statutes of Utah 1933, Section 95-1-6. 

93. Section 14329; Chap. 136, Missouri Statutes. 
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Registrations on the Supplemental Register 


When reference is made hereinbefore to registrations under the Act of 1946, 
the comments are limited to those registrations which appear on the “Principal 
Register” of said Act. There is also provided a “Supplemental Register” for the 
registration of certain marks which are prohibited registration on the “Principal 
Register.” These registrations are not prima facie evidence of the registrant’s ex- 
clusive right to use the mark.* They are not accorded “Constructive Notice” * 
nor does it appear that such marks will be the subject of concurrent registration” 
although concurrent rights to use the same will probably be obtainable because of the 
absence of “Constructive Notice.” Hence, rights in territories unexplored by the 
registrant of the mark on the Supplemental Register will be available to others. 
The comments hereinabove as to rights based on the “Constructive Notice” pro- 
vision are, of course, not applicable to the registrant of a Supplemental Register 
mark. 

The precedents having been established, it is certain that the ability to control 
trade-mark rights and the infringement thereof in its territorial aspects has been 
substantially enlarged by the Trade-Mark Act of 1946 in view of the commerce 
covered being “all commerce which may lawfully be regulated by Congress.” ” 


94. Sec. 33(a) and Sec. 26, T.-M. Act of 1946. 

95. Secs. 22 and 26, T.-M. Act of 1946. 

96. Sec. 2(d), T.-M. Act of 1946 provides for concurrent registration and states: “When 
the Commissioner decides to grant a concurrent registration the proposed registration shall 
be published in the Official Gazette of the Patent Office and the application shall be subject to 
opposition as hereinafter provided for other applications to register marks.” Supplemental 
Register applications are never published for opposition. See Sec. 24 T.-M. Act of 1946. Hence 
it — that this is a bar to the grant of concurrent registration for Supplemental Register 
marks. 

97. Sec. 45, T.-M. Act of 1946. 





THE TRADE-MARK BULLETIN 38 T.-M. R. 


ASSIGNMENTS UNDER THE LANHAM ACT 
By Walter J. Halliday’ 


Section 10 of the Lanham Act Provides: “A registered mark or a mark for which 
application to register has been filed shall be assignable with the goodwill of the busi- 
ness in which the mark is used, or with that part of the goodwill of the business 
connected with the use of and symbolized by the mark, and in any such assignment 
it shall not be necessary to include the goodwill of the business connected with the 
use of and symbolized by any other mark used in the business or by the name or 
style under which the business is conducted: Provided, That any assigned registra- 
tion may be canceled at any time if the registered mark is being used by, or with 
the permission of, the assignee so as to misrepresent the source of the goods or 
services in connection with which the mark is used. Assignments shall be by instru- 
ments in writing duly executed. Acknowledgment shall be prima facie evidence 
of the execution of an assignment and when recorded in the Patent Office the record 
shall be prima facie evidence of execution. An assignment shall be void as against 
any subsequent purchaser for a valuable consideration without notice, unless it is 
recorded in the Patent Office within three months after the date thereof or prior 
to such subsequent purchase. The Commissioner shall keep a separate record of 
such assignments submitted to him for recording. 

An assignee not domiciled in the United States shall be subject to and comply 


with the provisions of Section 1(d) hereof.” * 

This section furnished one of the most highly controversial topics during the 
pendency of the Lanham Bill. Early versions of the bill provided that: “A regis- 
tered trade-mark shall be assignable either with or without the goodwill of the 


business.” * Assignments in gross* were not permitted at common law or under 


the 1905 Act; and the proposal to allow them met strong opposition. Opponents 
of the proposal argued that abandoning the fundamental common law principle 
and adopting this new concept would undermine the integrity of trade-marks and 


Copyright, 1948, by Walter J. Halliday. 

1. Wallace H. Martin, Esq., and the author, both of the New York Bar, are preparing and 
expect to publish jointly, a textbook on the Trade-Mark Act of 1946. 

2. 15 U. S. C. A. 1060; 60 Stat. 431. 

3. H.R., 9041, January 19, 1938; H. R. 4744, March 3, 1939; H. R. 6618, Union Calendar No. 
398, June 1, 1939. 

See also: H. R. 6618, Calendar No. 1617, July 18, 1939 and H. R. 102, January 3, 1941 
providing for assignments “upon such terms and conditions as the parties may agree. 

4. Proponents of the provision allowing assignment of trade-marks apart from the goodwill 
of the business claimed that “. . . . under modern conditions goodwill does not mean personal good- 
will. It does not mean personal reputation. . . . The goodwill is appurtenant to the trade-mark, 
not the trade-mark to the goodwill. . . . It is a departure I admit from everything we have had in 
this country. The idea, however, that deception will result from the permission to transfer trade- 
marks without goodwill, seems to me an entire delusion. . . . This deception has nothing to do with 
the assignment. It only has to do with the use of the mark by the assignee, and that can always 
be corrected by labeling. . . . It is just like any other commercial fraud, it hasn’t anything to 
do with the assignment. . . ."—Edward S. Rogers, Hearing, March, 1939, p. 81. 

But see Kidd v. Johnson, 100 U. S. 617, 620 (1879) ; MacMahon Pharmacal Co. v. Denver 
Chemical Mfg. Co., 113 F. 468, 476 (C. C. A. 8, 1901); Standard Brewery Co. v. Interboro 
Brewery Co., 229 F. 543, 545 (C. C. A. 2, 1916) and cases infra footnote 7. 


POOR NN AT po ae 


uate 





38 T.-M. R. ASSIGNMENTS UNDER LANHAM ACT 971 


destroy public confidence in them by divorcing them from the goodwill of businesses 
which they previously identified and making them the subject of separate bargain 
and sale.° 

The common law as well as previous statutes governing trade-marks emphasized 
the responsibility of the maker or vendor for his goods. Trade-marks, as the symbol 
of the owner’s goodwill, can furnish their guarantee of reliability and function to 
indicate source only so long as the unity is maintained. Even where all of the assets 
of a business, including the goodwill and trade-marks are transferred, deception 
of the public may result unless the successorship is adequately publicized. This 
does not mean, however, that advertising announcements present the panacea be- 
cause trade-marks apart from the goodwill appurtenant to the business in which 
they have been used and established are meaningless or of no more effect than the 
generic name of the goods. 

As a result of the opposition to the proposal in the bill, this section was amended 
to its present form. 

Under the first clause of this section, “A registered mark or a mark for which ap- 
plication to register has been filed shall be assignable with the goodwill of the busi- 
ness in which the mark is used, .. .” This language is substantially identical with that 
of the first sentence in Section 10 of the 1905 Act.* Both at common law and under 
the 1905 Act, it was held that there could be no valid assignment of a trade-mark 
apart from the goodwill of the business in connection with which the mark was 
used.” Such attempts at “naked assignments” or “assignments in gross” were held 
to operate as an abandonment by the assignor which transferred no rights to the 
assignee.* These same rules will apply under the present Act. 

Goodwill, the intangible sine qua non of a valid assignment, was not defined 
by the 1905 Act nor does this Act attempt to define it. Many courts and text writers, 
however, have tried with indifferent success. The most frequently quoted definition 
was given by Judge Story: 

The goodwill may properly enough be described to be the advantage or benefit, which 
is acquired by an establishment beyond the mere value of the capital stock, funds or 
property employed therein, in consequence of the general public patronage and encourage- 
ment which it receives from constant or habitual customers on account of its local position 


or common celebrity or reputation for skill or affluence or punctuality or from other ac- 
cidental circumstances or necessities or even from ancient partialities or prejudices.® 


5. Hearing, 1939, pp. 79-93; see also: “Opposes Lanham Bill” by Stewart L. Whitman, in 
Printers’ Ink for March 17, 1938. 

6. 15 U. S.C. A. 90. 

_7. Falk v. American West Indies Trading Co., 180 N. Y. 445, 449-450 (1905) ; Corr v. Oldtyme 
Distillers, Inc., 118 F. 2d 919, 923 (C. C. P. A., 1941); American Broadcasting Co. v. Wahl 
Co., 121 F. 2d 412, 413 (C. C. A. 2, 1941); Adam Hat Stores, Inc. v. Monroe Shirt Co., 143 
F. 2d 993, 995 (C. C. P. A., 1944). 

8. Penetrine Corporation v. Plough, Inc., 121 F. 2d 539, 543 (C. C. P. A., 1941); Storm 
Waterproofing Corp. v. Sonneborn Sons, Inc., 31 F. 2d 992 (> Del., 1929) ; Sauers Milling Co. 
v. Kehlor Flour Mills Co., 1913 C. D. 341; 39 App. D. C. 535( C. A. D. C., 1913) Everett O. 
Fisk & Co., Inc. v. Fisk Teachers’ Agency, Inc., 3 F. 24 7,9 (C. C. A. 8, 1924). 

9. Story on Partnership, Sec. 99, 5th ed. (1859). 

Cf. “Goodwill means nothing more than the probability that the old customers will resort to 
the old place.” Cruttwell v. Lye, 3 Vesey 335 (1810). 

“Good will may be defined as the favorable consideration shown by the purchasing public 
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At common law and under the 1905 Act, such goodwill was an appurtenance 
of the business in connection with which the mark was used and inseparable there- 
from. This is the concept which has been carried over into the present Act as 
passed. What must be turned over to the assignee to support the transfer of the 
goodwill of the business, depends upon the facts in each case. But to effect a valid 
assignment of a trade-mark, the assignor must do whatever is necessary to convey, 
to the transferee, the goodwill of the business in connection with which it is used. 

In some instances, for a valid transfer of a mark it may be necessary to convey 
the entire business with its goodwill.” Where the goodwill symbolized by the 
name is attached to a particular location or premises,” as frequently occurs with 
springs, hotels, theatres, office buildings and other public houses” a transfer of the 
premises will carry with it the right to use the name and any transfer of the name 
must be accompanied by the conveyance of the physical property to effect the trans- 
fer of the goodwill. 

Ordinarily this is not true of mercantile establishments and the business and 
goodwill may be transferred without the physical plant in the normal case. 

Where products are made by secret formulae’* or under patents,” these must be 
transferred to the assignee in order to effect a valid assignment of the trade-marks 
used on such goods. If the only available indicia of the goodwill are customers’ 
lists and mailing lists, their transfer has been held sufficient to support a valid 
assignment of the trade-mark.” 

In the case of selector’s marks, however, it has been held that a valid assign- 
ment to the manufacturer may be effected without manual tradition of labels, lists 


or other impedimenta.”* Looking at the substance of the transaction this distinc- 
tion seems justified by the facts. The goods will continue to be made by the same 
manufacturer who from past experience necessarily has all the knowledge requisite 
to producing the identical goods. If some unique personal qualification on the 
part of the selector was involved, such as in grading furs, as distinguished from 


to goods known to emanate from a particular source.” White Tower System v. White Castle 
System, etc., 90 F. 2d 67, 69 (C. C. A. 6, 1937). 

“Goodwill is something in business which gives reasonable expectancy of performance in 
the race of competition.” Jn re Witkinds Estate, 4 N. Y. S. 2d 993, 947 (Sur. Ct. N. Y. Co., 
1938). See also Matter of Brown, 242 N. Y. 1, 6; 15 N. E. 581 (1926). 

- . ia). v. Trinklein, 57 U. S. P. Q. 178, 182; 304 Mich. 542; 8 N. W. 2d 631 (S. Ct. 

ich., . 

11. 28 C. J. 731, quoted with approval in Maitland v. Stutsky, 281 Mich. 669, 275 N. W. 726 
(S. Ct. Mich., 1937) and Lewis v. Trinklein, 57 U. S. P. Q. 178, 181; 304 Mich. 542; 8 N. W. 
2d 631 (S. Ct. Mich., 1943). 

12. Congress & Empire Spring Co. v. High Rock Congress Spring Co., 45 N. Y. 291 (1871); 
Rhea v. Bacon, 87 F. 2d 976, 977 (C. C. A. 5, 1937) ; Stogop Realty Co., Inc. v. Marie Antoinette 
Hotel Co., 217 App. Div. 555, 564 (N. Y. App. Div. Ist Dept., 1926); Freedland v. Burdick, 
200 Mo. App. 226, 204 S. W. 1123 (Springfield Ct. of App., 1918) ; Shubert v. Columbia Pictures 
Corp., 73 U. S. P. Q. 494, 496 (S. Ct. Sp. Term, Bronx Co., 1947); but see Busch v. Gross, 
71 N. J. Eq. 508; 64 A. 754 (N. J. Ch., 1906). 

13. Mulhens & Kropff, Inc. v. Ferd. Muelhens, Inc., 43 F. 2d 937, 939 (C. C. A. 2, 1930)— 
where the mark had two connotations (1) indicating origin in a particular maker and (2) manu- 
facture under a secret recipe. 

14. Dewees v. Schneider, 333 Pa. 401; 5 A. 2d 174 (S. Ct. Pa., 1939). 

15. Andrew Jergens Co. v. Woodbury 273 F. 952 (D. Del., 1921) ; cf. Younghusband v. Coe, 
32 F. Supp. 869, 870 (D. D. C., 1940). 

16. Schneider Brewing Co. v. Century Distilling Co., 107 F. 2d 699 (C. C. A. 10, 1939). 

See also: Coca-Cola Bottling Co. v. The Coca-Cola Co., 269 F. 796 (D. Del., 1920) re: 
assignment by manufacturer to dealer. 





38 T.-M. R. ASSIGNMENTS UNDER LANHAM ACT 973 


prescribed specifications to which manufactured articles are to be prepared, the 
result should be otherwise; and the courts have so held.” Similarly, in cases of 
bandmasters and orchestra leaders, where the names are so intimately connected 
with the skill or fame of the individual, it has been held that such marks cannot 
be assigned without producing deception.” 

The second clause of this section, providing that registered marks or those 
for which applications to register have been filed, shall be assignable “with that 
part of the goodwill of the business connected with the use of and symbolized by 
the mark, and in any such assignment it shall not be necessary to include the good- 
will of the business connected with the use of and symbolized by any other mark 
used in the business or by the name or style under which the business is con- 
ducted ... ,” *’ is new to our statutory law. 

The purpose of this provision, as stated to the congressional committee, is to per- 
mit “a registrant who owns more than one mark to dispose of one mark if he wishes 
to do so. Let us say, for example, that the producer of different goods wanted to 
sell only a portion of his business, not his whole business. He could transfer to 
an assignee one mark, together with that part of the goodwill of the business which 
that mark symbolizes, without a transfer of his entire business.” ” 

There was no similar provision in the 1905 Act and neither the cases under 
that Act nor those at common law sanctioned such an assignment prior to the 
pendency of the Lanham Bill, except where the businesses were regarded as “segreg- 
able,” for rather vague reasons, though the boundaries of the segments were ill 
defined and even presented factual overlapping. 

Independent Baking Powder Co. v. Boorman,” is representative of the early 
common law decisions involving attempts to transfer a mark used in part of a busi- 
ness. In that case a baking powder manufacturer using five or six trade-marks 
purported to assign one mark and continued to make and sell baking powder under 
the other marks. Citing Eiseman v. Schiffer,” the court held the assignment void, 
stating that “the assignor cannot, after the assignment, continue the same identical 
business and at the same place as before, under unassigned marks, and at the same 
time authorize his assignee to conduct the same business elsewhere under an assigned 
trade-mark.” * 


1 


17. Lowell Lamb & Co. v. Herskovits, 204 App. Div. 407; 198 N. Y. S. 55 (App. Div. 
N. Y. Ist Dept., 1923). 

18. Blakely v. Sousa, 197 Pa. 305; 47 A. 286 (S. Ct. Pa., 1900) ; Messer v. “The Fadettes,” 
168 Mass. 140; 46 N. E. 407 (S. Ct. Mass., 1897; see also: Buffalo Oyster Co. v. Nenno, 132 
Misc. 213; 229 N. Y. S. 210 (N. Y. S. Ct. Erie Co., 1928). 

19. Supra, p. 970. 

20. Hearing, November, 1944, pp. 22-23. 

21. 175 F. 448 (D. N. J., 1910) ; see also, same case 130 F. 726 (D. N. J., 1904). 

22. 157 F. 473, 476 (S. D. N. Y., 1907). 

23. Independent Baking Powder Co. v. Boorman, 175 F. 448, 454 (D. N. J., 1910). Further 
elaborating this view, the Court argued pp. 453-454: “If a man can establisl and then assign four 
or five trade-marks, and still continue his original business unimpaired,‘he can, with almost 
equal facility, establish and assign 400 or 500. The ability to do this might constitute him a 
successful manufacturer of trade-marks, and probably inure to his pecuniary benefit as a 
dealer therein; but the result could work only disaster to the public and legitimate trade-mark 
owners. But neither the good will of a business, nor the business itself, can be thus split up. 
I am persuaded that the use of decimal fractions will not be adopted for the purpose of deter- 
mining just how much or how little of the good will of a business, or of the business itself, 
must be transferred with a trade-mark, in order that its assignment should be valid.” 
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Within two years, however, the Patent Office distinguished the /ndependent 
Baking Powder case and accepted for recording, an assignment of the same mark 
where the business was considered “segregable.” * The trade-mark was registered 
for “canned fruits, vegetables, fish, extracts, lye, cheese, baking powder, olives, 
cigars, starch, dried fruits, vinegar and birdseed,” The assignment purported to 
transfer the trade-mark as applied to “pickles, catsup, capers, salad oil, olive oil, 
olives, vinegar, sauces, relishes and mustard,” together with the good will of that 
part of the business. The Commissioner said : 

The Office should refuse to record an assignment only where it appears that the busi- 

ness attempted to be assigned is not segregable from that retained by the assignor. .. . 

Unquestionably the registrants could have originally registered this mark for cigars and 

also have registered it for canned fruits, and the fact that they had obtained such a regis- 

tration for cigars would not have prevented them from transferring, or afford any ground 
for the Office to refuse to record an assignment of, the mark and the good will of the 
business as applied to canned fruit. 


By 1943, the Court of Customs and Patent Appeals sustained an assignment 
of part of a selector’s business in selling shirts under one registered mark, while 
he continued to sell shirts under his other marks. In that case,” Koblenzer sold 
shirts under various trade-marks, including “TruVal,” “Monogram” and “John 
Adams”; and “in 1931 he executed an instrument of assignment of the mark 
‘TruVal’ for shirts, the registration thereof, No. 96,306 and the good will of the 
business in connection with which the mark was used to S. Liebovitz & Sons, Inc., 
and turned over to the corporation all labels and box covers relating to the mark, and 
thereafter used the mark no more in his business.’”’ The assignor continued, how- 
ever, to sell shirts under the “Monogram” and “John Adams” marks. The Court 
overruled the contention that the conveyance amounted to an attempt at a naked 
assignment and held the assignment valid, quoting with approval the following from 
the Commissioner’s decision : 

Koblenzer did not manufacture shirts. The business consisted in creating and supply- 
ing the demand for shirts bearing the mark “TruVal.” Upon securing the assignment 

S. Liebovitz Sons, Inc., began to engage in the business of creating and supplying the de- 

mand for shirts bearing the same mark “TruVal.” The business of the Koblenzers had 

been carried on for many years, and certainly some good will must have become attached 
thereto. It seems to me that when S. Liebovitz took over from Koblenzer the business 

of selling shirts under the mark “TruVal” the good will of that business did not separate 

therefrom but remained connected therewith. In order to transfer this business and good- 

will I do not think it was required of Koblenzer to cease also the business of creating 
and supplying the demand for shirts bearing the marks “Monogram” and “John Adams.” 

Accordingly I consider the assignment valid and TruVal Manufacturers, Inc., entitled 

to claim use of the mark by itself and its predecessors from October 30, 1912. (Italics 

by the Court.) 


The doctrine of the “TruVal” case is clearly enacted by the present Act but with- 
out limitation to marks of wholesalers, jobbers or selectors. Both the language of 
the second clause of this section and the exposition of it to the congressional com- 


24. In re Alart & McGuire Co., 1913 C. D. 11, 13; 186 O. G. 293. 
5 Abraham & Straus, Inc. v. Truval Manufacturers, Inc., 138 F. 2d 77, 78 (C. C. P. A., 
1943). 
26. Ibid., 138 F. 2d 77, 80 (C. C. P. A., 1943). 
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mittee” make clear the intent to include an assignment of one registered mark by 
a manufacturer who uses several, though all have been applied to the same class 
of goods, thus repealing the doctrine of the Jndependent Baking Powder case.” 
For example, Philip Morris & Co., Ltd., Inc., could assign its “Marlboro” trade- 
mark, together with the part of its good-will in the cigarette business symbolized 
by that mark and continue to make and sell “Philip Morris” cigarettes. 

As indicated by the Alart & McGuire Company case, supra, there was another 
type of partial assignment sanctioned at common law and under the 1905 Act., viz., 
where the business was considered “segregable”’; and different goods of the same 
class sold under one mark could be split off and transferred to different owners still 
to be sold under the same mark. Thus an assignment of the trade-mark “Prang”’ 
on certain stationery and school supplies was sustained though the assignor retained 
the use of “Prang” in its corporate name and on many items of closely related sta- 
tionery supplies.” Aside from the possibilities of confusion, arising out of the close 
relationship of the articles of merchandise and the continued use of the corporate 
name, discussed later and in connection with the proviso of this section, such 
assignments also are permitted by this clause of Section 10. The use of this device, 
however, should be governed by the provisions controlling concurrent registra- 
tions.” 

Similarly, partial assignments covering the business in a given territory were 
recognized at common law and under the 1905 Act. Such territorial assignments 
sometimes involved the business in an entire country.’ continent or hemisphere 
and occasionally the same results were achieved through an exclusive agency agree- 
ment for a term of years.** Others were limited to particular districts within a coun- 
try.* These assignments are permitted by this clause of Section 10. Here again, 
however, and especially in those setting up limited districts in the country, their 
use must be circumscribed by the confines of the proviso of this section and the 
provisions governing concurrent registrations. 

Before leaving the discussion of the second clause, some attention should be 
given to the last phrase. We have seen that the owner of a number of marks may, 
within limits, dispose of orfe or more and continue in business under his other 
marks. Where the name or style under which the assignor conducts his business, 
is distinct from the mark assigned, the possibilities of future confusion are at a 
minimum. From the terms of the last phrase, in effect that it shall not be necessary 
in partial assignments to include goodwill symbolized by the name or style under 


27. Hearing, November, 1944, p. 23. 

28. Supra, p. 973. 

American Crayon Co. v. Prang Co., 28 F. 2d 515 (D. Del., 1928); 38 F. 2d 448 

(C.C.A. 3, 1930) ; 50 F. 2d 225 (D. a 1931) ; 51 F. 2d 737 (D. Del. 1931); 58 F. 2d 715 
C. C. A. 3, 1932); 62 F. 2d 549 (Cc. C A. 1, 1932). 

See also: Shephard v. Shephard, 145 Neb. 12; 15 N. W. 2d 195 (S. Ct. Neb., 1944). 

30. Infra, pp. a 78. 

31. 15 U. S. C. A. 1052(d) ; see also “Concurrent Registrations Under the New Trade- 
Mark Law” by the author, 37 T.-M. R. 243. 

32. Bourjois v. Katzel, ee U. S. 689; 43 S. Ct. 244 (1933) ; Hunyadi Janos Corporation v. 
Stoeger, 5 F. 2d 506 (S. , 1925). 

33. Georg Jensen & Wendel, A/S v. Georg Jensen Handmade Silver, Inc., 111 F. 2d 169 
(C. C. P. A., 1940). 
34. Coca-Cola Bottling Co. v. The Coca-Cola Co., 269 F. 796, 800, 808 (D. Del., 1920). 












976 THE TRADE-MARK BULLETIN 38 T.-M. R. 





which the business is conducted; it may be argued that, even where the mark as- 
signed and the business or company name of the assignor are identical or confus- 
ingly similar, such arrangements are without penalty to the assignor and the only 
burdens imposed are upon the assignee to avoid misrepresentation as to source under 
the proviso.* 

In view of the difficulties which may develop, such arguments appear to be 
unsound. To guard against confusion and deception, better practice requires that 
the assignment in such cases convey both the mark and the company name or in- 
clude an agreement by the assignor to discontinue the use of the confusingly similar 
business name. 

In all of these partial assignments, as in assignments under the first clause of 
this section, what must be turned over to the assignee depends upon the facts in 
each case. The emphasis must be laid not upon ceremony but upon the substance 
of the transaction, to the end that deception of the public will be avoided and the 
transferee will receive all of the indicia of the goodwill of the business symbolized 
by the mark assigned. These indicia would certainly include all the know how of 
the business conducted under the mark such as the familiar categories of recipes, 
formulae, patents, patterns, customer lists, syllabi, expositions of technique and the 
like. The contribution of batches of old labels and bits of advertising to the effec- 
tiveness of the assignee’s investiture is doubtful in the ordinary case but again the 
facts should control. 

To return to Eiseman v. Schiffer,®® the case under the 1905 Act, in which an as- 
signor with but one mark, “Radium,” which it used on silk piece goods, purported 
to assign all of its rights in the mark together with the goodwill of the business, 
turned over to the assignee all goods in its possession marked “Radium” and dis- 
continued the use of the mark but continued in the same business precisely as before 
except that it affixed the mark “Electra” instead of “Radium” to the goods it sold. 
The Court held the attempted assignment void because the special business in which 
the mark was used did not accompany it but remained in the assignor, as con- 
templated by the parties. 

Where the goodwill of the assignor’s business is symbolized by only one mark 
and the business is restricted to a special line, as in Eiseman v. Schiffer, as distin- 
guished from dry goods in general, for example, there is nothing in the present Act 
to change the rule of Eiseman v. Schiffer and it still applies. 

The proviso, “That any assigned registration may be cancelled at any time if 
the registered mark is being used by or with the permission of, the assignee so as 
to misrepresent the source of the goods or services in connection with which the 
mark is used,” * is new to our statutory law.* 

There was no similar provision under the 1905 Act. Both at common law and 
under the 1905 Act, however, protection was denied to marks used to deceive the 


35. —_ pp. 976-978. 

36. F. 473 (S. D. N. Y., 1907). 

a7. + thes p. 970. 

38. This ground for cancellation at any time is repeated in Section 14(c), (15 U. S.C. A. 


39. Cf. 15 U. S.C. A. 101. 
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public or to misrepresent source. The New York Court of Appeals summarized 
the rule in an early case as follows: 

Any material misrepresentation in a label or trade-mark as to the person by whom 
the article is manufactured, or as to the place where manufactured, or as to the materials 
composing it, or any other material false representation, deprives a party of the right to 
relief in equity.*° 
Some of the cases interpreting this principle will furnish helpful guides in 

determining what uses of a mark are to be regarded as misrepresenting the source 
of goods or services, under this proviso. 

Failure of an assignee to announce successorship or to make clear that the goods 
were no longer put out by the assignor, has been held such misrepresentation as to 
source as to bar relief from infringement. For example, the assignee’s substitution 
of his own name, “M. Stachelberg” and the initials “M.S.” for the name and 
initials of the assignor, in connection with the mark “La Normandi” for cigars, 
without stating the facts as to the transfer, was held misrepresentation which pre- 
cluded relief against an infringer.* 

Where the public associate the mark with the ability, skill, or integrity of a 
particular person or with special qualities due to superior material, processes, care, 
skill and expertness of the manufacturer, it is essential that notice of transfer be 
given. The assignee of the famous “Kodiak Brand” canned salmon was denied re- 
lief, when it continued to use the assignor’s label reading in part: “Packed at 
Karluk, Kodiak Island, Alaska, by the Aleutian Islands Fishing & Mining Company, 
San Francisco, California,” without giving notice that the packing was done by the 
assignee. 

Similarly, relief has been denied where the mark had indicated not only source 
in a particular maker but also manufacture in a particular place or from certain 
ingredients and the assignee made changes without notifying the public. In Man- 
hattan Medicine Co. v. Wood, the assignee, a New York corporation made the 
medicine in New York, which it sold in bottles, with the words: ‘‘Atwood’s Genuine 
Physical Jaundice Bitters, Georgetown, Mass.,” blown in the glass and bearing paper 
labels stating that it was manufactured by Moses Atwood, Georgetown, Mass. The 
Supreme Court affirmed the dismissal of the bill and said: 

To put forth a statement, therefore, in the form of a circular or label attached to an 
article, that it is manufactured in a particular place, by a person whose manufacture there 


had acquired a great reputation, when, in fact, it is manufactured by a different person 
at a different place, is a fraud upon the public which no court of equity will countenance.“ 


Likewise, when the public were warranted in believing “that the words ‘Prince’s 
Metallic Paint’ meant metallic paint made by Prince or his successors from the ore 


90 tise Manufacturing Co. v. Prince Metallic Paint Co., 135 N. Y. 24, 38; 31 N. E. 
>. 

41. Stachelberg v. Ponce, 23 F. 430, 431 (D. Me., 1885). 

42. Alaska Packers’ Assn. v. Alaska Imp. Co., 60 F. 103 (N. D. Cal., 1894). See also: 
Haslett v. Pollack Stogie Co., 195 F. 28, 29, 30 (C. C. A. 3, 1912), where the administrator of 
a cigar maker, continued the business and misled the public into the belief that the decedent was 
still living, by using circular letters bearing a facsimile of decedent’s signature, in the cigar 
boxes, and listing Patent Office registrations, at the foot of the letter, which were obtained 
by the administrator after decedent’s death. The bill was dismissed because of the administrator- 
successor’s “unclean hands.” 

43. 108 U. S. 218, 219; 2 S. Ct. 436 (1883). 
44. Manhattan Medicine Co. v. Wood, 108 U. S. 218, 223 (1883). 
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of the Prince mine,” *° and the assignee, without advising the public of the change, 
sold paint bearing these words but made from ore from other mines, the court held 
this sufficient deception to bar relief to the assignee against an infringer; stating 
it was no answer that the assignee’s paint “was as good as that made from the ore 
of the original mine,” for “the privilege of deceiving the public even for their own 
benefit is not a legitimate subject of commerce.” “ 

Insignificant misrepresentations,“” however, or those discontinued prior to the 
institution of proceedings, would not seem to be sufficient basis for cancelling regis- 
trations under this proviso. The rule is well established, in trade-mark infringe- 
ment and unfair competition cases, that “the situation as it exists at the time of 
suit is the guide.” As one court stated it, in granting relief to a party who had 
made misrepresentations but discontinued them prior to the time of suit: 


A party is not penalized because of misrepresentations that have been abandoned before 
that time, even though they may have been effective in building up his business.** 


Since the language in both the proviso of Section 10 and Subdivision (c) of 
Section 14, provides for cancellation “if the registered mark is being used . . . . so 
as to misrepresent the source of the goods or services . . . ,” it is clear that such 
basis for cancellation exists at any time when the mark is being so used. This is 
not to say, however, that the registration remains subject to cancellation, on this 
ground, when such wrongful use has been discontinued before the institution of 
proceedings. Nevertheless, a guilty assignee may not escape the consequences of 
his misconduct and defeat cancellations by discontinuing such wrongful use after 
proceedings to cancel have begun. Here again, the situation as it exists when the 
proceedings are filed should control.” 

“When the assigned trade-mark has been associated so long and favorably with 
the goods to which it was affixed before the assignment that it had come to indicate 
to purchasers the superior character and quality of the goods as completely as it 
designated their makers or their places of manufacture, and the assign or successor 
in interest affixes it to goods of a like character and quality so that it works no real 
deception,” it has been held that, “a court of equity will not fail to protect him in 
the exclusive use of it, although he gives no notice of the assignment or change of 
manufacturers.” (Emphasis supplied.) 

This rule will probably be followed, under this proviso, where the mark has 
come to designate the article as completely as the personality of the maker and there 
is no question as to the assignee’s maintaining the character and quality of it. 


45. oo Manufacturing Co. v. Prince’s Metallic Paint Company, 135 N. Y. 24, 39 (1892). 

46. Ibid. 

See also: Renaud Sales Co. v. Davis, 104 F. 2d 683, 684 (C. C. A. 1, 1939), where the at- 
tention of the public was in no way called to the change, in place of origin or ownership, of 
the manufacturer of what had been high grade perfume, and the assignee remixed and diluted 
the essence which it sold at greatly reduced prices under the same mark. This was held a 
fraud on the public which defeated the assignee’s rights to equitable relief. 

47. Cf. Jacobs v. Beecham, 221 U. S. 263, 273-274 (1910). 

1980) Recamier Mfg. Co., Inc. v. Harriet Hubbard Ayer, Inc., 59 F. 2d 802, 808 (S. D. N. Y., 
49. Cf. Alaska Packers’ Assn. v. Alaska Imp. Co., 60 F. 103, 105 (N. D. Cal., 1894). 

50. Layton Pure Food Co. v. Church & Dwight Co., 182 F. 24, 31 (C. C. A. 8, 1910); see 

mated Mfg. Co., Inc. v. Harriet Hubbard Ayer, Inc., 59 F. 2d. 802, 808 (S. D. N. Y., 
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But sound policy dictates that, even in dealing with such marks, when the dangers 
of misrepresentation as to source may be at a minimum, the assignee or successor 
should give notice of the change of ownership. 

The requirement of this section that “assignments shall be in writing,” * cor- 
responds to that of Section 10 of the 1905 Act, which also provided that the assign- 
ment must be “duly acknowledged.” Early versions of the Lanham Bill followed 
the 1905 Act in this respect, but subsequent versions of the bill * eliminated “duly 
acknowledged” and substituted “duly executed,” © as it appears in the present Act. 

Common law trade-mark rights are not dependent upon statutory enactment, 
but arise out of prior appropriation and use under the common law. Such rights 
were and still are assignable, in connection with the goodwill of the business, in 
which the mark is used, without any formal document. They may be transferred 
orally and, in the absence of contrary evidence, will be presumed to pass, even with- 
out mention, when the business and goodwill, with which the mark has been identi- 
fied, are sold or transferred.” 

Any statutory rights that grow out of registration of the mark, however, may 
be transferred only in accordance with the provisions of the statute governing as- 
signments. Thus, in order to effect a valid assignment of a 1905 registration of a 
trade-mark, it was necessary not only that there be an instrument in writing but also 
that the instrument be duly acknowledged.” In order to effect a valid assignment 
of a registration of a mark under this Act, there must be (1) an instrument in 
writing and it must be (2) duly executed.™ 

Acknowledgment, which was a prerequisite to a valid assignment under the 1905 
Act,” is not required for a valid assignment under this Act. However, it is still 
a desirable accessory as shown by the next clause of this section. 

The provision that: “Acknowledgment shall be prima facie evidence of the 
execution of an assignment and when recorded in the Patent Office the record shall 
be prima facie evidence of execution,” ™ is new. 

There was no similar provision in the 1905 Act; and it took thirty-eight years 
to change the contrary rule of the Patent Office. As late as 1937, it was held that 
the original assignment, duly acknowledged and also recorded, when placed in evi- 
dence in an opposition, pursuant to notice under Rule 154(e), “did not suffice to 
establish a prima facie or any sufficient showing of title in the opposer . . . . to enable 
the opposer to base its right to oppose on its ownership of” the registration thereby 


51 


51. Supra, p. 970. 

52. 15 U. S. C. A. 90. 

53. H. R. 4744, 76th Congress, March 3, 1939. 

54. H. R. 6618, 76th Congress, June 1, 1939; S. 895, 77th Congress, September 19, 1941; 
H. R. 82, 77th Congress, January 6, 1943; H. R. 1645, 79th Congress, January 22, 1945. 

55. Supra, p. 970. 

56. American Dirigold Corporation v. Dirigold Metals Corporation, 125 F. 2d 446, 453 
(C. C. A. 6, 1942) ; United States Ozone Co. v. United States Ozone Co. of America, 62 F. 2d 
c cag" 1900) 7, 1932); Woodward v. White Satin Mills Corporation, 42 F. 2d 987, 989 

57. Ph. Schneider Brewing Co. v. Century Distilling Co., 107 F. 2d 699, 701, 703 (C. C. A. 
1938) ; Perry v. American Hecolite Denture Corporation, 78 F. 2d 556, 558-559 (C. C. A. 8, 

58. Supra, p. 970; see also: Rule 36 of Rules of Practice in Trade-Mark Cases. 

1939) Keystone Macaroni Mfg. Co. v. Arena & Sons, Inc., 27 F. Supp. 290, 293 (E. D. Pa., 
60. Supra, p. 970. 
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of the Prince mine,” *° and the assignee, without advising the public of the change, 
sold paint bearing these words but made from ore from other mines, the court held 
this sufficient deception to bar relief to the assignee against an infringer; stating 
it was no answer that the assignee’s paint “was as good as that made from the ore 
of the original mine,” for “the privilege of deceiving the public even for their own 
benefit is not a legitimate subject of commerce.” 

Insignificant misrepresentations,“” however, or those discontinued prior to the 
institution of proceedings, would not seem to be sufficient basis for cancelling regis- 
trations under this proviso. The rule is well established, in trade-mark infringe- 
ment and unfair competition cases, that “the situation as it exists at the time of 
suit is the guide.” As one court stated it, in granting relief to a party who had 
made misrepresentations but discontinued them prior to the time of suit: 


A party is not penalized because of misrepresentations that have been abandoned before 
that time, even though they may have been effective in building up his business.** 


Since the language in both the proviso of Section 10 and Subdivision (c) of 
Section 14, provides for cancellation “if the registered mark is being used . . . . so 
as to misrepresent the source of the goods or services .. . ,” it is clear that such 
basis for cancellation exists at any time when the mark is being so used. This is 
not to say, however, that the registration remains subject to cancellation, on this 
ground, when such wrongful use has been discontinued before the institution of 
proceedings. Nevertheless, a guilty assignee may not escape the consequences of 
his misconduct and defeat cancellations by discontinuing such wrongful use after 
proceedings to cancel have begun. Here again, the situation as it exists when the 
proceedings are filed should control.” 

“When the assigned trade-mark has been associated so long and favorably with 
the goods to which it was affixed before the assignment that it had come to indicate 
to purchasers the superior character and quality of the goods as completely as it 
designated their makers or their places of manufacture, and the assign or successor 
in interest affixes it to goods of a like character and quality so that it works no real 
deception,” it has been held that, “a court of equity will not fail to protect him in 
the exclusive use of it, although he gives no notice of the assignment or change of 
manufacturers.” ® (Emphasis supplied.) 

This rule will probably be followed, under this proviso, where the mark has 
come to designate the article as completely as the personality of the maker and there 
is no question as to the assignee’s maintaining the character and quality of it. 


45. = Manufacturing Co. v. Prince’s Metallic Paint Company, 135 N. Y. 24, 39 (1892). 

46. Ibid. 

See also: Renaud Sales Co. v. Davis, 104 F. 2d 683, 684 (C. C. A. 1, 1939), where the at- 
tention of the public was in no way called to the change, in place of origin or ownership, of 
the manufacturer of what had been high grade perfume, and the assignee remixed and diluted 
the essence which it sold at greatly reduced prices under the same mark. This was held a 
fraud on the public which defeated the assignee’s rights to equitable relief. 

47. Cf. Jacobs v. Beecham, 221 U. S. 263, 273-274 (1910). 

1992) Recamier Mfg. Co., Inc. v. Harriet Hubbard Ayer, Inc., 59 F. 2d 802, 808 (S. D. N. Y., 
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50. Layton Pure Food Co. v. Church & Dwight Co., 182 F. 24, 31 (C. C. A. 8, 1910); see 
Se Mfg. Co., Inc. v. Harriet Hubbard Ayer, Inc., 59 F. 2d. 802, 808 (S. D. N. Y., 
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But sound policy dictates that, even in dealing with such marks, when the dangers 
of misrepresentation as to source may be at a minimum, the assignee or successor 
should give notice of the change of ownership. 

The requirement of this section that “assignments shall be in writing,” * cor- 
responds to that of Section 10 of the 1905 Act, which also provided that the assign- 
ment must be “duly acknowledged.” Early versions of the Lanham Bill followed 
the 1905 Act in this respect,** but subsequent versions of the bill * eliminated “duly 
acknowledged” and substituted “duly executed,” © as it appears in the present Act. 

Common law trade-mark rights are not dependent upon statutory enactment, 
but arise out of prior appropriation and use under the common law. Such rights 
were and still are assignable, in connection with the goodwill of the business, in 
which the mark is used, without any formal document. They may be transferred 
orally and, in the absence of contrary evidence, will be presumed to pass, even with- 
out mention, when the business and goodwill, with which the mark has been identi- 
fied, are sold or transferred.” 

Any statutory rights that grow out of registration of the mark, however, may 
be transferred only in accordance with the provisions of the statute governing as- 
signments. Thus, in order to effect a valid assignment of a 1905 registration of a 
trade-mark, it was necessary not only that there be an instrument in writing but also 
that the instrument be duly acknowledged.” In order to effect a valid assignment 
of a registration of a mark under this Act, there must be (1) an instrument in 
writing and it must be (2) duly executed.” 

Acknowledgment, which was a prerequisite to a valid assignment under the 1905 
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Act,” is not required for a valid assignment under this Act. However, it is still 
a desirable accessory as shown by the next clause of this section. 

The provision that: “Acknowledgment shall be prima facie evidence of the 
execution of an assignment and when recorded in the Patent Office the record shall 


be. prima facie evidence of execution,” ” is new. 


There was no similar provision in the 1905 Act; and it took thirty-eight years 
to change the contrary rule of the Patent Office. As late as 1937, it was held that 
the original assignment, duly acknowledged and also recorded, when placed in evi- 
dence in an opposition, pursuant to notice under Rule 154(e), “did not suffice to 
establish a prima facie or any sufficient showing of title in the opposer . . . . to enable 
the opposer to base its right to oppose on its ownership of” the registration thereby 


51. Supra, p. 970. 

52. 15 U. S. C. A. 90. 

53. H. R. 4744, 76th Congress, March 3, 1939. 

54. H. R. 6618, 76th Congress, June 1, 1939; S. 895, 77th Congress, September 19, 1941; 
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assigned.” Finally in 1943, this was overruled by the Court of Customs and Patent 
Appeals, stating that, “To hold that the execution of an assignment of a trade-mark, 
where the assignment was acknowledged and duly recorded in the Patent Office 
in accordance with law, had to be proved, it seems to us, might result in very great . 
hardships.” * 

This section of the present Act follows the recent decisions by expressly mak- 
ing acknowledgment prima facie proof of execution and the Patent Office record 
of recorded assignments, prima facie evidence of their execution. 

The Rules® provide that “No assignment will be recorded unless,” among other 14 
things, it has been “executed.” This is tantamount to a requirement that the as- 
signment bear a notarial acknowledgment, for that is the simplest way of proving 
execution and under ordinary circumstances the only means adapted to the workings | 
of the assignment division of the Patent Office. In some instances there may be other 
proof available, such as a judgment of a court of record establishing the execution 
of an unacknowledged assignment, but the practical advantages of utilizing the 
simpler procedure of acknowledgment to qualify for recordation seem obvious. 

Before leaving the formal adjuncts of an assignment,, it should be noted that 
under Section 1(d), an assignee, not domiciled in the United States, must file a 
written designation of a resident agent for service of process, in proceedings affect- 
ing the mark. The filing of such written designation is a condition precedent to 
the recording of the assignment in such cases. Under the Rules,” the designa- 
tion of a resident agent must be separate from the assignment and there must be 
a separate appointment for each registration or application assigned. 

Where it is desired that the registration issue in the name of an assignee, it | 
should be remembered that the assignment must be entered of record in the Patent 
Office, as of a date not later than the fourth Thursday before the date the certificate 
is to bear. Normally, certificates of registration will issue on the fourth Tuesday 
after the Thursday following the date of the notice of allowance.” 

The provision of this section that: “An assignment shall be void as against 
any subsequent purchaser for a valuable consideration without notice, unless it is 
recorded in the Patent Office within three months after the date thereof or prior 
to such subsequent purchase,” corresponds to the similar provision of Section 10 
of the 1905 Act,” except for the last clause “or prior to such subsequent purchase,” 
which is new. This clause makes an up-to-date assignment search as essential in 
this field as the last minute search reports in a real estate closing. 
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= H. D. Bob Company, Inc. v. Kresge Department Store, Newark, 35 U. S. P. Q. 32, 33 
(1937). 
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TRADE SLOGANS 


Since our last published list, the following trade slogan has been entered on 
the records of the Association: 
Pe St 1.6. 0th bheneeeh eee ssneeneneeedineséheneest ¥eéeabeseees Ralph Grzecki 
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BARRON-GRAY PACKING COMPANY v. KINGSLAND 
No. 9634—C. A. D. C.—October 12, 1948 










4915 Surr—J uRISsDICTION—PARTIES 
After Patent Office sustained opposition on ground applicant's mark was confusingly 
similar to opposer’s successful opposer held a proper but not an indispensable party to suit 
under R. S. 4915 against Commissioner 
Opposer, if he so desires, may intervene in 4915 suit brought by applicant against Com- 
missioner. 
Courts—J URISDICTION—GENERAL 
Appearance of non-resident opposer may not be compelled in District of Columbia court, 
though he may choose to appear and intervene, in applicant’s suit against Commissioner. 
Commissioner of Patents may not be sued outside the District of Columbia, without his 
consent. 

















Appeal from District of Columbia. 
Suit under R. S. 4915 by Barron-Gray Packing Company against Lawrence C. 
Kingsland, Commissioner of Patents, to compel issuance of registration. Plaintiff 
appeals from dismissal of complaint. Reversed. 







Curtis F. Prangley, of Chicago, Ill. (James Ballard Moore, Chicago, IIl., and Charles 
L. Sturdevant, Jr., Washington, D. C., on the brief) for appellant. 

Edwin L. Reynolds, of Washington, D. C. (W. W. Cochran and Walter J. Deren- 
berg on the brief) for appellee. 






Before EpGerRToN, CLARK and PRETTYMAN, Circuit Judges. 
Crark, C. J. 


This is a proceeding under R. S. Section 4915." 


It is agreed by both parties in the case that the sole question presented by this 
appeal is whether the succesful opposer in a patent Office trade-mark opposition 
proceeding is an indispensable party to a subsequent Section 4915 action brought 
in the District Court against the Commissioner of Patents alone after the Com- 
missioner has denied registration of the applicant’s mark on the ground of confusing 
similarity to the opposer’s registered trade-mark. 

The trial court dismissed the proceeding on the ground that the successful opposer 
in the Patent Office was an indispensable party and that therefore a suit against the 
Commissioner alone was fatally defective. 

The facts in the case are simple and undisputed. Appellant adopted and began 
to use as sole and exclusive owner thereof two trade-marks for canned fruit juices 
consisting of pictures of animated apricots and prunes. The Commissioner at first 
held these trade-marks to be registrable and they were published in the Official 
Gazette of the United States Patent Office on December 24, 1940. 






















1. 16 Stat. 205 (1870), as amended, 35 U. S. C. Section 63 (1946). 
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Thereafter, opposition to this registration was filed in the Patent Office by 
Bruce’s Juices, Inc., a Florida corporation, claiming that appellant’s trade-marks 
are similar to its own registered marks. Appellant filed answers to such oppositions 
and, thereafter, the Assistant Commissioner of Patents rendered a decision holding 
that some likelihood of confusion might exist in the concurrent use of appellant’s 
trade-marks and the opposer’s marks. 

Appellant filed a bill in equity under Section 4915 in the District Court alleging 
that its trade-marks are not confusingly similar to those of Bruce’s Juices and 
that appellant’s marks are not calculated to deceive or confuse the public. 

The Commissioner filed an answer traversing the allegations of the bill and 
alleging that the trade-marks of the two competitors were confusingly similar. The 
Commissioner also filed a motion to dismiss on the ground that the opposer in the 
Patent Office was an indispensable party. The District Court sustained the motion 
to dismiss and this appeal followed. 

The question as to who are “proper” parties and who are “indispensable” parties 
in a proceeding brought under Section 4915 is admittedly a difficult one. But the 
Congress, in enacting the applicable statute obviously intended that the applicant 
should have a right of access to the courts if his application was rejected. Since 
the applicant has no power to compel the appearance of a non-resident opposer in 
a District of Columbia court unless the opposer chooses to appear and intervene, if 
it be held that the opposer is an indispensable party, as the District Court has held 
in this case, it is obvious that the right of access intended by and provided for by 
Congress cannot be exercised except by sufferance. On the other hand, the Com- 
missioner of Patents cannot be sued outside the District of Columbia without his 
consent. It is thus apparent that the net result of ruling that the non-resident 
opposer is an indispensable party to a 4915 action brought in this jurisdiction 
against the Commissioner alone would be to completely defeat the intent of Congress 
to afford the unsuccessful applicant for a trade-mark adequate access to the courts. 
We cannot condone such a result. 

This question has been before this court in various forms several times and in 
none of these decisions is there anything to afford the slightest comfort to the con- 
tentions of appellee. See Alexandrine v. Coe, 63 App. D. C. 227, 71 F. 2d 348 
(24 T.-M. R. 320] (1934) ; Thorne, Neale & Co., Inc. v. Coe, 79 U. S. App. D. C. 
122, 143 F. 2d 155 (1944) ; and Speed Products Co., Inc. v. Tinnerman Products, 
Inc. and Kingsland, No. 9700, decided May 18, 1948 [38 T.-M. R. 647]. In the 
Speed Products case, the latest pronouncement of this court on the subject, we held 
expressly that the District Court does have jurisdiction to proceed against the 
Commissioner alone in a suit brought under Section 4915. 

The case, however, which seems to us squarely in point and based on sound 
reasoning and sound legal practice is the case of Tomlinson of High Point v. Coe, 
74 App. D. C. 364, 123 F. 2d 65 [31 T.-M. R. 440] (1941). There, as here, 
the appellant sought to register as a trade-mark a certain name. There, as here, 
the mark was first held to be registrable and there, as here, the Examiner of Inter- 
ferences filed an opinion sustaining the opposition. There, as here, the Commis- 
sioner affirmed the decision of the examiner. There, as here, the applicant brought 
suit in the District Court under Section 4915 naming the Commissioner alone as 
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defendant and not joining the opposer. There, as here, the District Court dis- 
missed the action and there, as here, the dismissal was appealed to this court. And 
there, as here, as will presently transpire, the action of the District Court was 
reversed. 

While it is true that in the Tomlinson case the contention of the Patent Office 
was that the Commissioner was not even a proper party, the opinion of the court 
by Justice Justin Miller clearly takes cognizance of the fact that the Commissioner 
was the sole defendant and that the opposer was not named as party defendant. 

Justice Miller, speaking for the court in that case, said: “The proceeding by 
bill in equity under Section 4915, R. S., is a part of the application for the patent, 
or for registration of the trade-mark. Accordingly, in the present case, appellant 
seeks relief which is properly sought under the provisions of Section 4915, R. S., 
i.e., a decree authorizing and directing the Commissioner of Patents to register its 
trade-mark. Both the public interest and the necessities of the case require that 
the Commissioner be made a party when the issue to be determined is whether 
such relief shall be granted. The opposer could not act to carry out a decree grant- 
ing such relief; and such relief should not be granted without opportunity for the 
Commissioner to present countervailing evidence; hence, the public interest cannot 
properly be served without the participation of the Commissioner.” [Italics sup- 
plied} (123 F. 2d at 66-7) [31 T.-M. R. 442]. 

Since, as has been noted, the Commissioner cannot be sued outside the District 
of Columbia without his consent, to hold that the opposer is an indispensable party 
is clearly to defeat the purpose of the statute. 

The Commissioner, through his counsel, professes that he has no interest one 
way or the other in the outcome of this appeal except that he desires that the 
matter be cleared up and settled by this court. 

In order, therefore,, that there may be no dispute as to the holding of this case, 
we hold that the opposer is a proper but not an indispensable party in such an ac- 
tion under Section 4915 and thus that the dismissal of this action by the District 
Court was improper, based, as it was, on the erroneous ground that the opposer 
in this case was an indispensable party. The rights of the opposer may be fully 
protected by his intervention if he desires to do so but the rights of the appellant 
should not be defeated by reason of the failure or refusal of the opposer to appear. 

The judgment is, therefore, reversed and the case remanded for trial on the 
merits in accordance with this opinion. 

Reversed and remanded. 


Judge Edgerton concurs in the result only. 


Se 
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REYNOLDS PEN COMPANY v. MARSHALL FIELD & COMPANY, eT AL. 
No. 47C265—U. S. D. C. N. D. Ill—September 13, 1948 


CourTs—PLEADING AND PRACTICE—COUNTERCLAIM 
In case of permissive intervention, intervenor in patent infringement suit held not entitled 
to counter claim for unfair competition because that is not an issue involved between the 
original parties. 
Intervenor counterclaimant held entitled to contest validity of plaintiff’s patent. 
Separate trial on counterclaim held available only where counterclaim is properly filed 
in the first instance. 


Patent infringement suit by Reynolds Pen Company against Marshall Field & 


Company. Kimberly Corporation, intervenor, counterclaims for unfair competi- 
tion. Plaintiff’s motion to dismiss amended counterclaim granted. 


Norman H. Gerlach, of Chicago, Ill., for plaintiff. 

McLaughlin & Wallenstein (Casimer A. Miketta of counsel) of Chicago, Ill., for 
defendant Marshall Field & Company. 

McLaughlin & Wallenstein, of Chicago, Ill., for intervenor. 


LaBvy, D.J.: 


Plaintiff has filed its motion to dismiss the amended counterclaim of defendant- 
entervenor. From reading the briefs of litigants in respect thereto it becomes ap- 
parent that the previous ruling on the counterclaim had not taken into consideration 


the status of the parties involved. 

It is urged that an intervenor cannot bring in by counterclaim issues not in 
dispute between the original parties or in which one of the original parties has no 
interest. Chandler v. Brandtjen, Inc. (1935), 296 U. S. 53. The court is of the 
opinion that the new rules have not relaxed the principles of the Chandler case 
particularly where there is involved a permissive intervention and not an interven- 
tion as a matter of right. The initial action herein is based on the validity of a pa- 
tent. The intervenor counterclaimant is permitted to defend the validity of the 
patent in this case but is not permitted to raise the question of unfair competition 
inasmuch as that is not an issue involved betwee the original parties. Considera- 
tion should be given to the delay and prejudice to the original parties in determining 
the prime issue of validity of the patent. 

It is suggested that a separate trial be given on the counterclaim. Rule 42 could 
be applied only if the counterclaim is proper in the first instance of its filing, and 
consequently cannot be applied here. 

For the above reasons the court sustains the plaintiff’s motion to dismiss the 
amended counterclaim of defendant-intervenor. An order in accord herewith has 
this day been entered. 
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SHERMAN v. KRAMER & SPIEGLER, Et At. 
No. 43-474—U. S. D. C. S. D. N. Y.—September 2, 1948 


CourRTS—PLEADING AND PracticE—Mortion To DiIsMIss 
Motion to dismiss counterclaim denied, under Rule 12(b) of Federal Rules of Civil 
Procedure, because it should have been made before reply to counterclaim was served. 


Trade-mark infringement and unfair competition suit by Sol Sherman against 
Lawrence Kramer and Moe Spiegler individually and doing business as partners 
under the firm name of Kramer & Spiegler and U-Clip Co., Inc. Plaintiff's motion 
to dismiss counterclaim denied. 


Beekman Aitken, of New York, N. Y., for plaintiff. 
Victor M. Helfand, of New York, N. Y., for defendants. 


Bonpy, D. J.: 


The motion is denied. It should have been made before the reply to the counter- 
claim was served. Rule 12(b) of the Federal Rules of Civil Procedure, 28 U. S. 
C, A. following Section 728c; Vassardakis v. Parish, 36 F. Supp. 1002, 1003; 
Kadylak v. O’Brien 32 F. Supp. 281; Brown v. W. T. Grant Co., 53 F. Supp. 182, 
186. 

In any case, the counterclaim states a claim upon which judgment may be 
granted declaring that defendants’ trade-marks, both registered and unregistered, 


do not infringe any of plaintiff’s registrations. See Leach v. Ross Heater & Mfg. 
Co., 104 F. 2d 88. Moreover it appears that one of defendants’ registered trade- 
marks has not yet been cancelled, and that the defendants therefore have the right to 
avail themselves of the provisions of 15 U. S. C. A. Section 102. 


ARMSTRONG CORK COMPANY v. THE PATTERSON-SARGENT 
COMPANY 


No. 25450—U. S. D. C. N. D. Ohio—July 12, 1948 


CourTs—PLEADING AND PracticE—More Derinite STATEMENT 
More definite statement denied where defendant’s motion requests items of evidence only 
or matter not properly included in complaint, such as information as to (a) amount of money 
spent by plaintiff in advertising its trade-mark, (b) basis of plaintiff's allegation that its 
mark has met with popular approval, and (c) date when manufacture of particular goods 
was commenced. 
Information sought held to be of the type which should be obtained, if needed, under 
rules relating to discovery. 
CourTts—PLEADING AND PracticE—BiLt oF COMPLAINT 
Pleadings are to be kept short and concise. 
Complaint must be sufficiently clear and definite that defendant may admit or deny the 
charges; complaint need not document the charges with evidentiary references. 
Complaint alleging that defendant has infringed plaintiff's registered trade-mark “Lino- 
gloss” by applying the name “Linglo” to defendant’s product having a use similar to plain- 
tiff’s, and alleging that plaintiff notified defendant of the alleged infringement, but that defend- 


7 
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ant has continued to use its mark to plaintiff’s damage, held adequate in its recital of facts 
and allegations. 


Trade-mark infringement suit by Armstrong Cork Company against The Pat- 
terson Sargent Company. Defendant’s motion for more definite statement overruled. 


Howard F. Burns and Baker, Hostetler & Patterson, of Cleveland, O., and Walter 
J. Blenko and Stebbins, Blenko & Webb, of Pittsburgh, Pa., for plaintiff. 
Roy C. Scott and Calfee, Fogg, Mcchord & Halter, of Cleveland, O., for defendant. 


Jones, D. J.: 


This is an action for damages and for an injunction with respect to an alleged 
trade-mark infringement. 

Plaintiff states that in 1932 the name “Linogloss” was registered with the United 
States Patent Office to represent a “polishing preparation for hard-surface floor 
covering” and that on March 9, 1948, “said registration was republished pursuant 
to Paragraph 12(c) of the Trade-Mark Act of July 5, 1946 (15 U. S. C. A. 
1062)... .” Plaintiff charges that subsequent to the first registration of its trade- 
mark, defendant adopted the name “Linglo” which it applied to a preparation for 
the treatment of hard-surface floor coverings and that such name, especially in view 
of the similarity in style of defendant’s containers to plaintiff’s, is an infringement 
of plaintiff’s trade-mark. 

In defendant’s motion for a more definite statement 17 items are listed. The 
information sought relates to such matters as how much money plaintiff has spent 
advertising “Linogloss,” “from what source or means and upon what basis does 
Armstrong aver and positively state that ‘Linogloss’ has met with popular ap- 
proval...,” as to “exactly when Patterson commenced to manufacture, advertise 
and sell a varnish for treating and preserving linoleum. . . .” 

Each and every one of the items concerning which defendant requests a more 
definite statement appears to relate to evidence only or is otherwise matter which is 
not proper to be included in a complaint. The information sought is of the type 
which should be obtained, if needed, under Chapter V, Rules of Civil Procedure, 
relating to discovery. Under the Rules the pleadings are to be kept short and con- 
cise. The purpose of the complaint is to inform the defendant of the charges being 
made against him and the relief sought. The complaint must be sufficiently clear 
and definite that the defendant may admit or deny the charges but it need not docu- 
ment the charges with evidentiary references. 

In this case plaintiff alleges that defendant has infringed upon its registered trade- 
mark “Linogloss” by applying the name “Linglo” to a product having a use similar 
to “Linogloss,” that plaintiff notified defendant in writing of the alleged infringe- 
ment but that defendant has continued to use the name “Linglo” to plaintiff’s dam- 
age, etc. 

Form 17, Rules of Civil Procedure is a form to be used in a complaint for in- 
fringement of copyright and unfair competition. Taking Form 17 as a standard, 
the complaint herein is more than adequate in its recital of facts and allegations. 

Defendant’s motion will be overruled. 


ei a ce 





38 T.-M. R. STERLING DRUG v. BENATAR 


RAXON CORPORATION v. SLATEX FABRICS, INC. 
S. Ct. N. Y. County—October 4, 1948 


UnFair CoMPEeTITION—Dress oF Goops—GENERAL 
Style or design piracy held not actionable per se. 
Plaintiff is required to prove secondary meaning in allegedly identical fabric designs in 
order to prevail. 
CourTS—PLEADING AND PRACTICE—PRELIMINARY INJUNCTIONS 
On application for injunction pendente lite, plaintiff has burden of establishing clear 
right to relief sought. 


Unfair competition suit by Raxon Fabrics Corporation against Slatex Fabrics, 
Inc. Plaintiff’s motion for injunction pendente lite denied. 


McNALLY, J.: 


Motion by plaintiff for an injunction pendente lite is denied. Plaintiff seeks to 
enjoin the manufacture and sale of necktie fabrics allegedly identical in design and 
otherwise to necktie fabrics made by the plaintiff. Style or design piracy is not 
in itself actionable. Millinery Creators’ Guild v. Federal Trade Commission, 109 
F. 2d 175 aff'd 312 U. S. 469; Cheney Bros. v. Doris Silk Corp., 35 F. 2d 279. 
In order to prevail the plaintiff is required to show its fabrics acquired a secondary 
meaning. It appears that plaintiff's name is printed on the fabrics produced by it, 
as well as on each tie therefrom made. The fabrics made by the defendants and 
the ties therefrom made do not bear the name of the manufacturer of the fabrics 
nor plaintiff’s name. Plaintiff contends the public has been led to believe that 
plaintiff manufactured the fabrics made by the defendants, and refrains from identify- 
ing the fabrics as the plaintiff’s, to enable the sale thereof at a price lower than that 
at which plaintiff’s branded fabrics are sold. No evidence of affirmative acts or 
conduct on the part of the defendants tending to deceive the public has been adduced. 
The court, therefore, is of the opinion that plaintiff has not established that clear 
right to the relief here sought required to be demonstrated on an application of this 
kind and character. Order signed. 


STERLING DRUG, INC. v. MORRIS V. BENATAR, EtTC., ET AL. 
No. 370849—Superior Ct. Cal. San Francisco Co.— August 13, 1948 


Fam Trape Acts—Purpose—GENERAL 
Rather than sanctioning the fixing of prices on commodities as such, purpose of the 
Statute is to afford protection against injury to value of good-will of the producer, symbol- 
ized by trade-marks, brands, or names identifying them. 
Farr TrapE Acrs—RESALE PricE MAINTENANCE—DEFENSES 
Fact that merchandise bearing trade-mark is “war surplus” goods, not claimed to be 
damaged or deteriorated in quality, held no defense to violation of California Fair Trade 
Act. 
Federal Surplus Property Act of 1944 held not to exempt goods sold thereunder from 
state Fair Trade Laws. 
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“Close out” clause of Fair Trade Act held to relate only to situation where dealer, in 
good faith, intends to discontinue dealing in product or line and does not sanction disregard 
of the Fair Trade price for the purpose of reducing stock or disposing of a portion of it. 

In absence of discrimination it is not incumbent upon plaintiff to sue all violators. 


Suit under California Fair Trade Act by Sterling Drug, Inc., against Morris 
V. Benatar and Benatars, a California corporation. Judgment for plaintiff. 


Landels and Weigel, Esqs., by Stanley A. Weigel of San Francisco, Calif., for plain- 
tiff. 

Gerald C. Halsey and Frederick T. Leo, Esqs., of San Francisco, Calif., for defend- 
ants. 


Fotey, J.: 


The dominant question presented for decision here is this: Do the rights 
sanctioned by the California Fair Trade Act extend to the resale of “war surplus” 
trade-marked commodities purchased from the War Assets Administration? Care- 
ful consideration compels an affirmative answer to this question which appears to be 
one of first impression. 

In common with the similar statutes of 44 other states, the California Fair Trade 
Act (Business and Professions Code, 16900-16905) authorizes the vendor of com- 
modities identified by trade-marks, brands or names to stipulate, by contract with 
buyers, the price at which the latter shall resell. Our statute, like the others, pro- 
vides for a cause of action against sales at less than the contract price, regardless 
of whether or not the one who sells for less is a party to the contract. The statu- 
tory provision providing such a remedy reads as follows: 


Wilfully and knowingly advertising, offering for sale or selling any commodity at 
less than the price stipulated in any contract entered into pursuant to this chapter, whether 
the person so advertising, offering for sale or selling is or is not a party to such con- 
tract, is unfair competition and is actionable at the suit of any person damaged thereby. 
(Business and Professions Code, 16904.) 


Plaintiff’s suit here is grounded in the quoted provision, which, prior to codifi- 
cation, was designated as Section 1% of the Fair Trade Act. This particular pro- 
vision of the statute has had a long history of judicial review. Both the Supreme 
Court of this state and the Supreme Court of the United States have made it clear 
that the rights afforded by the statute relate not so much to sales of commodities 
per se as to protection of the good-will symbolized by trade-marks, brands and 
names. In other words, rather than sanctioning the fixing of prices on commodi- 
ties as such, the statute affords protection against injury to the value of trade-marks, 
brands or names identifying the commodities. 


The essence of the statutory violation then consists not in the bare disposition of the 
commodity, but in a forbidden use of the trade-mark, brand or name in accomplishing 
such disposition. The primary aim of the law is to protect the property—namely, the good- 
will—of the producer, which he still owns. . . 

There is nothing in the act to preclude the purchaser from removing the mark or 
brand from the commodity—thus separating the physical property, which he owns, from 
the good-will, which is the property of another—and then selling the commodity at his 
own price, provided he can do so without utilizing the good-will of the latter as an aid 
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to that end. Old Dearborn Distributing Co. v. Seagram Distillers Corp., 299 U. S. 183, 
at 193 and 195. (Upon the authority of the cited case, which dealt with the Illinois Fair 
Trade Act, the California statute was contemporaneously held constitutional in Mar 
Factor & Co. v. Kunsman, 299 U. S. 198.) 


In the Max Factor case, our own state Supreme Court had, prior to affirmance 
by the United States Supreme Court, taken a similar view of the purpose and char- 
acter of the statute. 


. ... The statute only applies to certain articles sold under the trade-name or brand 
or trade-mark of the producer. As to such articles, the producer or manufacturer, 
through advertising or other means, has built up a good-will in connection with the 
articles, which good-will is a species of property entitled to protection. When the 
retailer sells such an article to a customer, the article is not sold solely on the reputation 
of the retailer, but partially, at least, on the reputation built up by the owner of the 
trade-mark, brand or trade-name. Moreover, Section 1% comes into operation only 
when the manufacturer or producer has entered into contracts fixing the resale price. 
The statute, as its title indicates, by preventing price-cutting, is aimed at protecting these 
valuable property and contract rights of the manufacturer or producer—rights just as 
valuable and just as much entitled to protection as the right of the retailer, who is 
attempting, by exercising his claimed right of freedom of action, to injure the property 
and contract rights of the manufacturer or producer. The statute, in other words, does 
not merely prohibit price-cutting in order to regulate prices, but prohibits price-cutting in 
an attempt to protect the validly acquired rights of others. Max Factor & Co. v. Kuns- 
man, 5 Cal. 2d 446, 463-464. 


It is, then, in the light of the foregoing interpretations of the Fair Trade Act, 
handed down by the highest courts of this state and the nation, that the decision 
here must be made. 

The facts in the case at bar are clear and, for the most part, without conflict. 
Plaintiff, a Delaware corporation qualified to do business in this state, is sole owner 
of the trade-mark which has long identified the product, “Dr. Lyon’s Tooth Powder.” 
Acting under Fair Trade contracts entered into (by plaintiff's predecessor in inter- 
est) with hundreds of retail dealers throughout the State of California, plaintiff 
stipulated a minimum retail price of 39 cents on “Dr. Lyon’s Tooth Powder,” 
50c size, sometimes referred to as “large size.” 

Defendant Benatar, a California corporation, owns and operates two large retail 
drug stores in San Francisco, Calif. Defendant “purchased indirectly” from War 
Assets Administration a large quantity of “Dr. Lyon’s Tooth Powder,” 50c size. 
(For the purposes of this opinion, it may be assumed that defendant purchased 
directly from War Assets Administration. Defendant’s chief defense is predicated 
upon the goods being, in fact, “war surplus,” i.e., reaching defendant after disposal 
by War Assets Administration. ) 

Defendant advertised, offered for sale and sold this “war surplus” tooth powder 
at 29c, instead of at 39c, the latter being the minimum Fair Trade price stipulated 
on “Dr. Lyon’s Tooth Powder,” 50c size. Defendant refused to maintain that price 
on the “war surplus” goods, insisting that the statute did not apply to them. 

The “war surplus” product was packaged somewhat differently from the cur- 
rent product being distributed by plaintiff. No outer cardboard container accom- 
panied the cans containing the “war surplus” product; the color of the can of the 
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latter was a lighter shade of blue; the cap was different in color; and the lettering 
on the can was different. However, the “war surplus” can carried plaintiff’s trade- 
mark and the quantity of tooth powder in each case was the same. Defendant 
claims to have kept the “war surplus” merchandise segregated from the regular stock 
and to have maintained the 39c price in selling the latter. This is assumed to be 
the fact for the purposes of this opinion. 

The chief defense asserted by defendant was that the “war surplus” product 
was not subject to the rights of plaintiff under the Fair Trade Act. Defendant 
urged upon the court that “War Surplus goods have acquired a distinct and 
separate character in the public mind, namely, as depreciated in value and sold 
only at less than regular prices” (Defendant’s Points and Authorities, page 1, 
par. 1), and that “ “War Surplus’ [merchandise] is separate and distinct from regu- 
lar merchandise freshly manufactured and sold through the usual channels of dis- 
tribution from manufacturer to retailer; such ‘War Surplus’ goods have frequently 
been in storage in government warehouses and elsewhere for a period of several 
years, under varying wartime conditions and are consequently not regarded by 
the public as comparable to fresh new stock ....and.... salable only at prices 
substantially reduced from the regular, usual or ‘Fair Trade’ prices.” (Affidavit 
of Mr. Morris V. Benatar, pp. 10, 11.) 

In connection with these contentions, it should be noted that defendant made no 
claim that the “war surplus” merchandise was actually ‘damaged or deteriorated 
in quality.” In that case, the statute (Section 16902, second subdivision (2)) ap- 
pears to make it clear that defendant could sell at prices of defendant’s own choos- 
ing, provided the public were notified of the damage or deterioration. 

Defendant also urged upon the court that the Federal Surplus Property Act of 
1944, as amended (Title 50, U. S. C. A., Appendix, Section 1611 et seq.), as well 
as several California statutes, “recognized the separation and distinct character 
and classification of ‘War Surplus’ merchandise” (Defendant’s Points and Authori- 
ties, page 3, par. 6). Finally, in this line of argument, defendant suggested that 
application of rights under the Fair Trade Act to the “war surplus” tooth powder 
would frustrate savings to consumers intended by the federal act. 

On the issue here none of these contentions is sound. 

Courts are not concerned with the economic wisdom of legislation. Their sole 
responsibility is to apply the controlling statute fairly to the facts in the interest of 
carrying out, not defeating, legislative intent. The legislature of this state has seen 
fit to provide a remedy to protect the good-will symbolized by trade-marks, brands 
and names against the damage resulting when commodities so identified are sold 
at prices less than stipulated in contracts sanctioned by the statute. The source of 
acquisition of products carrying the symbol of good will does not control the power 
to injure the value of the symbol. And injury to a trade-mark may be done regard- 
less of the form of package upon which it appears. 

Any suggestion that the Federal Surplus Property Act of 1944, supra, sup- 
ports the position of the defendant is not well taken, as can be determined by ex- 
amination of the statute itself. The first sentence of the statute reads: 


The Congress hereby declares that the objectives of this Act are to facilitate and regu- 
late the orderly disposal of surplus property so as—(Emphasis added). 
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Section (h) to assure the sale of surplus property in such quantities and on such 
terms as will discourage disposal to speculators or for speculative purposes; 

Section (m) to achieve the prompt and full utilization of surplus property at fair 
prices to the consumer through disposal at home and abroad with due regard for the 
protection of free markets and competitive prices from dislocation resulting from un- 
controlled dumping ; 

Section (n) to utilize normal channels of trade and commerce to the extent consistent 
with efficient and economic distribution and the promotion of the general objectives of this 
Act (without discriminating against the establishment of new enterprises) ; 


Section 1627(b) provides that the Surplus Property Board shall determine 
“. ... [that] the various classes of such property should be offered consistently 
with the usual and customary commercial practice with respect to such class.” 
(Emphasis added.) 

Section 1629 provides that “nothing in this Act shall impair, amend or modify 
the antitrust laws or limit and prevent their application to persons who buy or 
otherwise acquire property under the provisions of this Act. As used in this sec- 
tion, the term ‘antitrust laws’ includes the Act of July 2, 1890 (C. 647, 26 Stat. 
209), as amended.” (Emphasis added.) 

The amendment just referred to provides as follows: 

.... Provided, that nothing contained in Sections 1-7 of this title shall render illegal, 
contracts or agreements prescribing minimum prices for the resale of a commodity which 
bears, or the label or container of which bears, the trade-mark, brand, or name of the 
producer or distributor of such commodity and which is in free and open competition with 
commodities of the same general class produced or distributed by others, when contracts 
or agreements of that description are lawful as applied to intrastate transactions, under 
any statute, law, or public policy now or hereafter in effect in any state, Territory, or the 
District of Columbia in which such resale is to be made, or to which the commodity is 
to be transported for such resale, and the making of such contracts or agreements shall 


not be an unfair method of competition under Section 45, as amended and supplemented 
by this title: 15 U. S. C. A. Section 1. 


If Congress intended that goods sold under the Federal Surplus Property Act 
should be exempt from State Trade laws and from the quoted federal accommoda- 
tion thereof, it is inconceivable that it would have evidenced such concern for 
orderly distribution, avoidance of dislocation, etc., and that it would have referred, 
as it did in Section 1629, to the Fair Trade amendment to the anti-trust laws with- 
out qualifying the reference. 

There is rather compelling evidence that the views expressed above are shared 
by the War Assets Administration itself. Its General Disposal Letter No. 20, 
dated January 14, 1947, advises those charged with disposal of war surplus prop- 
erty that “All regional and district offices holding inventories of branded or trade- 
marked drug or cosmetic items which are or may be affected by a State ‘Fair Trade’ 
Practices Act” shall give explicit notice that “The resale or use of the property herein 
offered for sale and/or sold by the Government, may be affected by applicable State 
‘Fair Trade’ Practice Acts, or other similar regulatory laws.” 

The 1945 California statutes cited by defendant in no way support defendant’s 
contentions. Referring to these statutes, seriatim: Chapter 1144 simply prohibits 
the use of names such as “Army,” “Navy,” “United States,” etc., in connection 
with the’ sale of surplus material where such use would tend to mislead the pur- 





992 THE TRADE-MARK REPORTER 38 T.-M. R. 


chasing public into believing that the seller had an official governmental connection or 
into believing that such articles “are of higher quality and lower price than those else- 
where obtainable” (showing that the California legislature apparently does not share 
the defendant’s view that the public regards war surplus articles as inferior ) ; Chapter 
992 is concerned with empowering the State Director of Finance to buy war sur- 
plus property for state use; Chapter 77 memorializes the President and the Con- 
gress of the United States to designate a single federal agency to deal with states 
and other political subdivisions desirous of acquiring surplus property; Chapter 
232 authorizes municipalities to purchase federal surplus property; and Chapter 
796 merely implements Chapter 232 in authorizing municipalities to purchase federal 
surplus property. 

The error of defendant’s position results from the fact that defendant manifestly 
does desire to capitalize upon the good-will symbolized by plaintiff's trade-mark 
in connection with sales at less than Fair Trade prices. Defendant advertised the 
war surplus merchandise as “guaranteed to be in manufacturer’s original packages 
and in 100 percent perfect condition.” Its advertising also featured the fact that 
the war surplus goods were “in the original factory cartons” and that they repre- 
sented “sensational values” at the price set by defendant. 

Regardless, however, of defendant’s claims in advertising or selling the goods, 
there is no indication in the Fair Trade Act that the source of acquisition limits 
or changes the rights which the statute affords against what it denominates to be 
“unfair competition.” Nor are such rights limited or changed by the differences 
in packaging above indicated. See Guerlain, Inc. v. F. W. Woolworth Co., 297 
N. Y. 11, 74 N. E. 2d 217 (certiorari denied U. S. Supreme Court eames 8, 
1947), 68 S. Ct. 220) and cases on the same point therein cited. 

Defendant’s remaining contentions merit but brief consideration. Beleadent 
claimed that plaintiff inequitably discriminated against defendant by bringing this 
suit, while competitors of defendant were left free to disregard Fair Trade prices. 
The facts were otherwise. In all cases in which it was called to plaintiff’s attention 
that a retailer was selling its product, “war surplus” or not, at less than the Fair 
Trade price, plaintiff exhibited reasonable zeal in notifying such retailer to desist. 
It is not incumbent upon plaintiff to sue all violators. See Hutzler Bros. Co. v. 
Remington-Putnam Book Co., 46 A. 2d 101; James Heddon’s Sons v. Callender, 
29 Fed. Supp. 579; and Calvert Distillers Corp. v. Stockman, 26 Fed. Supp. 73. 

Another contention made by defendant was to the effect that since defendant 
advertised the Dr. Lyon’s war surplus tooth powder in question as “War Surplus 
Close-out,” defendant could disregard the minimum prices established by contract 
under that clause of the Fair Trade Act which appears to exempt sales made “In 
closing out the owner’s stock for the purpose of discontinuing delivering any such 
commodity.” (Section 16902, second subsection (1).) To sustain defendant’s 
contention here would be to emasculate the statute. The quoted clause manifestly 
relates, and relates only, to a situation where a dealer, in good faith, intends to dis- 
continue dealing in the particular product or line of products altogether and actually 
does so discontinue. Defendant can hardly be said to be closing out for the purpose 
of discontinuing delivering if, as is clear from the testimony and advertisements, 
defendant purchased a large special stock of “Dr. Lyon’s Tooth Powder” and im- 
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mediately thereafter purported to “close out” the new purchase alone without 
undertaking to close out defendant’s entire stock of the product. Indeed, instead 
of closing out “Dr. Lyon’s Tooth Powder,” for the purpose of giving up sale of 
that brand, defendant appears to desire to feature a portion of defendant’s stock 
of the brand at prices below those established under the Fair Trade Act. 

In any event, we do not have here even a claim that defendant acted in pursu- 
ance of an intent to close out for the purpose of discontinuing delivering all “Dr. 
Lyon’s Tooth Powder.” The testimony of Mr. Morris V. Benatar of careful main- 
tenance “of the Fair Trade price on the regular merchandise” is inconsistent with a 
complete discontinuance of dealing in the product. The quoted provision of the 
statute does not sanction disregard of the Fair Trade price for the purpose of re- 
ducing stock or disposing of a portion of the stock. Were it to be so construed, the 
door would be opened to complete frustration of the plain purpose of the statute. 

The court is indebted to counsel on both sides for full and careful presentation 
of the facts and the law relevant to the issues. 

Consonant with the foregoing opinion, counsel for plaintiff are directed to 
prepare and submit, upon due notice to counsel for defendants, proposed Findings 
of Fact and Conclusions of Law, as well as form of Judgment and Decree. 


EX PARTE BEN-HUR PRODUCTS, INC. 
Commissioner of Patents—August 11, 1948 


TraDE-MarKs—Goops OF THE SAME DescCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Combs and barrettes held goods of the same descriptive properties, as non-electrical hair 
curlers and hair wavers, hair clips and hairpins. 
TrADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Hair Glamour Bar,” the words “hair” and “bar” being disclaimed, held confusingly 
similar to “Glamour Girl,” used on similar goods, under 1905 Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Ben-Hur Products, Inc. Appli- 
cant appeals from refusal of registration. Affirmed. 


Edward S. Higgins, of New York, N. Y., and Bryant & Lowry, of Washington, 
D. C., for applicant. 


Danie:s, A. C.: 


Applicant appeals from the refusal to register the mark “Hair Glamour Bar” 
as a trade-mark for “combs and barrettes’”’ under the Trade-Mark Act of 1905. 
The words “hair” and “bar” have been disclaimed. Registration was refused in 
view of a prior registration of the words “Glamour Girl,” registration No. 369,921, 
for “non-electrical hair curlers and hair waivers, hair clips, and hairpins,” registered 
August 8, 1939, under the Act of 1905. 

Applicant contends that the goods involved in its application and those of the 
reference are essentially different and that it has not believed that the same manu- 
facturer would engage in the production of hairpins and clips, as well as combs 
and barrettes. In support of this contention it is stated that combs and barrettes 
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are fundamentally ornamental, while hairpins and clips are merely functional and 
are “definitely lacking in ornamentation.” 

Each of these products, however, is designed and sold to hold the hair in place, 
and while combs and barrettes may be more likely to be ornamental than hairpins 
and clips, this is not necessarily the fact, nor is there anything to prevent a manu- 
facturer of either article from ornamenting, or failing to ornament, its goods to any 
extent it may see fit. Neither is there any support in the record for the statement 
that it is not believed that the same manufacturer would engage in the production 
of these items, but if this is a fact it would not be apparent to any ordinary pur- 
chaser. The goods are considered to have the same descriptive properties and to 
be essentially similar. Ex parte G. H. S. Corporation, 531 O. G. 809, 51 U.S. P. Q. 
53. With respect to the similarity of “Hair Glamour Bar,” particularly with “hair” 
and “bar” disclaimed, on the one hand and “Glamour Girl” on the other, no ex- 
tended comment is considered necessary. While descriptive or disclaimed words 
may not be completely ignored, “hair” and “bar” as used on such products have so 
little trade-mark significance that it is believed little, if any, consideration would be 
given them. The similarity of “Glamour” and “Glamour Girl” seems obvious. 

The decision of the Examiner of Trade-Marks is affirmed. 


KAYLON, INCORPORATED v. JOSEPH P. ROSENBERG 
Commissioner of Patents-—July 26, 1948 


TRADE-MarKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
Test to be applied, if goods are closely related, is whether or not they would reasonably 
be assumed to emanate from the same source. 
Specific uses of goods are to be considered, but sex of intended wearer is not alone 
sufficient to modify classification of merchandise otherwise identical. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Clothing, including sportswear, consisting of shorts and skirts for ladies, misses and 
children held goods of same descriptive properties as men’s and boys’ collars, pajamas and 
shirts. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
While marks must be considered in their entireties, presence of definite article, “The,” 
is of only minor importance as a distinguishing feature. 
Despite differences in significance, similarities of sound and appearance of marks may 
produce reasonable likelihood of confusion in trade. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Ballerina” held confusingly similar to “The Bambalina,” used on similar goods, under 
1905 Act. 
Prior registration of same mark, for same goods, held additional statutory bar to regis- 
tration sought, which should have been refused during ex parte prosecution of application. 
TrADE-Mark Act oF 1946—DEFENSES—LACHES AND ESTOPPEL 
Section 19 of 1946 Act considered, upon appeal to Commissioner, since defense of estoppel 
or laches was raised though not briefed or argued. 
Present opposition turns upon applicant’s right to registration and there has been no 
laches in opposer’s action in opposing the application in question. 
Opposer’s inaction as to third party registration held immaterial; the Examiner having 
held applicant’s mark confusingly similar to opposer’s previously reeistered mark, there is 
a statutory bar to the registration sought which cannot be overcome by estoppel. 
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TRADE-M ARKS—REGISTRABILITY—EFFECT OF CONSENT 
Consent of prior registrant of same mark, for similar goods, does not affect applicant’s 
right to register, under 1905 Act, and cannot confer upon Commissioner power to do that 
which the statute prohibits. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Kaylon, Incorporated, against Joseph P. Rosenberg. 
Applicant appeals from the decision sustaining notice of opposition. Affirmed. 


Pennie, Edmonds, Morton & Barrows, of New York, N. Y., for opposer. 
Harold E. Cole, of Boston, Mass., for applicant. 


Murpnuy, A. C.: 


Joseph P. Rosenberg appeals from the decision of the Examiner of Trade-Mark 
Interferences which sustained the opposition of Kaylon, Incorporated to the applica- 
tion for registration of the mark “Ballerina” for use upon “sportswear, consisting 
of shorts and skirts to wear with shorts for ladies, misses and children” and held 
the applicant not entitled to the registration sought. The opposer relies upon its 
mark, “The Bambalina,” shown in renewed registration No. 180,639, dated March 
4, 1924, for products therein described as “men’s and boys’ collars, pajamas and 
shirts, namely, dress, negligee and work shirts.” 

Briefs have been filed by both parties but only the applicant has filed testimony 
and has been represented at the oral hearing. 

The allegations contained in the notice of opposition relate to only the confusion 
in trade clause of Section 5 of the Act of 1905 as a statutory ground for negativing 
the right of registration claimed by the applicant. 

In the decision appealed from, the examiner held the articles of clothing sold by 
the parties, although designed for different classes of wearers, to clearly possess the 
same descriptive properties within the meaning of the statute. As to the marks 
themselves, the examiner, while conceding that the notation “Ballerina” is a more 
or less generally familiar word of speech possessing a feminine connotation and thus 
distinguishable as to significance from opposer’s apparently coined arbitrary term 
“The Bambalina,” nevertheless regarded these notations as closely similar in sound 
and appearance and held the resemblances sufficient to create a likelihood of con- 
fusion in trade and likely to cause deception of purchasers. 

Applicant in his brief and at oral hearing stressed that the examiner erred in 
holding that the goods of the parties possess the same descriptive properties and 
that the marks are too nearly alike to enable their concurrent use without reasonable 
likelihood of confusion in trade and deception of purchasers. Although not noted 
as a ground of appeal, it is also argued that the opposer should not be entitled to 
prevail here, since it did not oppose and has not moved to cancel the registration of 
the mark “Ballerina” to Alice in Wonderland Frocks, Incorporated, in class 39, 
clothing, registration No. 351,141 applied to women’s, misses’ and children’s dresses 
of woven fabrics.” Applicant argues that the examiner lost sight of the fact that 
the opposer’s mark is “The Bambalina,” not “Bambalina” alone, and that a con- 
sideration of opposer’s entire mark should have revealed this additional difference. 
It is further pointed out by applicant that the opposer’s mark “The Bambalina” 
has no meaning, while its mark “Ballerina,” which means a dancing girl, leaves a 
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mental picture, and thus provides a further means of distinguishing the two marks. 

The matters raised and for decision here therefore are: 1. Are the goods, 
namely, “shorts and skirts to wear with shorts for ladies, misses and children” 
goods of the same descriptive properties as men’s and boys’ collars, pajamas and 
shorts”; 2. Are the marks “Ballerina” and “The Bambalina” confusingly similar 
if applied to goods of the same descriptive properties, and especially what effect 
does the presence of the word “The” in the mark of opposer have on confusing 
similarity, and 3. Is there estoppel in the case of opposer due to failure to move 
against the mark “Ballerina” registered to a third party for women’s, misses’ and 
children’s dresses of woven fabrics? 

Applicant’s arguments as to specific differences in the goods of the parties have 
been carefully considered, especially his contentions that applicant’s goods are luxury 
items as distinguished from necessities, and that the sex of the intended wearer is 
different in each case, its shorts and skirts to wear with shorts being intended as 
sportswear for ladies, misses and children, while opposer’s collars, pajamas and shirts 
are for men and boys. While the specific uses of the goods are, of course, an item 
for consideration, the sex of the intended wearer is not alone sufficient to modify 
the classification of merchandise otherwise identical, as held in Daniels & Fisher 
Shoe Company v. Clothes, Inc., 33 U. S. P. Q. 560. Further argument as to the dis- 
tinction between a luxury item and a necessity is not persuasive, since the goods 
covered by opposer’s registration are not restricted to any particular price or quality 
and some of its shirts and pajamas might just as reasonably be considered luxury 
items as applicant’s goods. The test to be applied, I believe, is that used in Ex parte 
Burke & James, Inc., 53 U. S. P. Q. 261, and that is, if the articles are closely 
related, would they reasonably be assumed to emanate from the same source. 

The goods of the parties in this proceeding, I believe, are undoubtedly closely 
related, both being articles of clothing, and it seems reasonable to me that a pur- 
chaser seeing the same mark on misses’ shorts as on boys’ pajamas would assume 
that both emanated from the same source. I therefore agree with the examiner 
that the goods of the applicant and opposer’s goods are of the same descriptive 
properties within the meaning of the statute. 

The marks of the parties, “Ballerina” and “The Bambalina” are, as held by the 
examiner, clearly distinguishable as to meaning. Applicant’s mark “Ballerina” 
does have a definite meaning and connotes a dancing girl, while opposer’s mark 
“The Bambalina” is apparently a coined and arbitrary term. But in considering 
sound and appearance, I believe the similarities greatly outweigh the differences. 
While each mark must be considered in its entirety, the presence in opposer’s mark 
of the definite article “The” is of minor importance. This was the holding in the 
case of David and John Anderson, Ltd., 72 U. S. P. Q. 146, which cited Frankfort 
Distilleries, Inc. v. Kasko Distillers Products Corporation, 27 C. C. P. A. 11839, 
111 F. 2d 481, 45 U. S. P. Q. 438, as authority, and it was said: 


Obviously a descriptive word in a composite mark is of relatively minor importance. 


The dominant part of opposer’s mark is the term “Bambalina.”” The two words 
“Bambalina” and “Ballerina” have the same number of letters and the same num- 
ber of syllables ; they begin alike, each with the letters “Ba,” and end alike, with the 
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letters “ina.”’ There is a cadence or lilt in the pronunciation of the two words which 
brings about a situation quite similar to that discussed in the case of the words 
“Lorodo” and “Yodora” held similar in Parfum L’Orle, Inc. v. McKesson & 
Robbins, Incorporated, 33 C. C. P. A. 806, 68 U. S. P. Q. 185. I am constrained 
to agree with the examiner that notwithstanding the differences between them in 
significance, the marks of the parties “Ballerina” and “The Bambalina” are other- 
wise much too nearly alike to enable their concurrent use upon the items of clothing 
specified without reasonable likelihood of confusion in trade and deception of pur- 
chasers. 

The remaining point for consideration concerns applicant’s contention that the 
opposer is estopped in this proceeding to oppose the registration sought by appli- 
cant because it has not taken action against the registration of the mark “Ballerina” 
issued to Alice in Wonderland Frocks, Inc., registration No. 351,141, granted 
October 19, 1937. 

While no reference has been made in the briefs of the parties or in the argument 
of counsel for applicant at oral hearing to the Trade-Mark Act of 1946 (15 U.S. C. 
1069), it should be considered, since the defense of estoppel or laches has been raised. 
Section 19 of this Act reads as follows: 


In all inter partes proceedings equitable principles of laches, estoppel, and acquiescence, 
where applicable may be considered and applied. The provisions of this section shall 
also govern proceedings heretofore begun in the Patent Office and not finally determined. 
(Emphasis added.) 


Applicant’s contention is that since the opposer did not move to cancel the 


” 


earlier registered mark, “Ballerina,” it should not be permitted to prevail here. 

In a recent decision of the Court of Customs and Patent Appeals, Willson v. 
Graphol Products Co., Inc., 35 C. C. P. A. (Patents) 857, 76 U. S. P. Q. 312, 
involving two cancellation proceedings, the Court remanded the cases to the Com- 
missioner for the purpose of taking such additional evidence as counsel for the parties 
might desire for the purpose of proving or disproving the allegation of laches which 
was one of the defenses pleaded in the answers to the petitions for cancellation. 
The record in this case showed that the respondent to the petitions for cancellation 
owned two registrations issued in 1934 and that about ten years subsequent to the 
dates of its registrations the petitions for cancellation were filed. In the present 
case, there is certainly no laches in opposer’s actions as to the registration in ques- 
tion here, but the defense raised is acquiescence and estoppel as to this opposer's 
action or inaction as to the earlier registration No. 351,141 to Alice in Wonderland 
Frocks, Inc. 

The point that the present case turns on, however, would appear to be applicant’s 
right to registration when considered in view of the existing registration of op- 
poser, and not upon opposer’s inaction in the case of some earlier registration. Sec- 
tion 5 of the Trade-Mark Act of 1905 provides that trade-marks 


. . which so nearly resemble a registered or known trade-mark owned and in use by 
another and appropriated to merchandise of the same descriptive properties as to be likely 
to cause confusion or mistake in the mind of the public or to deceive purchasers shall not 
be registered. 
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In the present case, the examiner has held the mark applied for to be confus- 
ingly similar to a prior registered mark and, as stated supra, I have agreed with 
him. Since this is the case, there is a statutory bar to the registration of applicant’s 
mark under the Trade-Mark Act of 1905, and as stated in the Kroger Grocery & 
Baking Company v. Country Gardens, Inc., 76 U. S. P. Q. 542, 543, it is not seen 
how the doctrine of estoppel can “overcome this prohibition or confer upon applicant 
a right to registration which it does not possess.” As in the case of Kroger v. 
Country Gardens cited, it is believed that the questions of fact and law involved here 
are distinguishable from those which existed in Willson v. Graphol, supra, and that 
in view of the statutory bar present here, the doctrine of estoppel cannot be applied 
in favor of this applicant. 

The law as to estoppel as stated in Traub Manufacturing Company v. R. Harris 
& Co., 19 C. A. P. A. 704, 53 F. 2d 416, 11 U. S. P. Q. 136, 137, is believed ap- 
plicable here. In that decision, the Court held: 


The fact that the appellant may have stood by and permitted the use and registration 
of similar marks by others upon goods of the same descriptive properties cannot be held 
to estop the appellant from now asserting any rights it may have against the application 
for registration now made by appellee. As we said in Heger Products Co. v. Polk Miller 
Prod. Corp., 18 C. C. P. A. (Patents) 1106, 47 F. 2d 966: “There must be something 
more than mere acquiescence and delay in enforcing such rights. The right to claim the 
exclusive use of such trade-mark is a continuing right in the owner. This has been well- 
settled by the authorities.” 

This court has not adhered to the doctrine that former registrations or use will give 
to an opposer’s mark a limited application. The only question in such cases is: Is con- 
fusion in trade likely to result because of the registration of the applicant’s mark: If so, 
registration should be denied. 


In Arthur Abell v. Beatrice Creamery Company, 23 C. C. P. A. 735, 79 F. 2d 
751, 27 U. S. P. Q. 348, the Court stated: 
Upon the question of estoppel it is unnecessary to say more than that, under the rule 
announced with great definiteness in our decision in the case of Skookum Packers Asso- 


ciation v. Pacific Northwest Canning Co., 18 C. C. P. A. (Patents) 792, 45 F. 2d 912, 
the question of estoppel has no place in this opposition proceeding. 


In Skookum Packers Association v. Pacific Northwest Canning Co., 18 C. C. 
. A. 792, 45 F. 2d 912 the Court stated: 


Therefore, granting that the defense of estoppel would lie against objections raised 
by appellant opposer, nevertheless it was the duty of the Patent Office to determine the 
right of registration, as in an ex parte case, upon the facts before the Patent Office. There 
was before that Office, irrespective of any evidence introduced by opposer, appellee’s 
application describing its mark and specifying the goods to which it is applied, appellant’s 
prior registration of its mark and a description of the goods to which it was applied. If 
it is found that the goods to which the respective marks were applied are of the same 
descriptive properties, and that appellee’s mark so nearly resembles that of appellant as 
to be likely to cause confusion or mistake in the mind of the public or to deceive pur- 
chasers, there can be no right of registration of appellee’s mark as applied for so long 
as appellant’s registration of its mark stands. 

Nothing in this opinion should be construed as implying that appellee has not the right 
to use its mark; our decision is based wholly upon the question of the right to register, 
and not the right of appellee to use its mark. The mandate of the statute is plain, and 
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parties cannot, by their conduct or by any agreement, confer upon the Commissioner of 
Patents the power to do that which the law forbids. 


It is believed clear from the statute and decisions cited that it is the duty of 
the Patent Office to deny registration of confusingly similar marks applied to goods 
of the same descriptive properties and the question of estoppel has no place in this 
opposition proceeding. It is further my belief that registration of the mark applied 
for by this applicant should have been refused during the ex parte prosecution of 
this application. The record shows that the application for registration was initially 
refused in view of registration No. 351,141, referred to above in this decision. Ap- 
plicant procured a “Consent to Registration” from the present owner of this mark, 
and his application for registration was passed to publication. 

As held, however, in the case of Jn re Laskin Brothers, Inc., 32 C. C. P. A. 
(Patents) 820, 64 U. S. P. Q. 225, 226, the fact that a letter of consent was pro- 
cured does not alter the situation as to applicant’s right to registration. The Court 
in that case stated: 

In refusing to register a prohibited mark, the Commissioner of Patents acts as the 
guardian of the public interests and the parties by their deeds or agreement cannot confer 
upon him the power to do that which he is prohibited from doing under the statute. See 
Skookum Packers Association v. Pacific Northwest Canning Co., 18 C. C. P. A. (Patents) 
792, 797, 45 F. 2d 912, 7 U. S. P. Q. 143; Philadelphia Inquirer Co. v. Coe, supra; 


George A. Breon and Company, Inc. vy. Abraham Aronovic, 33 U. S. P. Q. 390; Fruit 
Industries, Ltd. v. Ph. Schneider Brewing Co., 46 U. S. P. Q. 487. 


The decision of the Examiner of Trade-Mark Interferences sustaining the 


opposition and adjudging the applicant not entitled to the registration sought is 
affirmed, and additionally, the applicant is further adjudged to be not entitled to 
the registration sought in view of the prior registration No. 351,141. 


E. R. SQUIBB & SONS v. CLENOLOR PRODUCTS COMPANY 
Commissioner of Patents—-August 2, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES ; 
“Clenolor” held confusingly similar to “Lanolor,” used on similar goods, under 1905 
Act. 
TRADE-MarKsS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Deodorant cream, liquid, powder and stick held goods of the same descriptive properties 
as lanolin and skin preparations containing lanolin. 
TRADE-MArKS—CONFUSING SIMILARITY—TEST 
Question to be determined is whether or not there is such similarity that confusion as to 
source of the goods might arise; whether or not the goods are such that one might be pur- 
chased in place of the other is not the test. 
OpposITIONS—PLEADING AND PracticE—GENERAL 
Validity of opposer’s registration may not be attacked, in absence of counterclaim. 
Where opposer’s priority is shown and applicant’s mark is confusingly similar, opposer 
need not establish exclusive rights to the mark in question. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by E. R. Squibb & Sons against Clenolor Products Com- 
pany. Applicant appeals from decision sustaining notice of opposition. Affirmed. 
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Frank Wilen, of Brooklyn, N. Y., for opposer. 
Clenolor Products Company, of New York, N. Y., pro se. 


DanlicLs, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the notice of opposition to an application to register the word “Clenolor” as a trade- 
mark for “cream deodorant, liquid deodorant, powder deodorant, deodorant stick,” 
under the Trade-Mark Act of 1905. 

The notice of opposition alleging likelihood of confusion under the confusion 
in trade clause of Section 5 of the Trade-Mark Act of 1905, sets up ownership 
and prior use of three trade-marks under the Act of 1905 and ownership of the 
registrations thereof. These marks are: “Quinolor,” registered November 8, 1932, 
No. 298,849, for “germicidal preparations”; “Lanolor,” registered October 13, 
1936, No. 339,616, for “lanolin, and skin preparations containing lanolin”; and 
“Phenolor,” registered April 13, 1937, No. 345,048, for “antiseptics and germi- 
cides.” The decision of the Examiner of Interferences considered only the mark 
“Lanolor” in determining the similarity of the marks of opposer and that of applicant. 
Only this mark will be considered in this decision. , 

A stipulation of facts between the parties established opposer’s ownership of 
the registrations referred to and admits its use of each of these marks on the products 
referred to since a date prior to any date of use claimed by applicant. This stipula- 
tion establishes the exact nature of the goods on which each of the marks of the 
respective parties have been used and identifies their labels and other material. 

From the foregoing it is apparent as found by the Examiner of Interferences that 
the only question requiring determination is whether or not the marks of the parties 
bear such near resemblance as to be likely to give rise to confusion in trade or decep- 
tion of purchasers if applied concurrently by the respective parties. While applicant 
suggests that certain other matters, hereinafter referred to, must be considered, it 
is apparent on this record that the decision of the Examiner of Interferences that the 
marks are confusingly similar and that the goods, while specifically different, possess 
the same descriptive properties is clearly correct and will not be reviewed in detail. 

Applicant contends that the goods are of such a nature that no one would con- 
fuse one with the other. The question is not whether or not the goods are such 
that one might be purchased in place of the other, but whether or not there is such 
similarity that confusion as to the source of the goods might arise. Skol Company, 
Inc. v. Olson, 33 C. C. P. A. 715, 151 F. 2d 200 [35 T.-M. R. 306] ; Elgin Ameri- 
can Manufacturing Co. v. Elizabeth Arden, Inc., 23 C. C. P. A. 1168, 83 F. 2d 687 
[26 T.-M. R. 416]. 

Applicant devotes much of its brief and argument to the contention that opposer’s 
marks are descriptive and may not be relied upon to support an opposition. There 
is no apparent basis for the contention that opposer’s marks are descriptive, and it 
is well settled that the validity of opposer’s registration may not be attacked in this 
proceeding (Lactona, Incorporated v. Lever Brothers Company, 32 C. C. P. A. 
704, 144 F. 2d 891 [34 T.-M. R. 331]). In any event it would not be necessary 
that any exclusive right on the part of opposer be established provided use of op- 
poser’s mark is established and applicant’s mark is similar thereto. Vi-Jon Labora- 
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tories, Inc. v. Lentheric, Incorporated, 30 C. C. P. A. 916, 133 F. 2d 947 [33 T.-M. 
R. 211]. 


The decision of the Examiner of Interferences is affirmed. 


THE WESTFIELD MANUFACTURING COMPANY v. THE PHARIS 
TIRE AND RUBBER COMPANY 


Commissioner of Patents—August 5, 1948 


TRADE-MARKS—SECONDARY MEANING—PARTICULAR INSTANCES 
Petitioner showing long, extensive use and wide public recognition of its mark “Columbia,” 
registered under ten-year clause of 1905 Act, held entitled, on the record, to prevent regis- 
tration of same mark for related goods. 
Registration under the ten-year clause of 1905 Act, held not inherently weak. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Bicycle tires held goods of the same descriptive properties as bicycles. 
TRADE-MaARK Act oF 1946—DEFENSES—LACHES AND ACQUIESCENCE 
Section 19 of 1946 Act considered, on appeal to Commissioner, in cancellation proceed- 
ing and fact that defense was not pleaded held not material, where both parties had sub- 
mitted evidence on the subject and stated there was no necessity to remand for further testi- 
mony. 
Five-year delay, during war time, in filing petition to cancel, after petitioner had knowl- 
edge of registrant’s use and promptly demanded discontinuance, held not to constitute laches 
or acquiescence. 


Appeals from Examiner of Interferences. 

Trade-mark cancellation proceedings by The Westfield Manufacturing Company 
against The Pharis Tire and Rubber Company. Registrant appeals from cancella- 
tion of registrations. Affirmed. 


Chapin & Neal, of Springfield, Mass., for petitioner. 
William S. McDowell, of Columbus, O., and Stebbins, Blenko & Webb, of Pitts- 
burgh, Pa., for registrant. 


Danie.s, A. C.: 


The above cancellation proceedings were heard together on the same record and 
briefs and disposed of in a single decision by the Examiner of Interferences who 
sustained the petition for cancellation in each case. They involve the same issues 
and both will be considered and disposed of by this decision. 

Westfield Manufacturing Company, petitioner-appellee (hereinafter referred to 
as Westfield), initiated these proceedings to cancel two registrations of the word 
“Columbia” under the Trade-Mark Act of 1920 owned by The Pharis Tire and 
Rubber Company, respondent-appellant (hereinafter referred to as Pharis), regis- 
tration No. 309,188, registered January 2, 1934, for “pneumatic rubber tires for 
vehicles,” and registration No. 388,506, registered June 24, 1941, for “pneumatic 
tires and tubes for vehicle wheels.” The petitions were brought under Section 2 
of the Trade-Mark Act of 1920, and alleged that the respondent, The Pharis Tire 
and Rubber Company did not have bona fide use of the mark at the time of filing 
of the applications under the provision of Section 1(b) of that Act, Westfield relies 
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upon its own ownership and registration of “Columbia” as a trade-mark for me- 
chanical bicycles. Its prior registrations No. 27,192, registered November 5, 1895, 
under the Act of 1881, and No. 157,244, registered July 25, 1922, and renewed, 
under the Trade-Mark Act of 1905, have been properly proven. Only the latter 
registration is referred to by the parties and the Examiner of Interferences. It was 
registered under the “ten-year proviso” of the Trade-Mark Act of 1905, and dis- 
closes the word “Columbia” for “bicycles and parts thereof.” In addition, both 
parties have taken testimony, there being little dispute as to actual facts although 
there is a wide difference in the interpretation which the parties contend should be 
accorded to such facts. That Westfield has used “Columbia” as a trade-mark for 
bicycles for many years prior to any date claimed by Pharis is not and cannot be 
questioned on this record. It is further shown that it has been used on bicycles 
sold by Westfield in large quantities and has obtained substantial recognition. 

Pharis contends that the goods of the parties do not have the same descriptive 
properties, and that there is neither actual confusion nor likelihood of confusion 
in trade. In support of this it is contended that “Columbia” is geographical, that 
it is “inherently limited” to the specific goods to which applied, and that rights under 
it cannot be extended to effect its use on any other products. That “Columbia” is 
not a unique, or fanciful, or coined word could hardly be questioned and it may be 
assumed that it is a word commonly used in connection with various products and 
services. There is nothing in this record, however, to indicate that Westfield’s 
rights in connection therewith as applied to bicycles and goods of similar descrip- 
tive properties, are in any way limited. On the contrary, its extensive use over 
such a long period of years indicates that it has obtained wide public recognition, 
and that Westfield’s right to prevent registration of the identical mark on similar 
goods should not be subject to question. 

Pharis further contends that a registration under the ten-year proviso of the 
Trade-Mark Act of 1905, is “inherently weak,” and should not be broadened to 
cover anything other than the goods on which it has actually been used. Such a 
construction of a registration under the ten-year proviso appears artificial and lack- 
ing in foundation. In Thaddeus Davids Company v. Davids Manufacturing Com- 
pany, 233 U. S. 461, 34 Sup. Ct. 648, 1914 C. D. 367, the United States Supreme 
Court said: 

. ... Marks of this sort, notwithstanding the general prohibition, were made regis- 


trable when the applicant or his predecessors had used them, actually and exclusively, as 
trade-marks for the described period. 
* * 

Having the right to register its mark, the complainant was entitled to its protection as 
a valid trade-mark under the statute. 

x * & 

It was not the intention of Congress thus to provide for a barren notice of an ineffectual 
claim but to confer definite rights. The applicant, who by virtue of actual and exclusive 
use is entitled to register his mark under this clause, becomes on due registration the 
“owner” of a “trade-mark” within the meaning of the Act, and he is entitled to be pro- 
tected in its use as such. 


In view of the foregoing it would appear that Westfield was entitled to maintain 
these proceedings providing the goods of the parties have the same descriptive 
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properties (Section 1(b) of the Trade-Mark Act of 1920). Both parties have gone 
into considerable detail in discussing this, but their contentions will not be reviewed 
at length. That bicycles and bicycle tires are goods of the same descriptive proper- 
ties, and that the use of an identical mark upon such goods would tend to cause 
confusion or mistake appears to be self-evident. Heintz v. American Tire Machinery 
Co., 31 C. C. P. A. 862, 140 F. 2d 1013 [34 T.-M. R. 173] ; Elgin American Manu- 
facturing Co. v. Elizabeth Arden, Inc., 23 C. C. P. A. 1168, 83 F. 2d 687 [26 
T.-M. R. 416]; United Battery Manufacturing Co. v. United Metal Box Co., 24 
C. C. P. A. 1220, 90 F. 2d 260 [27 T.-M. R. 468] ; Nash-Kelvinator Corporation 
v. Imperial Tire Company, 515 O. G. 841, 45 U. S. P. Q. 587. 

I therefore agree with the finding of the Examiner of Interferences that the 
goods of the parties constitute goods of the same descriptive properties. 

Pharis further contends that cancellation must be refused because of laches or 
acquiescence on the part of Westfield. This is a cancellation proceeding in which 
the defense may be considered under Section 19 of the Trade-Mark Act of 1946 
and the fact that it was not pleaded is not considered material. Both parties have 
submitted evidence on this subject and both state that there is no necessity to remand 
the proceedings for further testimony. It appears that sometime prior to 1939, 
probably about 1931, Pharis began use of the word “Columbia” on automobile tires. 
Pharis also claims that it succeeded to trade-mark rights of an alleged predecessor 
with respect to the use of the mark on automobile tires and that predecessor’s 
use preceded its own by a number of years. As to this the Examiner of Interferences 
has correctly found that the proofs were inadequate to indicate successorship to any 
rights prior to actual use by Pharis. In about 1939, Pharis extended its use of the 
mark to bicycle tires and in that year this came to the attention of Westfield in view 
of a certain alleged misleading advertisement by a retail dealer. Westfield imme- 
diately notified Pharis of its rights in this connection and correspondence between 
the parties followed, Pharis maintaining its right to use the mark and Westfield 
demanding that it be discontinued. Pharis suggested as a compromise that it sell its 
“Columbia” tires to Westfield exclusively, which proposal was not accepted by 
Westfield. No further correspondence on this subject or any action as to its sub- 
ject matter was had from 1940 to 1945. At that time Westfield learned of the con- 
tinued use of the mark by Pharis and again demanded its discontinuance, and these 
proceedings were filed promptly thereafter. Westfield maintains that it was engaged 
in war work which included production of bicycles, apparently for military purposes, 
and that it had no knowledge of Pharis’ continued use. Pharis apparently continued 
to use the mark, the extent of such use not being shown in detail, but did not 
advertise its product, at least in periodicals, and in view of wartime conditions it 
is not apparent that Westfield knew or should have known of the continued use. 
On this record it seems that such use during this period could not amount to laches 
or acquiescence. Menendez, et al. v. Holt, et al., 128 U. S. 514, 1889 C. D. 3.44; 
Edward A. Wilson v. Graphol Products Co., Inc. (C. C. P. A.),165 F. 2d 446, 
76 U.S. P. Q. 312; Meredith Pub. Co. v. O. M. Scott & Sons Co., 24 C. C. P. A. 
956, 88 F. 2d 324; West Disinfecting Company v. Cliff C. Owen (C. C. P. A.), 
165 F. 2d 450, 76 U. S. P. Q. 315; Anheuser-Busch, Inc. v. Du Bois Brewing Co., 
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75 U.S. P. Q. 6, 73 F. Supp. 338; Yale Electric Corporation v. Robertson, 26 F. 
2d 972. 

In view of the foregoing, I agree with the finding of the Examiner of Inter- 
ferences that “the respondent’s defense of acquiescence is deemed not to be well 
founded.” 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


BRISTOL-MYERS COMPANY v. JOHN H. BRECK, INC. 
Commissioner of Patents—August 11, 1948 


TRADE-MarKsS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Hair dressing cream held goods of the same descriptive properties as hair tonic and 
hand lotion. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Trucene” held confusingly similar to “Trushay” and “Truso,” used on similar goods, 


under 1905 Act. 
TrapE-MArKs—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—ARBITRARY MARKS 
The marks, “Trushay” and “Truso,” held arbitrary, as applied to various toilet articles. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
It is well established that ordinary purchaser of goods, such as toilet articles, is not 
likely to remember, nor bound to look for and analyze the details of marks used on them. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Bristol-Myers Company against John H. Breck, Inc. 
Applicant appeals from decision sustaining notice of opposition. Affirmed. 


H. C. Dieserud, of New York, N. Y., for opposer. 
Walter C. Ross, of Springfield, Mass., for applicant. 


DanieELs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interferences 
sustaining a notice of opposition to the application to register a mark consisting of 
the word “Trucene” under the Trade-Mark Act of 1905, as a trade-mark for “hair 
dressing cream.” Opposer relies upon its ownership and prior use of the trade-mark 
“Trushay,” No. 406,797, registered April 25, 1944, as a trade-mark for “hand lotion” 
under the Act of February 20, 1905; and upon registration of the word “Truso,” 
No. 213,754, registered June 1, 1926, under the Act of 1905, for various toilet articles 
including hair tonic. 

A, stipulation of facts identifies applicant’s labels both for the product here in- 
volved and other products and concedes opposer’s ownership of its registrations 
above referred to and refers to the extent of use of “Trushay,” by opposer, and cer- 
tain other marks which need not be considered in this proceeding. In view of the 
stipulation, the only facts for consideration are whether or not applicant’s mark is 
confusingly similar to the marks shown by opposer’s registrations and whether or 
not the goods are confusingly similar within the meaning of the confusion in trade 
clause of Section 5 of the Trade-Mark Act of 1905, on which opposer relies as 
requiring refusal of the registration sought by applicant. 
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With respect to similarity of the goods, hair tonic, included as one of the 
products covered by the registration of opposer’s trade-mark “Truso,” and appli- 
cant’s hair cream, are obviously very similar. Hand lotion, on which opposer has 
used its mark “Trushay,” is also considered to have the same descriptive properties 
as applicant’s product, and to be confusingly similar within the meaning of the Act. 
West Disinfecting Company v. Owen (C. C. P. A.), 165 F. 2d 450, 76 U. S. P. Q. 
315; McKesson & Robbins, Incorporated v. First Texas Chemical Manufactur- 
ing Co., 34 C. C. P. A. 877, 159 F. 2d 770 [37 T.-M. R. 160] ; Campbell Products, 
Inc. v. John Wyeth & Brother, Incorporated, 31 C. C. P. A. 1217, 143 F. 2d 977 
[34 T.-M. R. 248]; Thymo Borine Laboratory v. Winthrop Chemical Company, 
Inc., 33 C. C. P. A. 1104, 155 F. 2d 402 [36 T.-M. R. 204]. 

Applicant contends that there is not sufficient similarity between its mark 
“Trucene” and oposer’s “Trushay” to indicate any likelihood of confusion on the 
part of purchasers or prospective purchasers of the products here involved. 

While not identical, the marks are considered to be similar in sound and appear- 
ance. No apparent meaning can be ascribed to either mark and both must be con- 
sidered arbitrary as applied to the goods of the parties. Certainly careful comparison 
of these marks would reveal differences, but it is well established that the ordinary 
person making a purchase of articles such as those to which the parties apply these 
marks is not likely to remember, nor is he bound to look for and analyze the details 
of the respective marks. Magitex Company, Incorporated v. John Hudson Moore, 
Inc., 33 C. C. P. A. 956, 154 F. 2d 177 [36 T.-M. R. 153]. In support of its con- 
tention that the marks are not confusingly similar, applicant cites Standard Oil 
Company of New Jersey v. The Alden Speare’s Sons Co., 34 C. C. P. A. 1119, 163 
F. 2d 572 [37 T.-M. R. 578], and Miles Laboratories, Inc. v. Foley & Company, 
32 C. C. P. A. 714, 144, F. 2d 888 [34 T.-M. R. 335], in which words having a 
common first syllable were held not to be confusingly similar. The marks of the 
parties in this proceeding are distinguished from those involved in the cases referred 
to, since in each of such prior cases the common syllable was one which had a 
descriptive or highly suggestive meaning as applied to the goods involved, whereas 
in this case the marks of the parties appear entirely arbitrary as applied to their 
products. Winthrop Chemical Company, Inc. v. Warren F. Wilhelm, 571 O. G. 
520, 64 U. S. P. Q. 304, also referred to by applicant, differs, in view of the complete 
dissimilarity of the product of the parties there involved. Comments with respect 
to “Trushay” also apply to opposer’s mark “Truso.” 

In view of the foregoing I agree with the conclusions of the Examiner of Inter- 
ferences that when considered in their entireties, the mark of the applicant and each 
of the marks of opposer, bear such near resemblance both in appearance and sound, 
as to be reasonably likely to cause confusion in trade when applied concurrently to 
the products of the parties. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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EAST-SIDE WINERY v. PIO 
Commissioner of Patents—August 11, 1948 


CANCELLATION—PROOF OF OWNERSHIP AND USE—EFFECT OF REGISTRATION 
Registration under 1905 Act held prima facie evidence of ownership and use of mark by 
petitioner. 
TRADE-MARKS—CONFUSING SIMILARITY—EFFECT OF DISCLAIMER 
While disclaimed part of mark may not be ignored in considering question of confusing 
similarity, held that the word “American,” disclaimed, in the mark “American Host,” as 
used on wines, would not be likely to be considered distinctive or as having trade-mark 
significance. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“American Host,” the word “American” being disclaimed, held confusingly similar to 
“Royal Host,” used on identical goods, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Existence of other marks containing the word “host” for similar goods held immaterial, 
under 1905 Act, in view of confusing similarity of marks here involved. 
Fact that labels of the parties differ in general appearance, held immaterial; the only 
question to be determined is the similarity of the marks and the accompanying features of the 
labels are not part of the marks under consideration. 


Appeal from Examiner of Interferences. 
Trade-mark cancellation proceeding by East-Side Winery against Bartolomeo 
Pio. Registrant appeals from decision cancelling registration. Affirmed. 


Jackson, Webster & Read and William G. MacKay, of San Francisco, Calif., for 
petitioner. 

George K. Helbert, of Philadelphia, Pa., and Paul D. Flehr, of San Francisco, Calii., 
for registrant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
a petition to cancel the registration of Bartolomeo Pio, No. 419,788, registered 
March 5, 1946, under the Act of February 20, 1905, of the words “American Host” 
for wines. The word “American” is disclaimed. 

Petitioner is the owner of the trade-mark “Royal Host” registered June 13, 1939, 
under the Act of February 20, 1905, No. 368,307, for wines. It alleges as a basis 
for its right to cancel registrant’s registration, that registrant was not entitled to 
use of its mark at the time of application for registration therefor, in view of the 
confusion in trade-clause of Section 5 of the Trade-Mark Act of 1905 because of 
the alleged similarity of the marks of the parties. Both parties took testimony in 
support of their respective contentions, which need not be considered in detail. Peti- 
tioner’s ownership of its registration “Royal Host,’ No. 368,307, above referred 
to, is not and cannot be questioned on this record, and since this is prima facie 
evidence of ownership and use of such mark by petitioner at a date prior to any 
date of use claimed by registrant, and the goods are identical and the principal 
ground of appeal raised by registrant is the contention that the marks of the parties 
are not confusingly similar. In support of this contention of dissimilarity registrant 
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argues that petitioner is not entitled to exclusive use of the word “Host,” and that 
“American Host” distinguishes adequately from “Royal Host.” 

The fact that ““American” has been disclaimed does not mean that it can be 
ignored in considering this question, but this word as used on this product is not 
considered one which would be likely to be considered distinctive or as having trade- 
mark significance. Nor is the word “Host” regarded as so lacking in arbitrary 
significance, that these marks would be similar to those involved in cases such as 
Miles Laboratories, Inc. v. Foley & Company, 32 C. C. P. A. 714, 144 F. 2d 888 
[34 T.-M. R. 335], cited by registrant. Considered in their entireties, they appear 
quite similar in sound, appearance and significance. D. J. Bielzoff Products Co. v. 
White Horse Distiller, Ltd., 27 C. C. P. A. 722, 107 F. 2d 583 [29 T.-M. R. 646]; 
J. S. Ivins’ Son, Inc. v. Lamont, Corliss & Co., 34 C. C. P. A. 737, 158 F. 2d 399 
(37 T.-M. R. 65]; and J. S. Ivins’ Son, Inc. v. United Biscuit Co. of America, 
34 C. C. P. A. 739, 158 F. 2d 397 [37 T.-M. R. 67]. The existence of certain 
other marks for similar products which contain the word “host” cannot be considered 
in this proceeding in view of the similarity of these marks. Lactona, Incorporated 
v. Lever Brothers Company, 32 C. C. P. A. 704, 144 F. 2d 891 [34 T.-M. R. 331]; 
Englander v. Continental Distilling Corporation, 25 C. C. P. A. 1022, 95 F. 2d 320 
[28 T.-M. R. 265]. Nor is the fact that the labels submitted by the parties differ 
in general appearance significant. The only question for consideration here is the 
similarity of the mark sought to be registered and that of opposer. The accom- 
panying features of the labels may be varied by the parties at any time without 
affecting these marks, and are not features of the marks under consideration. 

Registrant’s grounds of appeal are set out in seven separate paragraphs in addi- 
tion to general statements of error in the conclusions of the examiner, and in addi- 
tion to the ground that the marks are not confusingly similar. To the extent that 
these have not been considered by the foregoing they are believed to be collateral 
thereto, and are fully covered by the decision of the Examiner of Interferences. 

I agree with the Examiner of Interferences that the marks are so similar that 
confusion may well result from their concurrent use on identical goods. 

The decision of the Examiner of Interferences is affirmed. 


THE TREMCO MANUFACTURING COMPANY v. TAMKO ASPHALT 
PRODUCTS, INCORPORATED 


Commissioner of Patents—August 11, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Side by side comparison of marks held not the test of confusing similarity; it cannot be 
assumed that purchasers will remember marks in detail. 
Derivation of applicant’s mark held immaterial to question of confusing similarity. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Tamko” held confusingly similar to “Tremco,” used on closely related products, under 
1905 Act. 
TraDE-MarKs—Goops oF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Asphalt roofing held goods of the same descriptive properties as various construction 
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materials including bituminous waterproofing products, asphalt emulsion waterproofing prod- 
ucts, caulking, glazing and pointing compounds, liquid and plastic roof coatings, etc. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Tremco Manufacturing Company against Tamko 
Asphalt Products, Incorporated. Applicant appeals from decision sustaining notice 
of opposition. Affirmed. 


Hyde, Meyer, Baldwin & Doran, of Cleveland, O., for opposer. 
Fishburn & Mullendore, of Kansas City, Mo., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the notice of opposition to application to register the word “Tamko” as a trade-mark 
under the Act of 1905, for “asphalt roofing.” 

Opposer alleges ownership and prior use of the trade-mark “Tremco” and owner- 
ship of registration thereof, No. 269,117, registered March 25, 1930, under the Act 
of 1905, for “construction materials—namely, bituminous waterproofing products in 
both liquid and plastic form, asphalt emulsion waterproofing products in semiliquid 
form, caulking, glazing, and pointing compounds, plastic cements for airproofing 
and insulating purposes, cork and plaster bonding compounds, concrete-floor hard- 
eners, emulsified asphalts for floor resurfacing, pipe-joint compounds and liquid 
and plastic roof coatings.”’ 

The notice of opposition sets up the confusion in trade clause of Section 5 of 
the Trade-Mark Act of 1905, as requiring refusal of applicant’s registration in view 
of opposer’s prior use of its mark. Opposer’s ownership and use of its mark and 
ownership of the registration thereof as set out above are established by a stipula- 
tion in lieu of testimony which also identifies opposer’s labels and refers to the type 
of material on which it has used the mark. A similar stipulation on behalf of appli- 
cant identifies its labels and shows that it has used its mark on asphalt roofing “sold 
in rolls containing several feet of such roofing and weighing from approximately 
forty-five pounds to ninety pounds,” and also shows that “applicant sells its product 
in carload lots to lumber dealers or roofing contractors, who generally purchase such 
asphalt roofing in large quantities,” and that applicant’s products are sold within a 
limited area within the states of Texas, Arkansas, Missouri, Kansas and Oklahoma, 
from the initial letters of which applicant’s mark is derived. From the foregoing it 
is clear that as stated in applicant’s brief, the only issues involved are whether or 
not the marks are so nearly similar as to be likely to cause confusion in the minds 
of the purchasing public, and whether or not the goods on which the trade-marks 
are used have the same descriptive properties. 

The marks are both arbitrary, coined words. Side by side comparison would, of 
course, differentiate between them. But as frequently been said, such comparison 
is not the test, nor can it be assumed that purchasers or users will remember such 
marks in detail. By analyzing their makeup in detail, applicant attempts to dis- 
tinguish them, but it is my opinion that they so nearly resemble each other in sound 
and appearance that their concurrent use upon closely related products is quite 
likely to cause confusion in trade. Lehn & Fink Products Corp. v. Barrett Products 
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Co., Inc., 519 O. G. 1055, 47 U. S. P. Q. 82. Nor does the derivation of the word 
from the initial letters of the states referred to change this situation since the public 
cannot know of the reasons for adopting such a mark but will accept it only as 
written. The Procter & Gamble Company v. Eney Shortening Company, 50 App. 
D. C. 42, 267 F. 344; Whitehall Pharmacal Company v. Lederle Laboratories, Inc., 
591 O. G. 668, 71 U. S. P. Q. 13. 

As to similarity of the goods both are materials which would be used by the same 
general class of purchasers for the same general purposes. The fact that many of 
the applicant’s initial sales are to lumber dealers in large quantities would not change 
this. As found by the Examiner of Interferences: 


The goods of the opposer include compositions especially designed for waterproofing, 
preserving, patching and surfacing roofs. It therefore follows that products of the char- 
acter sold by the parties, although differing in composition and form, are intimately related 
in use and adapted for sale to the same class of purchasers whether directly or through inter- 
mediate dealers. Under these circumstances, it seems manifest to the examiner that the 
sale of such goods under similar marks would cause the purchasing public to suppose 
that they had the same source of origin; and it is therefore held that they possess the 
same descriptive properties. 


In view of the foregoing the decision of the Examiner of Interferences is affirmed. 


ANTOINE CHIRIS COMPANY, INC. v. KOPPERS COMPANY, INC. 
Commissioner of Patents—August 13, 1948 


OpposITIONS—PRooF OF DAMAGE—GENERAL 

Opposer offering no testimony or evidence as to any business activity in this country 

abroad, held to have failed to establish its right to oppose. 
TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—SUGGESTIVENESS 

“Lavendine” held not merely descriptive of scented insecticide, naphthalene combined with 
lavender flowers. 

Existence of lavandin plant in France and oil of lavendin, not shown to be known in 
this country, and fact that product contains small quantity of dried lavender flowers, held 
not to indicate that mark is descriptive. 

OpposITIONS—EvIDENCE—GENERAL 

Publications offered by opposer, under stipulation, held not proof of accuracy of state- 

ments therein, but may be considered as indicating that the plant referred to was known. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Antoine Chiris Company, Inc., against Koppers Com- 
pany, Inc. Opposer appeals from dismissal of notice of opposition. Affirmed. 


Mock & Blum, of New York, N. Y., for opposer. 
Edmund G. Borden, of Pittsburgh, Pa., for applicant. 


Daniets, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing a notice of opposition to an application to register the word 
“Lavendine” as a trade-mark for “a scented insecticide, naphthalene combined with 
lavender flowers,” under the Act of February 20, 1905. 
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The notice of opposition alleges that the mark sought to be registered is mere- 
ly descriptive of the goods, and that applicant accordingly is not entitled to the 
registration for which it has made application. In support of its right to oppose, 
opposer alleges that it is a corporation organized and existing under the laws of 
the State of New York, doing business in the city of New York, and is engaged in 
the distribution and sale of essential oils. It also alleges that it has for many years 
“sold oil of lavender products in the United States in intra-state and in interstate 
commerce” and that it has “also purchased for many years .. . . the product known 
as ‘Lavendin’ and ‘Lavendine.’”’ These and all similar allegations were denied 
by applicant’s answer. 

A stipulation of facts filed on behalf of applicant shows that applicant and its 
predecessors have used the trade-mark to which opposition is made, upon the product 
stated since 1918. A similar stipulation filed on behalf of opposer identifies certain 
publications which will hereinafter be referred to. As stated by opposer the issues 
of the appeal are: 


1. Is the mark “Lavendine” descriptive as applied to applicant’s goods; and 
2. Has the opposer established a sufficient interest to maintain the opposition? 


Both of these questions were resolved against opposer by the Examiner of Inter- 
ferences. With respect to opposer’s right to maintain the opposition, no testimony 
was taken and no evidence introduced as to any business activity either in this coun- 
try or abroad. The stipulation of facts simply agreed that opposer might offer in 
evidence the publications referred to, and that the copies should have the same effect 
as the originals. While certain of these publications referred to contained pictures 
of fields of growing lavender on “the plantation of Antoine Chiris Co.” in France, 
the activities of opposer are not otherwise referred to. Such references are obviously 
not proof of any sales or purchases of lavender or other essential oils nor of any 
purchase or sale of such products in this country nor is there anything of record to 
connect the statements as to “Antoine Chiris Co.” with the opposer corporation 
here involved. The Examiner of Interferences accordingly held that the opposer 
had failed to establish a sufficient interest to challenge the right of registration to 
applicant, or to show that it would be damaged by such registration. I agree with 
this conclusion. The Goheen Corporation v. White Co., 29 C. C. P. A. 926, 126 
F. 2d 481 [32 T.-M. R. 241] ; United Shoe Machinery Corporation v. Compo Shoe 
Machinery Corp., 19 C. C. P. A. 1009, 56 F. 2d 292 [22 T.-M. R. 160]. 

The Examiner of Interferences also found that “Lavendine” was not descriptive 
of the goods. Opposer argues that since the applicant’s product contains a small 
amount of dried flowers of lavender, the word describes the product. While ap- 
parently derived from combining portions of the words “lavender” and “naphtha- 
lene” and therefore perhaps to a certain extent suggestive the mark does not appear 
to be merely descriptive of such product. Snap-On Tools Corp. v. The Black & 
Decker Manufacturing Co., 32 C. C. P. A. 1223, 150 F. 2d 432 [35 T.-M. R. 273]. 

On this appeal, however, opposer places emphasis on the existence of a plant 
known as “lavandin,” as showing the descriptive nature of applicant’s mark. It 
is to show the existence and nature of the lavandin plant that the publications 
referred to were apparently introduced. There were ten of these publications. 
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Several of them refer to lavandin only in an incidental fashion—merely mentioning 
the name—others give some detail as to growth and cultivation and nature of the 
plant and refer to the oil extracted therefrom. A number of them are printed in a 
foreign language. One of them was published in 1906, one in 1908, and the balance 
between 1926 and 1946. 

While such publications would not be proof of the accuracy of statements made 
therein, they may be considered as publications and as indicating that the plant re- 
ferred to was known. From these it appears that there is a plant known as lavandin 
(apparently a hybrid plant, a cross between lavender and spike or aspic) from which 
essential oils are extracted in France and perhaps elsewhere. It grows in certain 
sections in France and has probably been cultivated for commercial use, at least in 
recent years. It is indicated that the plant lavandin and apparently any oils that 
may be extracted therefrom have a camphor odor rather than a lavender scent. 
Accepting everything stated in these articles as true, it is difficult to perceive how 
the existence of such a plant and the possibility that some such oil may be distilled 
and used in France or elsewhere will indicate that applicant’s mark is descriptive of 
lavender scented naphthalene. It has already been determined that the fact that 
applicant’s product contains small quantities of dried lavender flowers—a well- 
known plant and scent—does not indicate that applicant’s mark is descriptive. So 
far as this record indicates, again accepting the exhibits at face value, there is nothing 
to show that lavandin as such is known in the United States. Only one of these 
publications is known to have any general circulation in the United States, and it 
merely mentions lavandin as a plant in passing. Another (Exhibit 8(c)) printed 
in 1936, from its nature would have limited circulation. Two others were apparently 
published in this country in 1946 (8(a) and 8(b)), but are not known to have any 
general circulation and could not in any case be considered as significant. None 
of the others would apparently be known to the general American public, or have 
any general interest in this country. Nothing in any of them would indicate any 
importation of lavandin into this country and none indicates any general importation 
of the oil or any importation until recently. There is nothing to indicate that the 
two articles published prior to applicant’s use of its mark were knowr, in this coun- 
try or that lavandin or oil of lavandin were known in this country prior to that time. 
Accordingly this would appear to be similar to the situation which was considered 
in LeBlume Import Co., Inc. v. Coty, et al., 293 F. 344. In that case “L’Origan” 
was held not to be descriptive of a perfume even though “Origan” is a plant. As 
said by the court in that case: 


The word “origan” is an English word, and one of great antiquity. The New Standard 
Dictionary defines it as “wild marjoram” and states that it is “rare.” . . . While the word 
“origan” has retained its currency among pharmacists and botanists, its use for many 
years seems to have been almost exclusively confined to them, and it has been only occa- 
sionally used in modern English literature. It is in no sense a word of common speech 
in English. 

When in 1909 Coty’s perfume “L’Origan” began to be imported from France into 
the United States, the word “L’Origan” signified, as the court below properly found, 
nothing to the public in this country except the article itself. .* . 


In this case, while a chemical dictionary refers to “lavandin oil,” such ordinary 
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dictionaries as I have consulted do not even refer to “lavandin.”” The publications 

which opposer has selected covering the years 1906 to 1946 clearly do not show that 

it is common or known in this country. It does not seem therefore that the existence 

of “lavandin” or “oil of lavendin” can in any way affect the decision of this case. 
The decision of the Examiner of Interferences is affirmed. 


THE NORWICH PHARMACAL COMPANY v. THE NATIONAL 
MINERAL COMPANY (NAME CHANGED TO HELENE CURTIS 
INDUSTRIES, INC.) 


Commissioner of Patents—August 13, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Suave” held confusingly similar to “Swav,” used on similar goods, under 1905 Act. 
TRADE-MArKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Hair dressing held goods of same descriptive properties as shaving cream. 
TRADE-MarKsS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
The question is not one of confusion between the goods as such, but of likelihood of 
confusion as to the source of the products. 
Fact that products are sold in same retail outlets is one frequently considered in estab- 
lishing similarity of goods and likelihood of confusion, but it is only one of the elements to 
be considered and absence of this element is immaterial. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by The Norwich Pharmacal Company against The Na- 
tional Mineral Company (name changed to Helene Curtis Industries, Inc.). Appli- 
cant appeals from decision sustaining notice of opposition. Affirmed. 


E. F. Wenderoth, of Washington, D. C., for opposer. 
Maurice S. Cayne, of Chicago, Ill., for applicant. 


DaNIELs, A. C.: 


The Examiner of Interferences has sustained a notice of opposition to appli- 
cant’s application for registration of a mark consisting of the word “Suave” as a 
trade-mark for “hair dressing,” under the Trade-Mark Act of February 20, 1905, 
and applicant appeals. 

The notice of opposition alleges that registration should be denied in view of 
opposer’s ownership and prior use of the trade-mark “Swav”’ as a trade-mark for 
“shaving cream to be used before shaving,” and alleges that concurrent use of these 
marks upon the goods of the parties will be likely to cause confusion or mistake in 
the mind of the public or deceive purchasers, in accordance with the confusion in 
trade clause of Section 5 of the Trade-Mark Act of 1905. 

In support of these allegations, opposer relies upon its ownership of registration 
of its mark, No. 252,066, registered January 22, 1929, under the Trade-Mark Act 
of 1905. No testimony was taken by opposer, who relied upon the presumption 
of ownership and use resulting from its ownership of the registration referred to. 
No question is raised as to opposer’s ownership of this registration, and since it is 
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dated long prior to any use claimed by applicant, there can be no question of op-— 
poser’s priority of use of its mark. 
On this appeal, applicant contends : 


1. The marks are unlike in sound and meaning and hence are legally distinguish- 
able. 

2. Hair dressing does not possess the same descriptive properties as shaving cream, 
a pharmaceutical preparation. 

3. There can be no confusion in trade unless the goods bear substantially like marks 
and possess the same descriptive properties and are sold through the same outlets to the 
same class of purchasers for the same purposes. 


In support of the contention that the marks of the parties are unlike in sound 
and meaning, applicant cites numerous cases and has carefully analyzed the law 
with respect to confusing similarity of the marks. This contention has been con- 
sidered, but will not be reviewed in detail, since mere examination indicates that 
these words are alike in sound and meaning, and not unlike in appearance. As 
found by the Examiner of Interferences they appear to be “legally indistinguishable.” 

As to the claim that the goods do not possess the same descriptive properties, 
applicant contends that hair dressing is a cosmetic or toilet article, while shaving 
cream is a pharmaceutical preparation. These must, however, be considered goods 
of the same descriptive properties in accordance with well settled authority. Morton 
Manufacturing Corporation v. Ame Cosmetic Company, 580 O. G. 512, 67 U. S. 
P. Q. 121; Campbell Products, Inc. v. John Wyeth & Brother, Incorporated, 31 
C. C. P. A. 1217, 143 F. 2d 977 [34 T.-M. R. 248]; McKesson & Robbins, Inc. v. 
First Texas Chemical Manufacturing Co., 34 C. C. P. A. 877, 159 F. 2d 770 [37 
T.-M. R. 160] ; Malone v. Horowitz, 17 C. C. P. A. 1252, 41 F. 2d 414 [20 T.-M. 
R. 462]; Ex parte Champrel Co., 592 O. G. 426, 71 U. S. P. Q. 109. 

Applicant contends, however, that since its products are sold only through beauty 
parlors while opposer’s are sold through drug stores and similar retail outlets, there 
is no likelihood of confusion. Applicant has taken testimony which shows that its 
product is sold only to distributors who specialize in, and whose business is restricted 
to, resale to beauty parlors, and in a few instances direct to beauty parlors. It is 
clear, however, that it is not used exclusively in beauty parlors, but is packaged 
for resale to the customers of such establishments. Nor is its use apparently re- 
stricted to women since the testimony indicates that it has been recommended for 
use by men as a hair dressing and that applicant’s advertising material has stressed 
its suitability for such use. (Page 45, applicant’s record.) While obviously no 
one who wished to purchase opposer’s shaving cream would purchase applicant’s 
hair dressing by mistake, the question is not one of confusion between the goods as 
such, but of likelihood of confusion as to the source of the products. Skol Company, 
Inc. v. Olson, 33 C. C. P. A. 715, 151 F. 2d 200 [35 T.-M. R. 306]. A purchaser 
familiar with one of these products, wherever purchased or used, would not in my 
opinion draw any distinction as to source or origin upon seeing the other in drug 
store or beauty parlor even if he or she might remember that the original purchase 
or use had not been in the same type of establishment. The fact that products are 
sold in the same retail outlets is one frequently considered in establishing similarity 
of the goods and likelihood of confusion, but it is only one of the elements to be 
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considered. Nor is applicant bound to continue sales only through channels which 
normally reach the public by sales in beauty parlors. The Bon Ami Co. v. McKesson 
& Robbins, Inc., 25 C. C. P. A. 826, 93 F. 2d 915 [28 T.-M. R. 87]. Applicant’s 
product must be considered a toilet preparation which is adapted to and might 
readily be sold through the same retail outlets as those of the opposer. General 
Foods Corporation v. Casein Company of America, Inc., 27 C. C. P. A. 797, 108 
F. 2d 261 [30 T.-M. R. 48] ; Malone v. Horowitz, supra. 

In view of the foregoing, the decision of the Examiner of Interferences that the 
products here involved constitute goods of the same descriptive properties, and that 
there is reasonable likelihood of confusion in trade is considered well founded. 

The decision of the Examiner of Interferences is affirmed. 


THE BORDEN COMPANY v. SWISS-AMERICAN IMPORTING CO. 
Commissioner of Patents—August 18, 1948 


CANCELLATION S—EVIDENCE—EFFECT OF REGISTRATION 
Petitioner’s prior registration, in absence of contrary showing, constitutes adequate proof 
of its priority of ownership and use of its mark. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
The marks of the parties must be considered in their entireties; and similarity in either 
sound or appearance may be sufficient to cause likelihood of confusion. 
TRADE-MARKS—Marks Nor ConFusINcLy SIMILAR—PARTICULAR INSTANCES 
“Dutch Garden” held not confusingly similar to “Dutch Maid,” accompanied by picture 
of girl in Dutch costume, used on similar and partly identical goods, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceedings by The Borden Company against Swiss- 
American Importing Co. Registrant appeals from cancellation of registration. 
Reversed. 


Arthur C. McMahon, John A. Wortmann and Mansfield C. Fuldner, of New York 
N. Y., for petitioner. 
James Atkins, of Washington, D. C., for registrant. 


DanleELs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-mark Interefer- 
ences sustaining the petition of the petitioner for cancellation (hereinafter referred 
to as Borden) for cancellation of registration No. 419,062, registered by registrant 
(hereinafter referred to as Swiss-American) February 5, 1946, under the Trade- 
Mark Act of February 20, 1905. The mark shown in the registration sought to be 
cancelled consists of the words “Dutch Garden” and the goods upon which it is used 
are “groceries—namely, mushroom sauce, turkey liver pate, chicken liver pate, small 
sour onions, sweet pickle chips, sweet pepper relish, dill pickles, spaghetti in Italian 
style sauce, egg noodle dinner, mostaccioli (a prepared antipasto food) in Italian 
style sauce, prepared mustard, cheeses, and cheese spreads.” 

Borden relies upon the confusion in trade clause of Section 5 of the Trade-Mark 
Act of 1905 as indicating that Swiss-American was not entitled to use of the mark 
at the time of its application for registration thereof in view of Borden’s prior use 
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and ownership of the trade-mark “Dutch Maid.” As proof of such ownership and 
use Borden has set up its registration No. 177,381, registered December 18, 1923 
(and renewed) by a predecessor of Borden under the Trade-Mark Act of 1905. 
The mark disclosed by this registration consists of the words “Dutch Maid” accom- 
panied by a picture of a girl in Dutch costume. No testimony was taken by either 
party. 

The answer of Swiss-American sets up a counterclaim requesting cancellation 
of the Borden registration No. 177, 381, which counterclaim was dismissed by the 
Examiner of Interferences. Swiss-American did not press this counterclaim on 
this appeal and it therefore will not be considered. 

Borden has properly proved ownership of the registration upon which it relies, 
which in the absence of any showing to the contrary is adequate proof of owner- 
ship and use of the mark shown for many years prior to any date of use claimed 
by Swiss-American for its mark. (Ely & Walker Dry Goods Co. v. Sears, Roe- 
buck & Co., 24 C. C. P. A. 1244, 90 F. 2d 257 [27 T.-M. R. 462].) The goods 
set out in Swiss-American’s registration are of the same descriptive properties as 
those of that registration and a part of applicant’s goods are identical therewith. 
The only question for determination is therefore, whether or not the marks of the 
parties are confusingly similar within the meaning of the confusion in trade clause 
of Section 5 of the Trade-Mark Act of 1905. In answering this question in the 
affirmative by sustaining the petition for cancellation, the Examiner of Interferences 
distinguished these marks from those involved in Montgomery Ward & Co., Inc. v. 
Spiegel, Inc., 30 C. C. P. A. 721, 132 F. 2d 144 [33 T.-M. R. 74] (where “Air 
Castle” and design was held dissimilar to “Airline” and design, both used on radio 
accessories) ; and The Firestone Tire & Rubber Company v. Montgomery Ward 
& Co., Inc., 32 C. C. P. A. 1074, 150 F. 2d 439 [35 T.-M. R. 135] (where “Air 
Chief” and design was held dissimilar to “Airline” and design, for radios and radio 
supplies). He held that the marks here involved were more nearly analogous 
to those involved in Ex parte The Dayton Spice Mills Co., 1908 C. D. 167, 135 
O. G. 893 (where “Old Dutch Blend” was held similar to “Royal Dutch,” both 
used on coffee) ; Henry Kelly & Sons, Inc. v. Great Northern Wine Company, 
Inc., 515 O. G. 843, 45 U. S. P. Q. 618 (where “Dutch Boy” was held similar to 
“Old Dutch,” for wines) ; The Morrison Company v. The Cudahy Packing Com- 
pany, 50 App. D. C. 236, 270 F. 358 (where “Beats the Dutch” and “Dutch 
Cleanser,” each with a design, for cleaning powders, were held similar). 

While the marks of the parties must be considered in their entireties the only 
common feature is the word “Dutch.” It is stated by Borden that, when the marks 
are compared, “as a whole and not piecemeal, the identical word ‘Dutch’ in each 
must be given due weight and consideration.” Borden also contends that “after 
such comparison, their similarity of sound and appearance is apparent,” and that 
“since the word ‘Dutch’ is not used in its geographical sense in either, the two 
marks, compared as a whole and used on and for the goods in question, bear such a 
close resemblance as is very likely to cause confusion in trade.” 

While I agree that “Dutch” is not used in a geographical sense in these marks, 
it is certainly not lacking in suggestive significance as applied to cheese. Both dic- 
tionary definitions and common usage associate the word with cheese. I agree, 
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however, that as used in Borden’s mark it does not appear to have a geographical 
significance and that the obvious impression given by the mark is that of a Dutch 
girl, and the probability that such meaning will be accepted is emphasized by the 
inclusion of the picture of a Dutch Maid, which forms a conspicuous part of the 
mark as used by Borden in the drawing and in the specimens submitted. “Dutch 
Garden,” on the other hand, has an obviously different connotation. In mean- 
ing therefore, the words “Dutch Garden” and “Dutch Maid” appear to be com- 
pletely dissimilar. While the inclusion of the common word “Dutch” necessarily 
gives rise to certain resemblance in sound and appearance, and similarity in either 
respect may be sufficient to give rise to likelihood of confusion, in this case such 
possible similarity does not appear to be sufficient to overcome the more obvious 
dissimilarity in meaning or significance. Borden states that neither party claims 
any “exclusive rights of trade-mark ownership in the word ‘Dutch’ per se, .. .” 
and concedes that the word might be used by Swiss-American in combination with 
other words which sufficiently distinguish from Borden’s mark. As to this the state- 
ment of Judge Bland in Montgomery Ward & Co., Inc. v. Spiegel, Inc., supra, 
that [33 T.-M. R. 77]: 
We do not mean to imply that any newcomer would be privileged to register a trade- 
mark using the word “air” unless the mark as a whole were of such character as to 
eliminate the probability of confusion in trade, 


is quoted by Borden and it is stated that Swiss-American does not meet this test. 
Considering the marks as a whole, and particularly in view of the prominence of 
the picture of the Dutch Maid forming a part of Borden’s mark, it is my opinion 
that Swiss-American’s mark strictly complies with the conditions outlined in that 
quotation. 

In each of the cases relied upon by the Examiner of Interferences (Ex parte 
The Dayton Spice Mills Co., supra; The Morrison Company v. The Cudahy Pack- 
ing Company, supra, and Henry Kelly & Sons, Inc. v. Great Northern Wine Com- 
pany, supra), the marks involved included the word “Dutch” and were held to be 
confusingly similar. In the marks involved in those cases there was, however, no 
apparent suggestive meaning in the word as applied to the product involved and in 
none of them was there any pictorial feature involved, except in The Morrison 
Company v. The Cudahy Packing Company, in which the pictorial matter of the 
two marks was apparently very similar. The relationship of the marks here involved 
therefor, appears to be much more similar to that involved in the cases of Mont- 
gomery Ward v. Spiegel, Inc., supra; and The Firestone Tire & Rubber Co. v. 
Montgomery Ward & Co., supra, than to that involved in the other group of cases 
cited. The case of Kroger Grocery & Baking Company v. Blue Earth Canning 
Company, 24 C. C. P. A. 1098, 88 F. 2d 725 [27 T.-M. R. 250], also differs 
both in view of the significance of the marks, and by reason of the fact that there 
was no distinction between the marks because of pictorial matter involved. 

In view of the foregoing considerations, it is believed that when viewed in their 
entireties the difference in significance and connotation between these marks out- 
weigh any possible similarity in sound or appearance to such an extent that there is 
little likelihood of confusion in trade within the meaning of Section 5 of the Trade- 
mark Act of 1905. 

The decision of the Examiner of Interferences is reversed. 


A 
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WYETH, INCORPORATED v. MONT-O-MIN SALES CORPORATION 
Commissioner of Patents—September 28, 1948 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Vitamin and mineral capsules and tablets held goods of the same descriptive properties 
as liquid tonic, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Mont-O-Min,” with certain disclaimed words, held confusingly similar to “Morramin,” 
used on similar gooods. 
TrapE-Mark Act or 1946—DereNses—LACHES AND ESTOPPEL 
Opposer’s delay in asserting rights as against third parties can give rise to no rights 
which applicant can assert here. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Wyeth, Incorporated against Mont-O-Min Sales 
Corporation. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 


Dudley Browne and Louis H. Baer, of New York, N. Y., for opposer. 
Smith, Michael & Gardner, of Washington, D. C., for applicant. 


Danis, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining an opposition to an application to register the word “Mont-O-Min” 


(with certain disclaimed words), as a trade-mark for “vitamin and mineral capsules 
and tablets,” under the Trade-Mark Act of 1905. 

The notice of opposition alleges opposer’s ownership and prior use of the trade- 
mark “Morramin” as a trade-mark for goods alleged to be similar and relies on the 
confusion in trade-clause of Section 5 of the Trade-Mark Act of 1905 as requiring 
refusal of registration of applicant’s mark. It also sets up ownership of registration 
of that mark, No. 215,885, registered July 27, 1926, and renewed, under the Trade- 
Mark Act of 1905, as a trade-mark for “medicinal alterative and reconstructive 
tonic for nervous debility, anaemia, lack of appetite, malnutrition, and disorders 
due to exhausted condition of the system.” Opposer has proven not only use of its 
mark, but ownership of the registration above referred to, which is not questioned 
by applicant, and there is accordingly no question as to opposer’s prior use and 
ownership of the trade-mark “Morramin” for the goods stated in its registration. 

Applicant contends that there are essential differences between the products on 
which the parties use their marks, since its mark is used on minerals and vitamin 
capsules and tablets, while the product on which opposer uses its mark is a liquid 
containing different ingredients, even though certain minerals and vitamins are 
included. It is also emphasized that opposer’s product contains a small amount of 
strychnine. The products of each of the parties are not only medicinal preparations 
for internal use but are tonics. While they may differ as to precise composition 
and usage, they are certainly goods of the same descriptive properties. West Dis- 
infecting Company v. Owen (C. C. P. A.), 165 F. 2d 450, 76, U. S. P. Q. 315; 
McKesson & Robbins, Incorporated v. First Texas Chemical Manufacturing Co., 
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34 C. C. P. A. 877, 159 F. 2d 770 [37 T.-M. R. 160]. As to the similarity of 
“Mont-O-Min” and “Morramin” I agree with the conclusion of the Examiner of 
Interferences that they bear such near resemblance as to be likely to give rise to 
confusion in trade or deception of purchasers when applied concurrently to the 
products here involved. McKesson & Robbins, Inc. v. American Foundation for 
Dental Science, 32 C. C. P. A. 1235, 150 F. 2d 420 [35 T.-M. R. 262]. In view 
of the close similarity of the marks and the similarity of the goods here involved, 
the so-called doctrine of cumulative differences cannot apply as suggested by ap- 
plicant. 

Nor does the fact that applicant’s product contains Montmorillonite clay lessen 
the likelihood of confusion. There is no apparent or immediate connection between 
applicant’s mark and that term which would lead the public to connect them. White- 
hall Pharmacal Company v. Lederle Laboratories, Inc., 591 O. G. 668, 71 U. S. 
P. Q. 13. ; 

On this appeal applicant urges that opposer’s apparent failure to take any action 
against the users of certain other marks including “Min” constitutes laches or 
estoppel in accordance with Section 19 of the Trade-Mark Act of 1946. There is 
no suggestion of delay in proceeding as against applicant and delay in asserting 
rights as against third parties can give rise to no rights which applicant can assert. 
The examiner’s finding of similarity between the marks is based upon the marks in 
their entireties, and not merely on the common use of the syllable “Min.” 

In view of the foregoing, the decision of the Examiner of Interferences is affirmed. 


NATIONAL CRANBERRY ASSOCIATION v. THE NESTLE COMPANY, 
INC. 


Commissioner of Patents—September 28, 1948 


TrapE-MarKs—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Ocean Spray,” held an arbitrary trade-mark for cranberries. The word “Spray,” in 
“Nespray,” held not to establish any descriptive or suggestive meaning for the mark, used 
on powdered milk made by a spray process. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Newcomer cannot avoid conflict by adopting a known mark or conspicuous part of such 
a mark and adding other words or features. 
Cumulative effect of specific differences in the goods and the marks may be sufficient to 
preclude any reasonable likelihood of confusion. 
TRADE-MarKS—Marks Nor CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Nespray,” used on powdered milk, held not confusingly similar to “Ocean Spray,” used 
on fresh cranberries and various cranberry products. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Cranberry Canners, Inc. (name changed to National 
Cranberry Association) against Nestle’s Milk Products, Inc. (mame changed to 
The Nestle Company, Inc.). Opposer appeals from dismissal of notice of opposition. 
Affirmed. 


Beekman Aitken, of New York, N. Y., for opposer. 
Mock & Blum, of New York, N. Y., for applicant. 
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DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interferences 
dismissing a notice of opposition to an application to register a mark comprising 
the word “Nespray” as a trade-mark for “powdered milk,” under the Trade-Mark 
Act of 1905. Opposer relies upon ownership and prior use of the trade-mark 
“Ocean Spray” for fresh cranberries and various cranberry products. 

Opposer has established ownership of several registrations under the Trade- 
Mark Act of 1905 for products which include fresh and canned cranberries, cran- 
berry syrup, cranberry juice cocktail prepared with water, cranberry juice and 
sugar sold as a soft drink, and for cranberry flakes, and its ownership and use of 
its mark on these products prior to any date of use of its mark by applicant is con- 
ceded. The only questions for determination are whether or not the marks and 
goods of the parties are confusingly similar within the meaning of the confusion in 
trade clause of Section 5 of the Trade-Mark Act of 1905, upon which opposer 
relies as a ground for opposition. 

It is conceded by applicant that applicant’s product and opposer’s cranberry 
products possess broadly the same descriptive properties. It is contended by ap- 
plicant, however, that the products are specifically different and that the cumula- 
tive differences in the products together with the differences in the marks preclude 
any likelihood of confusion in trade. 

Applicant suggests that “Spray,” the common feature of both marks, is descrip- 
tive or suggestive as applied to each of these goods. In support of this it has taken 
testimony showing that its product is made by a spray process and it is suggested 
that cranberries are normally grown in bogs where a large amount of moisture pre- 
vails. While cranberries are grown under the conditions stated, this has no apparent 
connection with “Ocean Spray” and the mark is therefore considered arbitrary. The 
fact that the applicant’s product is made by a spray process is not believed one 
that would be apparent to the general purchasing public and while the testimony 
might serve to establish applicant’s good faith in the adoption of its mark if this 
were in question, it is not considered to establish any descriptive or suggestive mean- 
ing for the mark or be material on the question of confusing similarity. Procter 
& Gamble Co. v. Eney Shortening Co., 50 App. D. C. 42, 267 F. 344; Whitehall 
Pharmacal Company v. Lederle Laboratories, Inc., 591 O. G. 668, 71 U. S. P. Q. 
13. As to the marks of the parties, opposer contends that confusion will arise 
from the common use of “Spray” as a conspicuous part of both marks. While a 
newcomer cannot adopt a known mark or a conspicuous portion of such a mark and 
by adding other words or features avoid conflict, when these marks are considered 
in their entireties there is a difference in their sound and appearance and the con- 
notation of “Ocean Spray” differs completely from any meaning that can be ascribed 
to “Nespray,” if, indeed, any such meaning exists. These differences are at least 
sufficient to give rise to a doubt as to whether there is likelihood of confusion between 
them. I agree with the examiner, however, that it is unnecessary to determine 
specifically whether or not these terms are sufficiently similar as to give rise to any 
likelihood of confusion if applied to identical goods since consideration of the differ- 
ences in these marks together with those of the goods is believed to indicate that 
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there is no reasonable likelihood of such confusion. As found by the Examiner 
of Interferences the marks “. . .. when viewed in their entireties possess differences 
in appearance, sound and significance to the extent that the cumulative effect thereof 
taken together with the differences in the respective products to which they are 
applied is deemed sufficient to preclude any reasonable likelihood of confusion in 
trade or deception of purchasers as to the origin thereof.” Puerto Rico Distilling 
Co. v. The Coca-Cola Co., 28 C. C. P. A. 1143, 120 F. 2d 370 [31 T.-M. R. 330] ; 
Younghusband v. Kurlash Co., 25 C. C. P. A. 886, 94 F. 2d 230 [28 T.-M. R. 132] ; 
The Personal Products Corporation v. Allen Laboratories, Inc., 31 C. C. P. A. 889, 
141 F. 2d 702 [34 T.-M. R. 209] ; Minnesota Valley Canning Company v. United 
Packing Corporation, 495 O. G. 717, 39 U. S. P. Q. 71. 
The decision of the Examiner of Interferences is affirmed. 


JUNIOR GUILD FROCKS, INC. v. PAGE & DIXON DRUG CO., INC. 
(SEMCO, ASSIGNEE, SUBSTITUTED) 


Commissioner of Patents—September 29, 1948 


TRADE-MARKS—ACQUISITION OF RIGHTS—FIDUCIARY RELATIONSHIP 

Facts of record held not to establish existence of fiduciary relationship between trade- 
mark owner, contemplating expansion of use of his mark, and manufacturer consulted re- 
garding proposed expansion. 

TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 

Customers seeing “Junior Guild” used on dresses and cologne held likely to be confused 
into believing they came from the same source. 

Provisions of 1946 Act, while not applicable, eliminated the phrase “goods of the same 
descriptive properties,” indicating the emphasis which must be placed on likelihood of con- 
fusion. 

TRADE-MarKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 

Under 1905 Act, to show that registrant was not entitled to register, petitioner for can- 
cellation, having priority of use of same mark, must also establish that the goods of the 
parties have same descriptive properties. 

Knowledge of existence of good-will associated with earlier mark and what the trade 
thinks as to class of goods, are factors to be considered in determining when goods have 
same descriptive properties, under 1905 Act. 

TrADE-MarRKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Cosmetics, including cold cream, lipstick, cologne, rouge, face powder and skin lotion, 
held goods of the same descriptive properties as women’s clothing such as dresses, suits, 
blouses, skirts, hosiery and underwear, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by Junior Guild Frocks, Inc., against Page 
& Dixon Drug Co., Inc. (William Semco, assignee, substituted). Registrant ap- 
peals from cancellation of registration. Affirmed. 


Donald H. Sweet, of Chicago, Ill., and Beale & Jones, of Washington, D. C., for 
petitioner. 
Carl F. Geppert, of Chicago, IIl., for registrant. 
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DaNnIELs, A. C.: 


This is an appeal by registrant-appellant (hereinafter referred to as Semco) 
from the decision of the Examiner of Trade-Mark Interferences sustaining the 
petition of petitioner- appellee (hereinafter referred to as Junior Guild) to cancel 
Semco’s registration, registered under the Act of 1905 under Section 13 of the 
Trade-Mark Act of 1905. The registration Junior Guild seeks to cancel discloses 
the word “Junior Guild,” registered November 21, 1944, for “cold cream, lipstick, 
cologne, rouge, face powder, skin lotion.” The petition for cancellation alleges that 
Semco was not entitled to the use of said trade-mark at the date of the application 
for registration thereof in view of the confusion in trade clause of Section 5 of the - 
Trade-Mark Act of 1905, because of Junior Guild’s ownership and prior use of 
“Junior Guild” as a trade-mark for women’s clothing, (namely, “women’s and 
misses’ dresses, suits, skirts, blouses, coats, jackets, capes, gowns, stockings and 
underwear”). It is further alleged that Semco was not entitled to such use, because 
of the relationship existing between Semco and Junior Guild with respect to Junior 
Guild’s preparations for the merchandising of cosmetics under that name. 

Since on the record presented the facts with respect to the above grounds of 
cancellation must be outlined at some length, two additional grounds set up by 
amendment to the petition for cancellation will first be disposed of. These grounds 
are, in effect, allegations that the application for registration of the mark sought to 
be cancelled “was a ‘fraudulent nullity’ because the applicant named therein had 
never sold any merchandise identifying it as the owner of the mark ... ,” and 
because Semco had “never used the mark.”” These relate to the fact that the original 
applicant for registration did business under a trade-name and did not use its own 
name on the goods, and because Semco’s wife was said to be a partner in the firm 
which continued the business of the original applicant with respect to these goods. 
It is not clear whether or not Junior Guild still presses these contentions seriously, 
and it seems sufficient to state that the examiner’s action in holding that neither of 
these grounds was sufficient to justify cancellation is considered to be correct for 
the reasons stated in his decision. 

Both parties have taken testimony, most of which relates to the relation between 
the parties with respect to the contemplated entry into the cosmetic business by 
Junior Guild. Junior Guild relies upon its ownership and prior use of “Junior 
Guild” as a trade-mark for women’s clothing, and in addition to testimony as to 
such ownership and prior use has properly proven ownership of registration thereof, 
No. 334,862, registered May 19, 1936, under the Trade-Mark Act of 1905, as ap- 
plied to “women’s and misses’ dress, suits, skirts, blouses, coats, jackets, capes, 
gowns, stockings, and underwear.” The record clearly shows that Junior Guild 
has used the mark for the products recited in that registration for many years prior 
to any date of use on cosmetics claimed by Semco, that such sales had been extensive, 
that the goods bearing the mark had been widely advertised, thereunder, and that 
there is substantial public recognition thereof. There can be no question as to Junior 
Guild’s ownership and prior use of the mark with respect to women’s clothing. 

In addition to the foregoing it appears that in or prior to the year 1943 the execu- 
tives of Junior Guild had under consideration a program of expanding the business 
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of the corporation to include the manufacture and sale of cosmetics under that mark, 
apparently believing that their customers for dresses would also be prospective 
customers for such products. It is also established that a number of manufacturers 
of women’s clothing were also engaged in the sale of cosmetics under the same mark 
as that applied to their clothing, which fact was known to Junior Guild’s president, 
and that he believed that the corporation might capitalize on the good-will of the 
mark as applied to women’s clothing by selling cosmetics thereunder. 

It is established that said president, Mr. Gilbert, consulted his advertising agency 
to determine who might be in a position to advise him as to particular types of cos- 
metics which might fit well with the corporation’s clothing line (which is for junior 
misses), and apparently with respect to packaging and various other problems. 
The advertising agency suggested that he consult with a Mr. Schey, a wholesale 
drug jobber, as a result of such recommendation, an appointment was made by 
Mr. Gilbert with Mr. Schey. These gentlemen had not previously met nor known 
of each other before that time. While there is no agreement as to the details be- 
tween the witnesses who have testified concerning this meeting, it is clear from the 
testimony of each of the witnesses that there was a meeting between Mr. Gilbert 
and one of his employees and Mr. Schey, and that after a preliminary conversation 
between them, Mr. Semco, a manufacturer of cosmetics, with whom Mr. Schey 
did extensive business, was called into the discussion. It is clear that the general 
subject matter of this discussion related to the manufacture and sale of cosmetics 
by Junior Guild, the types of cosmetics which it would be desirable for it to handle 
and the types of packages which might be suitable. The testimony of both parties 
shows that it was clearly understood by all that Gilbert’s firm had no experience 
in the manufacture or sale of cosmetics. It is obvious, both from the testimony 
and from the subsequent action of Semco, that Gilbert stated the nature of his 
company’s business and indicated that in the proposed expansion of such business 
to include cosmetics, their sale under the trade-mark “Junior Guild” was contem- 
plated, in view of the good-will attaching to that mark. It is also shown that those 
present at the meeting regarding the fact that its clothing business made a large 
number of potential retail outlets for cosmetics available to Junior Guild as one 
that would be advantageous to it in marketing cosmetics. 

The parties do not agree upon the date of this meeting and discussion. Semco 
and Schey testified that it was early in 1943, without fixing a date, and Gilbert and 
his employe stated that it was on November 20, 1943. It is not considered neces- 
sary to determine which date is correct. Shortly thereafter Semco at his own ex- 
pense designed two cosmetic containers bearing a label which included the mark 
“Junior Guild” in script which he states were prepared for Gilbert’s consideration. 
It is agreed by each of the witnesses that he was under no obligation to prepare such 
packages as a result of the discussion and he states he did not expect and has not 
asked for reimbursement or compensation therefor. Semco thereafter called Schey 
on a number of occasions to ask if Gilbert had called him in connection with the 
expansion of his business. He received a negative reply in each instance and Schey 
states that he advised him that Gilbert appeared to be “cold on the proposition.” 
(Junior Guild’s record page 30.) Semco then proceeded to use the mark “Junior 
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Guild” on a line of cosmetics of his own and began the sale thereof in December, 
1943. On January 14, 1944, the application for the registration sought to be 
cancelled was filed and it is registered on November 21, 1944. In June of 1944, 
Gilbert learned of Semco’s use of the mark. 

The Examiner of Trade-Mark Interferences regarded the goods of the respec- 
tive parties as dissimilar in accordance with the ruling of the United States Court of 
Customs and Patent Appeals in House of Tre-Jur, Inc. v. Combine Hosiery Corpo- 
ration, 18 C. C. P. A. 1466, 49 F. 2d 1031 [21 T.-M. R. 155], but held that in 
undertaking to assist Junior Guild in the projected expansion of its business under 
its mark Semco occupied a position of trust, and accordingly found that Semco 
is “estoppped to assert a right to the exclusive use of the mark as against the 
petitioner.” While disagreeing with the conclusion that Semco occupied a position 
of trust, I do not believe it to be necessary to determine whether or not such an 
estoppel exists in order to agree with his conclusion that Semco’s mark must be 
cancelled. The meeting between Semco and Gilbert was the only contact between 
the parties prior to Semco’s adoption of the mark. This meeting was casually 
arranged and Gilbert, in going to Schey and Semco was merely attempting to obtain 
information. Semco regarded Junior Guild as a potential customer and felt that 
he might obtain a profit by manufacturing and selling cosmetics to Junior Guild 
for use in its contemplated expansion of its business to include such a line. Gilbert’s 
action in disclosing his plans to Semco, however, did not apparently involve a rela- 
tion of trust or confidence, and it would appear that the parties were dealing at 
arm’s length and that no fiduciary relationship existed. Whether or not the finding 
of the examiner that Semco was in effect estopped to deny that the goods were 
the same (under Section 19 of the Trade-Mark Act of 1946 or otherwise) was 
correct need not be determined in view of the conclusions hereinafter set out. 

It is established that a number of manufacturers of women’s clothing also manu- 
facture or sell cosmetics under the same trade-mark. They are apparently sold 
through the same outlets and to customers in the same stores at least to some extent. 
From the trade testimony and advertising submitted by opposer and from observa- 
tion of local retail establishments such products are displayed together at least to 
some extent. That a customer, seeing “Junior Guild” dresses featured in a retail 
establishment (and it was shown that there was more than one thousand that feature 
these goods) and also seeing a bottle of “Junior Guild” cologne in the same estab- 
lishment might associate it with the dresses and be confused into believing it came 
from the same source seems apparent. 

A more difficult question arises however, with respect to whether or not the goods 
of the parties have the “same descriptive properties.” While the question of 
likelihood of confusion frequently is considered in determining whether or not the 
goods are of the same descriptive properties, it is essential under the Trade-Mark 
Act of 1905, in order to show that a registrant did not have the right to use of the 
mark at the time the application for registration thereof was filed in view of a prior 
use and ownership of the same mark by another, that the goods of the parties do 
have the same descriptive properties. In Meredith Pub. Co. v. O. M. Scott & Sons 
Co., 24C. C. P. A. 956, 88 F. 2d 324, it was said: 





1024 THE TRADE-MARK REPORTER 38 T.-M. R. 


It has never announced or intended to announce that it considered the words “the same 
descriptive properties” should be eliminated from the law. On the contrary, it has in all 
of these cases reiterated that the primary consideration was to ascertain whether the 
goods were or were not of the same descriptive properties. In this ascertainment, the 
rule has been liberalized so that all factors may be considered in ascertaining this fact. 


This statement should, however, be considered in connection with that court’s 
decision in Three in One Oil Co. v. St. Louis Rubber Cement Co., 24 C. C. P. A. 
828, 87 F. 2d 479, in which the Court stated: 


This court has often said that the purpose of the Trade-Mark Act is to prevent con- 
fusion. Unquestionably it was the view of the Congress, when the Act was passed, as 
well as the view of the courts in construing the Act, that confusion will not result in 
the concurrent use of identical or similar trade-marks if the goods are not of the same 
descriptive properties. . 


In that case the court considered the knowledge of the existence of good-will 
associated with the earlier mark in determining that the goods of the later user 
possessed the same descriptive properties. The court stated: 


No reason is suggested by the applicant why it selected “3 in 1” as its trade-mark for 
its combination adhesive cement. Nothing has been pointed out by either side that makes 
the notation “3 in 1” particularly valuable to the applicant in the sale of its article except 
that applicant might profit by resulting confusion. .. . 


While under ordinary circumstances I would decide without question that 
clothing and cosmetics were goods having different descriptive properties, in this 
case Semco adopted the mark with full knowledge of the existence of good-will 
associated with Junior Guild’s mark as applied to women’s clothing, and of the fact 
that cosmetics were frequently merchandised by dress manufacturers through the 
same outlets and in connection with their sales of clothing. He was already packag- 
ing cosmetics products under a large number of other marks and it can only be 
concluded that his adoption of this additional mark was with the intent of capitaliz- 
ing upon “a ready-made” market which he had been advised existed. I can only 
conclude that in adopting this mark with knowledge of this situation Semco as well 
as Junior Guild regarded the products as essentially falling within the same class 
and accordingly as goods of the same descriptive properties. In Yale Electric 
Corporation v. Robertson, 26 F. 2d 972, the Circuit Court of Appeals for the 
Second Circuit, passed upon the meaning of “same descriptive properties.” While 
that was an equity proceeding, it involved the right to registration and was disposed 
of upon the question of whether or not the goods did possess the same descriptive 
properties. In that case the court said: 


There remains the question of registration, the goods not being of the “same descriptive 
properties” in the colloquial sense. It would plainly be a fatuity to decree the registra- 
tion of a mark whose u&Se another could at once prevent. . . . While we own that it does 
some violence to the language, it seems to us that the phrase should be taken as no more 
than a recognition that there may be enough disparity in character between the goods of 
the first and second users as to insure against confusion. That will indeed depend upon 
trade conditions, but these are always the heart of the matter in this subject. It is quite 
true that in Rosenberg v. Elliot (C. C. A.), 7 F. 2d 962, the court felt bound to find 
that caps and suits had the same descriptive properties, quite independently of the con- 





38 T.-M.R. JUNIOR GUILD FROCKS v. PAGE & DIXON 1025 


fusion which had arisen. We cannot say that that is the case here, for the fact that 
flashlights and locks are made of metal does not appear to us to give them the same 
descriptive properties, except as the trade has so classed them. But we regard what the 
trade thinks as the critical consideration, and we think the statute meant to make it the 
test, desvive the language used. 


Nor do the goods here involved appear to differ more radically than those in- 
volved in Heintz v. American Tire Machinery Co., 31 C. C. P. A. 862, 140 F. 2d 
1013 [34 T.-M. R. 173]; Elgin American Manufacturing Co. v. Elisabeth Arden, 
Inc., 23 C. C. P. A. 1153, 83 F. 2d 681 [26 T.-M. R. 416]; Yale Electric Carpora- 
tion Vv. Robertson, supra. 

It is to be noted that the Trade-Mark Act of 1946 has eliminated the phrase 
“goods of the same descriptive properties” from the corresponding section of that 
Act (Sec. 2(d) of the Trade-Mark Act of 1946) apparently making the likelihood 
of confusion or mistake or deception of customers the only test. While that Act 
does not apply to this case, the omission is considered significant as indicating the 
emphasis which" has been, and must be placed upon the existence of likelihood of 
confusion. 

In view of Semco’s knowledge of Junior Guild’s use of the mark, of the exist- 
ence of outlets for sale of cosmetics under that mark, and of his immediate prepara- 
tion of samples and other facts appearing in this record, it must be considered that 
he knew of the relationship between feminine clothing and cosmetics in the trade 
and that expansion of a dress business to include such products was natural, and 
that there was likelihood of confusion in trade between the same mark as used on 
both products and therefore regarded it as probable that cosmetics bearing this mark 
might share some of the reflected glory of Junior Guild’s frocks. It is therefore 
believed that not only was there reasonable likelihood of confusion between the 
products of the parties at the time of adoption of the mark by Semco, but that on 
this record, as between these parties, the goods must be considered to possess the 
same descriptive properties. 

In view of the foregoing it is probably unnecessary to consider the possible 
application of Section 19 of the Trade-Mark Act of 1946, which by its terms may 
be considered in this proceeding. The conclusion above reached that the goods 
possess the same descriptive properties, and that there is reasonable likelihood of 
confusion between these parties may be, in effect, a finding that Semco was estopped 
to deny that the goods were the same under this section. It is my opinion, however, 
that for the reasons given above, it is not necessary to base this finding upon such 
a theory, and it has not been so considered. 

Both parties refer to the lapse of time between the discussion between the 
parties to this proceeding and the time when Junior Guild actually started manu- 
facturing cosmetics. Semco contending that such “delay” should constitute an 
estoppel against Junior Guild and Junior Guild contending that it was caused by 
wartime conditions. I fail to see how it can have any bearing on this matter. 

In view of the foregoing, I agree with the conclusion reached by the Examiner 
of Interferences that Semco was not entitled to his use of the mark at the date of the 
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application for registration therefor, and that his registration thereof should be 
cancelled. 
The decision of the Examiner of Trade-Mark Interferences is affirmed. 


BOTANY MILLS, INC. v. VERNEY FABRICS CORPORATION 
Commissioner of Patents—October 5, 1948 


TRADE-MARKS—Marks Nor CoNnFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Ch’intang” held not confusingly similar to “Chinka,” used on identical goods, under 
1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Botany Worsted Mills (name changed to Botany 
Mills, Inc.) against Verney Fabrics Corporation. Opposer appeals from dismissal 
of notice of opposition. Affirmed. 


Klein, Alexander & Pohl, of New York, N. Y., for opposer. 
Arthur Middleton, of New York, N. Y., for applicant. 


DANIELS, A. C.: 


The Examiner of Interferences has dismissed this opposition to an application 
to register the notation “Ch’intang”’ as a trade-mark for “piece goods of synthetic 
and natural fibres, namely, rayon, cotton, wool, silk and mixtures therof,” under the 
Act of February 20, 1905. Opposer appeals. 

The notice of opposition alleged likelihood of confusion between that mark 
and opposer’s trade-mark “Chinka,” registered August 3, 1937, No. 348,695, under 
the Trade-Mark Act of February 20, 1905, for “woolen piece goods,” ownership 
and prior use of which have been proven. 

The goods being identical, the only question for consideration on this appeal 
is whether or not applicant’s mark bears such near resemblance to opposer’s regis- 
tered mark as to be likely to cause confusion in trade. 

While opposer questions certain other statements made in the decision of the 
Examiner of Trade-Mark Interferences, the essential question to be determined is 
whether or not the Examiner of interferences was correct in holding that: 


Although these marks “Ch’intang” and “Chinka” contain a certain succession of letters 
in common, it seems to the examiner that they differ substantially when viewed as a whole. 
There is practically no similarity between them in general appearance, and when pro- 
nounced in any normal manner to which they seem to be susceptible, they appear to be 
readily distinguishable in sound. 


The briefs of the parties give some consideration to the possible meaning of 
these words but neither appears to have any meaning as applied to the products 
of the parties and must be considered arbitrary. Opposer has also submitted a 
careful analysis of a number of cases on similarity of the marks. While these have 
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been carefully considered, none of them appear to be particularly analogous to the 
marks here involved ,and I am constrained to agree with the comments of the 
examiner quoted above. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


K & S CORSET MANUFACTURING CO., INC. v. HANSKAT 


Commissioner of Patents—October 8, 1948 


CANCELLATION—PLEADING AND PracticE—Morion To DIsMISs 
Examiner’s denial of registrant’s motion to dismiss the petition for cancellation, made 
after completion of petitioner’s testimony in chief, and refusal to pass upon merits of motion 
until close of all evidence, held no abuse of discretion, under Rule 41(b) of Federal Rules of 
Civil Procedure, as amended. 
CANCELLATION—PLEADING AND PRACTICE—RULES APPLICABLE 
Rule 41(b) of Federal Rules of Civil Procedure, as amended, held applicable to can- 
cellation proceedings. 


Petition from Examiner of Interferences. 

Trade-mark cancellation proceeding by K & S Corset Manufacturing Co., Inc., 
against Rose Hanskat. Registrant’s petition from denial of motion to dismiss 
petition for cancellation denied. 


Edward Gottlieb, of New York, N. Y., for petitioner for cancellation. 
Chritton, Schroeder, Merriam & Hofgren, of Chicago., IIl., for registrant. 


DanIceLs, A. C.: 


This is a petition pursuant to Rule 27 of the Rules of Practice in Trade-Mark 
Cases, in which the respondent in the above entitled cancellation proceeding requests 
that supervisory authority be exercised by directing the Examiner of Trade-Mark 
Interferences to consider the merits of a motion to dismiss the cancellation proceed- 
ing. The motion before the examiner was made pursuant to Rule 41(b) of the 
Federal Rules of Civil Procedure after the petitioner for cancellation had completed 
the taking of its prima facie testimony. It was denied by the Examiner of Inter- 
ferences, and after a petition for rehearing, the denial was repeated. It is unneces- 
sary to review in detail the grounds on which the motion was made before the Ex- 
aminer of Interferences, it being sufficient to note that the request for supervisory 
action is based upon the Examiner of Interferences’ ruling that Section 41(b) of 
the Federal Rules of Civil Procedure cannot be followed in this proceeding, because : 


(1) It is not applicable and appropriate; and 
(2) That it is “otherwise provided” by Patent Office rules. 


Rule 41(b), as quoted by the petitioner, provides: 


.... After the plaintiff has completed the presentation of his evidence, the defendant, 
without waiving his right to offer evidence in the event the motion is not granted, may 
move for a dismissal on the ground that upon the facts and the law the plaintiff has 
shown no right to relief. 
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Rule 23.1, Rules of Practice in Trade-Mark Cases, provides: 


Except as otherwise provided, procedure and practice in contested or inter partes pro- 
ceedings shall be governed by the Rules of Civil Procedure for the District Courts of the 
United States wherever considered applicable and appropriate. 

The Examiner of Interferences held that Rule 41(b) was not considered “ap- 
plicable and appropriate” to this proceeding, because of the differences in the man- 
ner and time of introducing testimony in contested proceedings before the Patent 
Office and the normal procedure in introducing such evidence in court proceedings. 
The petitioner correctly points out that testimony is frequently introduced by way 
of deposition in court proceedings. It is, however, ordinarily before the court at 
the time such a motion would be made, which is not the case in contested Patent 
Office proceedings. While this is not determinative, and the matter of a rule being 
“applicable and appropriate” must be determined by the Examiner of Interferences 
in the light of the particular circumstances which may exist, it illustrates the diffi- 
culty in applying such rule in a Patent Office proceeding. Substantial delay would 
result in almost every instance, and such motions might be used for dilatory pur- 
poses, although there is no suggestion that that was the purpose of petitioner’s 
motion in this particular case. Various other differences in court procedure and 
Patent Office procedure might be suggested as indicating that this particular rule 
would not be “applicable and appropriate” in contested proceedings in the Patent 
Office. 

The Examiner of Interferences’ holding that Rule 41(b) would not be applicable, 
since it is “otherwise provided for” is based on Rule 23.6 of the Rules of Practice 
in Trade-Mark Cases, which relates to the time of filing testimony and would indi- 
cate that ordinarily the testimony would not be before the Patent Office at the proper 
time for making such a motion. This is one of the matters considered above, and 
illustrates the difficulties and delay which would be entailed in making such a motion 
in contested Patent Office proceedings. 

By the amendments to the Federal Rules of Civil Procedure, adopted by the 
Supreme Court on December 27, 1946, and transmitted to the Attorney General on 
January 2, 1947, Rule 41(b) has been amended by inserting the following after 
the sentence above quoted: 

In an action tried by the court without a jury the court as trier of the facts may then 


determine them and render judgment against the plaintiff or may decline to render any 
judgment until the close of all the evidence. . . . 


This amendment is deemed applicable to this case. (Rule 86 of the Federal 
Rules of Civil Procedure.) If any doubt existed as to the correctness of the ex- 
aminer’s ruling in this case, it would be disposed of by this amendment, which clearly 
indicates that there was no abuse of discretion by the examiner in refusing to 
pass upon the merits of petitioner’s motion at this time, and declining to render any 
judgment until the close of all the evidence. 

The petition is denied. 
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EX PARTE THE STANDARD REGISTER COMPANY 
Commissioner of Patents—August 19, 1948 


TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 
Repetitious use of the letter “S,” on safety paper, held merely a background design which 
would not be recognized and could not serve to indicate origin. 
General proposition that fact a mark is used more than once on the goods does not pre- 
vent its functioning as a trade-mark held sound, providing mark is used as a trade-mark 
and may function and be recognized as such. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by The Standard Register Company. 
Applicant appeals from refusal of registration. Affirmed. 


Tom Walker, of Dayton, O., for applicant. 
DaNnIELs, A. C.: 


This is an appeal from the final refusal to register a mark consisting of the single 
letter ““S” as a trade-mark for business form stationery of the type commonly known 
as “safety paper,” under the Trade-Mark Act of 1905. Registration was refused 
on the ground that the letter “S” is an integral part of a pattern of a safety device 
and that alone it does not function as a trade-mark. The drawing originally filed 


as part of this application shows the same “S” as a part of a mark which was 
described on the prior appeal in this matter (570 O. G. 667, 63 U. S. P. Q. 309) 
as follows: 


The mark comprises two series of parallel lines transversely disposed to form a 
repetition of diamond-shaped outlines, within each of which is written the letter “S.” 
The design is faintly shown over the surface of the forms. 


As originally presented it was refused registration on the ground that it functioned 
as a safety device and not as a trade-mark, as indicated in the decision on the prior 
appeal, supra. In that decision the First Assistant Commissioner stated with refer- 
ence to the mark as then presented: 


It may be that the letter “S” alone functions also as a trade-mark, and is registrable; 
but that question is not before me to decide. 


In view of this applicant filed an amendment and has sought registration of the 
letter “S” alone. It is, however, still used as shown by the speciments then on file 
and those since filed in precisely the form above described. 

Applicant argues that the mark as now presented is merely the single letter “S” 
even if it is repetitiously used, and that as such it does not function as a safety 
device, and forms no part thereof. In support of this it is suggested that if printed 
in ordinary ink rather than in special ink the safety feature would function in ex- 
actly the same manner and that there can be no difference in its trade-mark signifi- 
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cance because of the type of ink in which it is printed. I agree that the type of ink 
cannot affect the function of the letter, but as presented the letter is still an integral 
part of the pattern of the safety device which cannot be distinguished from the 
other features thereof, would be regarded as part thereof in whatever ink it might 
be printed. 

Upon the specimens presented I agree with the examiner that it does not func- 
tion as a trade-mark and would not even if the design were not a safety feature. 
The repetitious use of the mark is such that it is merely a background design and 
would not be recognized and could not serve to indicate origin. As stated by The 
Court of Appeals of the District of Columbia in Jn re Barrett Company, 48 App. 
D. C. 586, 


The answer to this is that, by applying the mark all over the surface, the mark ceases 
to be a mark on the surface and becomes the surface itself. The mark, if there was one, 
is entirely lost by the mere fact of uniform repetition over the whole surface. It is no 
longer capable of appealing to the beholder as a mark of origin, but would inevitably 
create the impression that it was something else. 


See also Ex parte Root Glass Co., 151 M.W. 623. The comments of the Court of 
Customs and Patent Appeals in /n re Burgess Battery Company, 31 C. C. P. A. 
1039, 142 F. 2d 466, and In re Burgess Battery Company, 27 C. C. P. A. 1297 
[30 T.-M. R. 392], also apply to this case. 

The applicant further argues that the fact that a mark is used more than once 
on the goods does not prevent its functioning as a trade-mark. This general propo- 
sition is also considered sound providing it issued as a trade-mark and may function 
and be recognized as such which is not the case in the specimens submitted herewith. 

The decision of the Examiner of Trade-Marks is affirmed. 





EX PARTE THE BISSELL VARNISH COMPANY 
Commissioner of Patents—August 31, 1948 


TRADE-MAaRKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Spar Composition” held incapable of functioning as a trade-mark for varnish. 
Use of color in printing held immaterial where words are actually incapable of distinguish- 
ing the goods of one from those of others. 
TRADE-M ARKS—REGISTRABILITY—GENERAL 
Fact that mark involved had been covered by previous registration, which applicant owned 
and permitted to expire through inadvertence, would be given much weight if there were 
any doubt as to propriety of refusal of registration, under ten-year clause of 1905 Act. 
Words used since 1871 are not lightly refused and would be registered if any apparent basis 
therefor existed. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by The Bissell Varnish Company. 
Applicant appeals from refusal of registration. Affirmed. 


Johnson & Kline, of Bridgeport, Conn., for applicant. 





38 T.-M. R. EX PARTE BISSELL VARNISH 


DANIELS, A. C.: 


This is an appeal from the refusal of the Examiner of Trade-Marks to register 
the words “Spar Composition” as a trade-mark for “varnish” under the “ten- 
year proviso” of the Act of February 20, 1905. The application sets up con- 
tinuous use as applied to said goods in the business of applicant and its predecessor 
since February 14, 1871, and contains the statements as to exclusive use during 
the ten years next preceding February 20, 1905, required to comply with such ten- 
year proviso. Such averments in the application for registration are sufficient to 
satisfy the requirement of the statute as to use of the mark and are accepted for 
the purposes of the application as showing that the words were used upon varnish 
during that period by applicant or its predecessor and by no one else. 

The ground of refusal is that the mark sought to be registered is incapable of 
functioning as a trade-mark and is merely the name of the goods, being a well-known 
type of varnish, and therefore without trade-mark significance. This is based upon 
dictionary definitions and other references which show clearly that the term “Spar 
varnish” designates a well-known type of varnish so-called because suitable and 
apparently originally adapted for use on spars of ships. Applicant frankly admits 
that “Spar varnish” is a well-known type of varnish and that it would not be entitled 
to any registration or exclusive rights with respect to that word alone. It contends, 
however, that “Spar Composition” presents a different situation and is capable of 
functioning as a trade-mark. 


The ten-year proviso (Section 5, Trade-Mark Act of 1905) referred to pro- 
vides : 


That nothing herein shall prevent the registration of any mark used by the appli- 
cant . . .. which was in actual and exclusive use as a trade-mark of the applicant... . 
for ten years next preceding February 20, 1905. ... (Emphasis added.) 


This should be considered in the light of the first sentence of Section 5 providing: 


That no mark by which the goods of the owner of the mark may be distinguished from 
other gooods .. . . shall be refused registration a sa trade-mark on account of the nature 
of such mark unless such mark—....” (Followed by various exceptions to this rule.) 


Since there is no question of applicant’s use of the words under consideration upon 
its product during the ten-year period, and applicant has otherwise complied with the 
statute, it would be entitled to registration providing the words were and are “used 
as a trade-mark.” (Ten-year proviso, supra.) 

Applicant’s brief in substance states that the test which should be applied is 
whether or not the mark is the name of the goods to which it is applied or is so 
entirely descriptive that it could not possibly carry any trade-mark significance. 
Accepting this test it is my opinion that applicant’s use of these words is and would 
be regarded by the public as the generic name of a type of varnish. “Spar,” as 
indicated above, is a type of varnish so well known as to be totally incapable of 
anything other than a generic meaning as applied to varnish. Various definitions 
of “composition” may be adopted, but any which might apply to varnish are also 
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considered generic. 
term is defined as: 





For example, in Webster’s New International Dictionary, the 


7a. An aggregate mixture, mass, or body formed by combining two or more elements 
or ingredients; as, a composition of several acids. 
b. A substance so composed; a composite substance; esp. one artificially made. 







































How such a term can add anything of a distinctive nature to the word “Spar” 
as applied to varnish is not apparent. 

Applicant in suggesting that its mark is a coined combination of words contends 
that “composition” and “varnish” are not synonymous and that a call for “Spar 
Composition” would not be immediately recognized as a call for varnish. It is sug- 
gested that the words might apply to paint and paint remover, shellac, filler, varnish 
stain and other products. The fact remains that the mark is used on and in con- 
nection with a varnish and so far as this record discloses appears only in that con- 
nection, and indicates a type of varnish rather than having any other significance. 
As such it goes beyond being merely descriptive and is considered either generic or 
“so thoroughly descriptive” (using applicant’s terminology) that it “could not 
possibly carry any trade-mark significance.” A trade-mark can exist only in con- 
nection with the goods upon which it is used. - 

Applicant further contends that neither trade journals nor dictionaries show 
these words in combination. This does not indicate that they are not generic or 
would not or have not been combined in ordinary usage. Nor does the fact that 
the trade has not used a generic term or terms change its significance since, as 
stated in Kellogg Company v. National Biscuit Company, 305 U. S. 111, 39 U. S. 
P. Q. 296, the right of the public to the use of a generic term is not “dependent 
upon diligent exercise.” 

Applicant argues that these words must be combined with the word “varnish” 
to be recognized in attempting to distinguish this case from In re Paris Medicine 
Co., 24 C. C. P. A. 854, 87 F. 2d 484. In that case the words “Tasteless Chill 
Tonic” were refused registration, and applicant contends that the mark there con- 
sidered was therefore “exactly the name of the goods.” That any different con- 
clusion would have been reached had the applicant in that matter omitted the word 
“Tonic” from the drawing of the application is not clear. See also Charles R. 
Spicer v. W. H. Bull Medicine Co., 18 C. C. P. A. 1402, 49 F. 2d 980; Holzapfel’s 
Compositions Company v. Rahtjen’s American Composition Company, 183 U. S. 1. 

The labels submitted show the words “Spar Composition” in red type on the 
green background of the label. Above it appear the words “David B. Crockett’s 
Genuine,” and directly below, the words “Exterior Varnish,” in black type. Other 
wording obviously of a descriptive nature is printed in black and certain other 
features specifically designated as trade-marks also appear in red ink on the label. 
A scroll signature is printed in black. At the bottom of the label appears the name 
of the company and the words “Varnish Makers” set out in red. Applicant suggests 
that printing the words “Spar Composition” in red indicates that the words are a 
trade-mark and would be so regarded by the public. The fact that applicant chooses 
to print certain wording in certain colors is not considered significant, if the words 
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are actually incapable of distinguishing the goods of applicant from those of others. 
The name of the merchandise or the type of merchandise may be printed in promi- 
nent or contrasting type. Examination of the printed material on this label indi- 
cates that some material which might have trade-mark significance, for example, the 
signature, is printed in black, while some which obviously could not, for example, 
“Varnish Makers,” is in red. 

The fact that applicant is stated to have owned a previous registration of this 
mark which expired “through inadvertence” has been given serious consideration 
and were there any doubt as to propriety of registration would be given much 
weight. A mark that has been used for so long a period as this one is not refused 
lightly and would be registered if any apparent basis therefor existed. Since, how- 
ever, it must be a trade-mark, and used as a trade-mark, and applicant’s mark does 
not apppear to be capable of functioning as such, it must be refused in this instance. 
The decision of the Examiner of Trade-Marks is affirmed. 















EX PARTE E. DALTROFF & CIE, porne susiness as PARFUMERIE 
CARON 


Commissioner of Patents—September 3, 1948 











Trapve-MarK Act oF 1946—AMENDMENT OF REGISTRATION—SECTION 7(d) 
Amendment of 1905 Act registration of “Bain de Champagne” to “Royal Bain de Cham- 
pagne,” with the word “Royal” disclaimed, refused because it would amount to material 
alteration of the mark without giving opportunity for opposition; and republication held 
. not contemplated under Section 7(d) of 1946 Act. 
| TrapE-Mark Act oF 1946—AMENDMENT OF REGISTRATION—EFFECT OF DISCLAIMER 






Effect of creating a new mark by material alteration of old mark through amendment, 
cannot be avoided by purported disclaimer of material attempted to be added by amend- 
ment. 

Amendment will not be granted under Section 7(d), of 1946 Act, to add a word merely 
| for the purpose of disclaiming it. 

Good cause cannot be shown for amendment to add matter completely lacking in trade- 
mark significance. 










Petition to Commissioner of Patents. 
Registrant’s petition for order directing amendment of 1905 Act registration 
denied. 








Maurice Leon, of New York, N. Y., for petitioner. 
DANIELS, A. C.: 











Petitioner has filed an application pursuant to Section 7(d) of the Trade-Mark 
Act of 1946 to amend a registration under the Trade-Mark Act of 1905, which it 
owns. The certificate of registration discloses that the trade-mark as registered 
consists of the words “Bain de Champagne” for various toilet preparations. The 
amendment presented seeks to change the style of type in which the words are set 
out in the registration, and also to add the word “Royal,” changing the mark to 
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“Royal Bain de Champagne.” No question is raised as to the change in style of 
type. The examiner’s refusal of the amendment referred only to the proposed 
addition of the word “Royal,” which has been refused on the ground that it would 
alter materially the character of the mark. This petition requests an order direct- 
ing that the amendment be accepted. 

Section 7(d) of the Trade-Mark Act of 1946 provides, so far as applicable, 
that “. . . . the Commissioner may permit any registration in the Patent Office to 
be surrendered, cancelled, or for good cause to be amended .. . . provided... . that 
such amendment . . . . does not involve such changes in the registration as to alter 
materially the character of the mark.” That the addition of a new word such as 
that here involved is a material alteration of the character of the mark can hardly 
be questioned. Should the mark be so amended, when considered in its entirety, as 
trade-marks must be, it would in effect be a new mark secured without following 
the statutory provision as to application for registration, and without the opportu- 
nity of opposition by those who might consider themselves to be damaged. Certainly 
no such change could be permitted without republication for opposition, for which 
no provisions appears in, and which is clearly not contemplated by, Section 7 (d) of 
the new Act. 

Petitioner apparently recognizes this, since upon refusal to enter the amendment, 
because it materially altered the character of the mark, petitioner amended the peti- 
tion for amendment by disclaiming the word “Royal,” stating that it is so widely 
used in the cosmetic field that it has ceased to have trade-mark significance. How 
such a disclaimer can render the amendment acceptable is not clear. Even if the 
word might be considered lacking in trade-mark significance—which I am not pre- 
pared to decide, but for the purposes of this decision need not be considered—de- 
scriptive or disclaimed material forming a part of a registered mark cannot be com- 
pletely ignored. Vi-Jon Laboratories, Inc. v. Lentheric, Incorporated, 30 C.C. P. A. 
916, 133 F. 2d 947 [33 T.-M. R. 211]. Others might consider themselves to be 
damaged by a registration containing such a word, whether descriptive or not. 
Certainly they should be given an opportunity to claim such damage through proper 
publication for opposition before an applicant can secure such a registration, which 
as stated above is not provided for in this section. 

Even aside from this question, however, the futility of amending an existing 
registration to include a word which is at the same time disclaimed seems obvious. 
The disclaimer practice, as indicated in Beckwith v. Commissioner of Patents, 
252 U. S. 538, 1920 C. D. 471, was established to permit registration of integral 
marks which contained one or more words or features which were unregistrable. 
When not an integral part of a mark or part of a composite mark it has always 
been considered better policy to eliminate rather than disclaim since the most effec- 
tive disclaimer is the complete omission of the unregistrable feature. If, therefore, 
it were to to be found, as contended by petitioner, that the word sought to be added 
is completely lacking in trade-mark significance it should form no part of the regis- 
tration and there would be no good cause shown for entering the amendment as 
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required by Section 7(d). Nor in any event would it be proper to add a word 
merely for the purpose of disclaiming it. 

If amended, as applicant requests, the registration would include material not 
appearing in the original registration which would materially alter the character 
of the mark. 

The petition is denied. 


EX PARTE STRATHMORE PAPER COMPANY 
Commissioner of Patents—September 28, 1948 


TRADE-MARKS—W rps INCAPABLE OF EXCLUSIVE APPROPRIATION—GENERIC TERMS—1920 Act— 
REGISTRABILITY—GENERAL 
Descriptiveness of mark would not preclude registration under 1920 Act. 
“Porcelain” held unregistrable, under 1920 Act, as incapable of functioning as a trade- 
mark for writing and printing paper. 


Petition from Examiner of Trade-Marks. 
Application for registration of trade-mark by Strathmore Paper Company. Ap- 
plicant petitions from refusal of registration. Affirmed. 


Walter C. Ross, of Springfield, Mass., for applicant. 
DANIELS, A. C.: 


Applicant seeks a review by petition of the final refusal to register the word 
“Porcelain” as a trade-mark for “writing and printing paper” under the Trade-Mark 
Act of 1920. The refusal is based upon the ground that the word “Porcelain” as 
applied to applicant’s goods is devoid of trade-mark significance. In support of 
this ruling the examiner has cited definitions of “Porcelain” which indicate that it 
is a type of paper and show that it is commonly used and recognized as such in the 
paper industry. For example, Webster’s International Dictionary defines “porce- 
lain paper” as a kind of French fancy glazed paper. While applicant urges that 
“*Porcelain’ does point out distinctively the origin or ownership” of applicant’s 
paper and that it points out the “true source and origin of the goods to which it is 
applied,” it does not present any facts which tend to refute or question the correct- 
ness of the examiner’s statements as to the recognized meaning of the word as 
meaning a type of paper. The fact that the mark is descriptive would not preclude 
registration under the Trade-Mark Act of 1920, but a mark which merely indicates 
a type of product is incapable of functioning as a trade-mark and therefore cannot 
be registered under this Act. Ex Parte Kops Brothers, 70 U.S. P. Q. 541, 591 
O. G. 664; Ex Parte Fram Corporation, 57 U.S. P. Q. 330, 551 O. G. 737 ; Ex Parte 
Harry J. Taylor, 49 U. S. P. Q. 458, 527 O. G. 851. Applicant urges that the fact 
that the word appears in the dictionary does not prevent its registration. This 
is, of course, correct if its appearance is not such as to indicate that it is a generic 
term as applied to the product involved and it is the fact that it appears as indicat- 
ing a type of paper which is the basis of the examiner’s refusal of registration. 
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Applicant having failed to show that the definitions cited are incorrect or that 
the meaning referred to is not known and established, the mark falls in the same 
category as stated by the examiner, as “parchment” paper or “paraffin” paper and as 
such is devoid of trade-mark significance. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE LYMAN ELECTRONIC CORPORATION 
Commissioner of Patents—September 28, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Callmaster” held confusingly similar to “DoormasteR,” used on similar goods, under 
1905 Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Lyman Electronic Corporation. 
Applicant appeals from refusal of registration. Affirmed. 


Chapin & Neal, of Springfield, Mass., for applicant. 
DaniEts, A. C.: 


Applicant appeals from the refusal of the Examiner of Trade-Marks to register 
“Callmaster,” written in script, under the Trade-Mark Act of 1905, as a trade-mark 
for “electronic intercommunication sets and systems, the particular description of 
the goods being a wired telephone intercommunicating system for office use and 
the like, using loud speakers for delivery and for pickup.” Registration of this mark 
was refused in view of a prior registration No. 363,989, issued January 17, 1939, 
under the Trade-Mark Act of 1905, which discloses the word “DoormasteR” for 
“interior telephone systems.” No question is raised by applicant as to the similarity 
of the goods of the parties. The examiner stated that “call” indicates a use of 
applicant’s product and applicant agrees that as applied to these goods the prefix 
possesses a descriptive significance. 

Applicant not only agrees that as applied to these goods this prefix possesses 
a descriptive significance, but further states that the suffix “master,” common to its 
mark and that of the reference, is “so highly suggestive in a laudatory sense as 
applied to any goods as to be incapable of exclusive appropriation when used in 
different word combinations for goods which may be distinguishable.” There is 
no statement as to how the goods here involved may be distinguished, and nothing 
in this record to indicate that “master” is so suggestive that it should be considered 
as lacking in distinctiveness. On the contrary, it appears to be a conspicuous and 
probably the most prominent portion of both marks. Since applicant concedes that 
“call” is descriptive or at least highly suggestive as used, it must be considered 
that it would be less apt to be regarded as significant by the purchasing public. Con- 
sidered as a whole therefore, I agree with the Examiner of Trade-Marks that ap- 
plicant’s mark approaches that of the registration so closely in sound and appearance 
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that there is reasonable likelihood of confusion in the minds of the purchasers. 
i In re Southern Metal Products Corp., 26 C. C. P. A. 725, 99 F. 2d 761 [28 T.-M. 
R. 605] ; Central Soya Co. v. Staley Milling Co., 500 O. G. 773, 40 U. S. P. Q. 
569; and Ex Parte Foster L. Talge, 563 O. G. 588, 61 U. S. P. Q. 455. 

The decision of the Examiner of Trade-Marks is affirmed. 







eae Weve eies 






EX PARTE AMERICAN DISINFECTING CO., INC. 


Commissioner of Patents—September 29, 1948 






TRADE-M ARKS—REGISTRABILITY—GENERAL 

1946 Act provisions governing registrations on the principal register, apply only to 
trade-marks as distinguished from trade-names and commercial names. 

Under present practice, a corporate name used merely as name of manufacturer and 
performing no other function cannot be considered proper subject matter for trade-mark 
registration. 

While applicant for registration or amendment may ordinarily select portions of label it 
regards as its trade-mark, the words or features so selected must be used in such manner 
as to have some natural and logical relation to or connection with each other. 

TrAvE-Mark Act oF 1946—AMENDMENT OF REGISTRATION—SECTION 7(d) 

Amendment of 1905 Act registration, comprising rectangular panel, having the word 
“Adco” in upper righthand corner and the words “American Disinfecting Co., Inc.,” in 
lower righthand corner, by substituting “Adco, Inc.,” for corporate name, in letters sub- 
stantially larger than “Adco” at top, held properly denied as constituting material alteration 
and on ground the mark would be dominated by nonregistrable matter. 
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Petition from Examiner of Trade-Marks. 
Registrant’s petition from decision refusing entry of amendment, pursuant to 


Section 7(d) of 1946 Act, denied. 
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Chauncey P. Carter, of Washington, D. C., for petitioner. 







DanIELs, A. C.: 





This petition requests a review of the refusal of the Examiner of Trade-Marks 
to enter an amendment presented pursuant to Section 7(d) of the Trade-Mark 
Act of 1946, amending a registration of a trade-mark under the Trade-Mark Act 
of 1905. The mark as registered comprises a rectangular panel, in the upper right- 
hand corner of which appears the word “Adco,” and in the lower righthand corner 
the words “American Disinfecting Co., Inc.” The amendment submitted proposes 
to delete the border and substitute the words “Adco, Inc.” for “American Disinfect- 
ing Co., Inc.” In the amended drawing presented, the word “Adco” appears near 
the top of the drawing, and the words “Adco, Inc.” in substantially larger 
lettering at the bottom. Entry of the amendment has been refused on the ground 
that “Adco, Inc.” is merely the corporate name of the registrant and is lacking in 
trade-mark significance. 
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It is further stated by the examiner that “the mark if amended in the manner 
proposed will therefore be dominated by unregistrable matter,” and that “the pro- 
posed amendment is considered to involve a redesigning and hence a material altera- 
tion of the character of the mark.” Since the date of the registration, the corporate 
name of petitioner has been changed from “American Disinfecting Company, Inc.” 
to “Adco, Inc.” and the contents of the labels submitted on this petition differ 
substantially from those submitted at the time of the original registration. 

So far as appears, no objection has been raised to the deletion of the border or 
panel, the objection being based entirely upon the inclusion of petitioner’ corporate 
name as changed since the original registration. Section 7(d) of the Trade-Mark 
Act of 1946 provides that for good cause shown, a registrant may amend a regis- 
tration provided that “the registration when so amended shall still contain registrable 
matter and the mark as amended shall still be registrable as a whole, and that such 
amendment or disclaimer does not involve such changes in the registration as to 
alter materially the character of the mark.” Petitioner contends that a corporate 
name may also function as a trade-mark and qualify for registration and “that 
‘Adco’ is more distinctive than ‘American Disinfecting Company’ for corporate name 
purposes.” While I am constrained to agree with petitioner that there is no funda- 
mental difference between the use of the new corporate name on the current labels 
and the use of the old corporate name on the labels filed with the original application, 
I cannot agree that this indicates that the proposed amendment should be allowed. 
As used “‘Adco, Inc.” is merely the corporate name of the registrant and lacks trade- 


mark significance. As is stated in the petition: 


The only distinctive feature of Petitioner’s new corporate name is the word “Adco” 
which is also the dominant, if not the only, distinctive feature of the registration as 
originally granted. 


The distinction between a “trade-mark” and a “trade-name’’ need not be con- 
sidered at length, nor is it necessary for the purposes of this decision to determine 
under what circumstances a corporate name may or may not function as a trade- 
mark. As presented by the specimens submitted with the proposed amendment, 
“Adco, Inc.” accompanied by a description of petitioner’s business and its address, 
(“Adco, Inc. Manufacturing Chemists Since 1908 Sedalia, Missouri, U. S. A. 
Formerly American Disinfecting Company”) functions merely as the name and 
address of the manufacturer. The only material forming part of the mark as pre- 
sented capable of trade-mark significance is the word “Adco” as indicated by the 
above quotation. 

As stated by Nims on Trade-Marks (The Law of Unfair Competition and Trade- 
Marks, Fourth Edition), page 655: 


A trade-mark thus does not become invalid merely because it is used with the manu- 
facturer’s or trader’s name. On the other hand, the personal or corporate name of the 
manufacturer or trader does not become a technical trade-mark merely by being used in 
this fashion in connection with a trade-mark. 
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This distinction is also made clear by the Trade-Mark Act of 1946, since Sec- 
tion 45 of that Act separately defines and distinguishes “trade-name, commercial 
name,” and trade-mark.” The definition of trade-name there given includes 
specifically : 


The names or titles lawfully adopted and used by .. . . corporations ... . 


The provisions of that Act for registration on the principal register apply only 
to “trade-marks.” See also American Steel Foundries v. Robertson, 269 U. S. 372, 
1926 C. D. 289. 

Petitioner lays much stress on the fact that its corporate name forms a part of 
its original registration and apparently feels that this entitles it to the inclusion of 
its present corporate name as a conspicuous feature of the registration by amend- 
ment. As originally included it was apparently regarded as a collateral feature 
which did not form a part of the mark, and in requesting removal of certain other 
features appearing in the original drawing the petitioner’s (then applicant’s) coun- 
sel then stated : 


The removal of the parrot from the drawing leaves the word “Adco” as the trade- 
mark to be registered. 


Apparently both the applicant and the office at that time regarded that word as the 
mark to be registered, and the inclusion of the corporate name in the drawing was 


regarded as incidental. Whether or not this was correct need not be determined, 
since under present practice a corporate name used merely as the name of the 
manufacturer and performing no other function cannot be considered proper subject 
matter for trade-mark registration. It would therefore be improper to amend the 
registration to include nonregistrable matter as the most conspicuous portion thereof. 

In view of the foregoing the action of the examiner in refusing to enter the 
amendment is regarded as proper both on the ground that as sought to be amended 
the mark would be dominated by nonregistrable subject matter and that the change 
sought would constitute a material alteration. 

In addition, it is noted that the specimens now presented do not show the two 
features of the mark, as sought to be amended, “Adco” and “Adco, Inc.” as so 
related and connected as to serve as part of the same composite mark. They have 
been arbitrarily selected from widely separated portions of a large label on which 
they appear to have no more relation to each other than each has to the other material 
appearing thereon. While an applicant for registration and, presumably, an appli- 
cant for amendment may ordinarily select the portions of a label it regards as its 
trade-mark, the words or features so selected must be used in such a manner as to 
have some natural and logical relation to or connection with each other. In addi- 
tion to the grounds stated by the Examiner of Trade-Marks, it is also believed that 
the amendment should be refused on the ground that the specimens do not show 
the mark as presented. (Ex Parte Hoyt Brothers & Co., 1906 C. D. 364, 124 
O. G. 1523.) 
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While the petition must be denied on the foregoing grounds, it is to be noted 
that such denial is without prejudice to such other amendment as may be considered 
proper including the elimination of the border and of the corporate name should 
petitioner elect to take such action. 

The petition is denied. 
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